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I. Background

The case of East Coast Podiatry Centre Pte Ltd v Family Podiatry Centre Pte
Ltd [2025] SGCA 28 clarifies Singapore Court of Appeal's approach to

trademark infringement in the context of internet advertising.l)

At first instance, the Singapore High Court?) had aligned with European
jurisdiction whereby before a claim on infringement can be put forth, the
infringing use has to be capable of affecting the functions of the registered
trademark (hereinafter, "effect-centric approach").3) According to the High
Court, the effect-centric approach was useful as it is consistent with the
burden of proof and helpful to deal with confusion in the sphere of internet
keyword advertising.4)

The Singapore Court of Appeal held in the present that there is a threshold
requirement of trademark use that must be satisfied before any infringement
analysis can begin. Here, it formulated three balancing factors to determine if
the threshold is met, departing from the Singapore High Court's reliance on
the threshold test in Google France SARL and another v Louis Vuitton
Malletier SA and other cases [2010] IP & T 992 ("Google France') from the
Court of Justice of the European Union (hereinafter, "CJEU").5

While Singapore jurisdictions consider the intention of the defendant's use of
signs and disregard the likelihood of consumers mistaking the mark as a
source identifier as a dispositive factor, Singapore's two-step approach is
narrower by requiring proof that the sign functions as a trademark, before

the inquiry of infringement can arise.

In the present case, the Respondent, Family Podiatry Centre, is based in the
East Coast geographical region of Singapore. It adopted Google's advertising
services in 2022 to display internet advertisements featuring the words "east
coast podiatry", "Podiatry East Coast" and/or '"Podiatrist East Coast"
(hereinafter, "Signs"). The Appellant, East Coast Podiatry Centre, is a




II. Decision

competing business and proprietor of the composite mark,

LIEAST CoAST PODIATRY  (hereinafter, "Mark"). The Mark was a composite mark
consisting of a small white cross over a green square background ("Device")
and the words "east coast podiatry" in block letters. The Appellant alleged that
the Respondent's use of the Signs amounted to trademark infringement under
sections 27(1) and 27(2)(b) of the Singapore Trade Marks Act 1998 (2020 Rev
Ed) (hereinafter, "TMA").

The High Court rejected the Appellant's claims, stating that the Signs were
not identical to the Mark, and hence section 27(1) did not apply. Additionally,
the Court held that even if the Signs and Marks were similar, there was no
likelihood of confusion between the two businesses, which is required per
section 27(2)(b).

The Court of Appeal dismissed the appeal and set a three-pronged threshold

test of "trademark use", rejecting the High Court's application of Google
France from CJEU. In addition, the Court ordered for costs of appeal
amounting to S$45,000 payable by the Appellant to the Respondent.

a. Threshold test before infringement can be determined

In Singapore, the established threshold test before a use can amount to
infringement is whether "the use complained of must be use which denotes
the trade origins of the goods or services in question, in contradistinction to
non-origin-related uses such as descriptive use or decorative use." i.e.

whether the alleged use is in relation to goods or services.6)

This threshold test differs from the broader effect-centric approach by CJEU,
where the threshold test was premised on "whether the infringing use was
liable to affect the functions of the registered trademark".”)

Similarly, for keyword advertising cases, the CJEU case of Google France
inquires the effect the advertisement has on the public's ability to assess the

origin of the goods or services offered in the advertisement.8)

The Court reaffirmed its narrower approach based on the narrow object of
trademark law as compared to the law on passing off and policy
considerations to prevent unnecessary or excessive monopoly rights beyond
the purposes of the trademark regime.9 Lastly, it considered the purpose of
trademark law to distinguish trademark proprietors' goods and services.10) As

such, it redirected the focus of the inquiry on the nature of the use of signs




instead of its effect, and rejected the approach adopted by CJEU.

Further, the Court rejected the High Court's application of the effect-centric
approach, stating that it is inconsistent with the TMA as it unduly widens the
scope of infringement to include decorative or descriptive use which do not
fall under the ambit of TMA.11) The Google France test was developed to
determine whether the use of advertising has an adverse effect on the origin
function of a trademark, and not in the context of the threshold test for
trademark infringement.12)

To apply Singapore's threshold test, the Court listed three factors to
consider in the context of keyword advertising cases:

1. Objective circumstances surrounding the use of sign

Regard should be given to the resulting advertisement and how it is
presented to consumers, the prominence and apparent purpose with which the

signs are used, and what other signs are used in the advertisement.13)

It is unnecessary whether the public viewed the signs before it can constitute

infringement.14 The court can also consider the objective intention of the
defendant for the sign to be used as a badge of origin, determined based on
circumstances surrounding the defendant's conduct, though this is not in and
of itself a decisive factor.15)

2. Inherent distinctiveness of the signs used by the defendant

Greater latitude afforded to words or signs of a generic nature, bearing in
mind the reality that Internet users would typically employ a wide range of

generic search terms when conducting an Internet search.16)

3. Content of website which an Internet user was redirected to upon clicking
on the defendant's advertisement

The website forms part of the context of the advertisement due to the
interactive nature of internet advertisements in contrast to flyers or
brochures.1?) Such content include hyperlinks and the Search Engine Results
Page (SERP) functions.18)

Where content of signs are generic and descriptive in nature, it is difficult to

ascertain whether the signs are used in a trademark sense due to the lack of




information in the advertisement. In such cases, the Court will look at the
content of the website to determine the purpose of the defendant's use of the
signs.19)

b. Whether the use of descriptive, geographical Signs that are amounted to

trademark use (Negative)

The Respondent's Sign "east coast podiatry" was descriptive of podiatry
services offered in the east coast region of Singapore, and hence did not
amount to trademark use. It is pedantic to consider the grammatical accuracy
of the phrase.20)

Looking at the objective circumstances, the Signs were intended by the
Respondent to advertise the opening of its branch in the East Coast region of
Singapore, and not to portray its services as related to the Appellant's
business. No evidence showed the Respondent's intention to confuse
prospective clients who might have been looking for the Appellant's service.2l)

c¢. Whether the Signs were similar to the trademark, per section 27(2)(b) of
the TMA (Negative)

Even if the use of the Signs passed the threshold test to amount to
trademark use, the Signs were not similar to the trademark within the
meaning of section 27(2)(b).22)

Per section 27(2)(b) of the TMA, a person infringes a registered trademark if,
without the consent of the proprietor of the trademark, the person uses in
the course of trade a sign where because the sign is similar to the trademark
and is used in relation to goods or services identical with or similar to those
for which the trademark is registered, there exists a likelihood of confusion
on the part of the public.23)

The Appellant's Mark was a composite mark, which consisted of the words
"east coast podiatry” in block letters and the Device. Individually, the words
and the Device lacked inherent distinctiveness; the words "east coast podiatry”
merely described podiatry services offered in the East Coast region of
Singapore, while the Device was a simple, commonly used symbol in the
healthcare industry.24)

Further, the Respondent's signs did not contain the Device which was a

crucial element of what made the Mark distinctive.25




d. Whether the Respondent's website gave rise to the likelihood of confusion

("Confusion Inquiry")

The Court ruled that it was unnecessary to address the Confusion Inquiry
issue due to the aforementioned.?6) However, it opined in obiter dicta that if
there was similarity between the mark and sign and the goods or services,
such that there would be a likelihood of confusion, it is impermissible to
consider extraneous considerations that might diminish the likelihood of

confusion.27)

In infringement proceedings, it is permissible to consider the actual
circumstances whereby the infringing signs were used.28) Furthermore, where
the infringing use concerned Internet advertising, it might be relevant to
consider the interactive nature of Internet advertisements and the fact that
such advertisements were intended to entice users to click into the relevant
website.29 However, the court ultimately left the issue open for consideratio
n.30)

Il. Insights This case highlights Singapore's approach in the context of interactive
keyword advertising and trademark use, which differs in approach from
conventional advertisement methods.31) It is also significant as the Court
explicitly rejected UK and European jurisprudence for keyword advertising,
setting forth their unique approach. It is a positive step in preventing
businesses from monopolizing common descriptive terms and encouraging
companies to choose strong trademarks to ensure greater legal protection of
their marks. Further, the decision provides certainty for businesses,
particularly in the digital marketplace.32) However, the implication of this
landmark case means that brands will face a higher barrier in order to
enforce their trademarks against competitors in future.33) Businesses iIn
Singapore that adopt online advertising have to take greater caution when
choosing their keywords, doing due diligence to ensure the keywords do not

potentially function as trademarks of existing registered businesses.34)
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