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More and more lawsuits involve pharmaceutical and chemical
patents worldwide, which means more involve selection inventions
(claiming the species when the genus is disclosed in the prior art) as
well. Some consider the nature of selection inventions to be an
overlapping invention that is afforded protection as an exception, while
others believe that selection inventions are no different than other types
of inventions. The difference in perspectives has affected the weight
each court attaches to the effect of a selection invention and the
relevant approach when determining patentability.

This paper sets out the purpose of the research in Chapter 1, which is
followed by a brief introduction of the implication of selection
inventions in Chapter 2. The legal principles, examination guidelines,
and cases of the Republic of Korea, the United States, the European
Patent Office Boards of Appeal (EPO Boards), the United Kingdom,
Germany, Japan, and China on the assessment of novelty and inventive
step of selection inventions are respectively described in Chapters 3
and 4.

In general, a selection invention is novel when the prior art does not
specifically disclose the species that comprises the selection invention,
and has an inventive step when the entire scope of the species has an
effect significantly different from the effect of the prior art. However,
the details of novelty and inventive step requirements vary among the
countries.

Regarding an invention’s eligibility as a prior art (“prior art
eligibility”) that may deprive of novelty and/or inventive step of a
selection invention, Korean courts have held that an invention may
serve as a prior art even if it is incomplete, insufficiently expressed due

to lack of data, or partially erroneous, as long as a person having
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ordinary skill in the art (a “skilled person”) would have easily
understood the content of the technology in consideration of common
technical knowledge at the time of filing. No particular exception is
carved out for prior art eligibility with regards to selection inventions.
Meanwhile, this is more closely disputed in other countries that impose
relatively stronger requirements as to prior art eligibility. For example,
U.S. law requires that a prior art meets both disclosure and enabling
requirements. A prior art that discloses the species of the selection
invention does not deprive novelty of the invention when a skilled
person would have needed undue experimentation to carry out the
invention. EPO Boards also require prior arts to meet both
requirements.

As to novelty, in Korea, a species in the selection invention is
specifically disclosed in the prior art if the species is directly
recognizable from the prior art or the manner it is enabled in the prior
art is substantially the same as that in the selection invention.
Meanwhile, applying the same patentability standard to selection
inventions as other types of inventions, U.S. law prescribes that a
selection invention is inherently disclosed in the prior art if it can be at
once envisaged through e.g., specific preference and the selection
invention lacks novelty if no undue experimentation would be required
for a skilled person to arrive at the selection invention. EPO Boards
take the view that novelty of a selection invention is lacking if the prior
art directly and unambiguously discloses the selection invention and
therefore a skilled person would have necessarily arrived at the
selection invention from the prior art. As for Japan, an invention is
disclosed if it is identifiable from what is described or what is

equivalent of being described in a publication, which is what a skilled



person can derive from the statement based on common technical
knowledge at the time of filing. In China, a chemical invention is
presumed as lacking novelty if the prior art clearly states its name,
formula, or method of manufacture, and the presumption may be rebutted
by showing that the compound could not have been acquired prior to the
filing.

Meanwhile, the biggest gap among the countries regarding inventive
step deals with difficulty in composition, i.e. whether it is difficult to
compose the claimed invention from the prior arts, and with its weight in
the overall inventive step analysis. The current position of the Supreme
Court of Korea is, based on the rationale that selection inventions can be
protected only as an exception to overlapping inventions, to impose a strict
requirement of an effect qualitatively different or an effect quantitatively
significant, if qualitatively the same, compared to prior arts. However, the
Patent Court of Korea took a different turn in its 2018Heo02717 decision on
March 29, 2019, holding that difficulty in composition may be considered,
just as in other inventive step analysis, if a selection invention cannot be
seen as an overlapping invention in its nature, such as when the prior art
contains negative teaching or suggestion that excludes the selection or the
disclosure of the prior art cannot be generalized to a genus and extended
down to the species of the selection invention.

A number of foreign cases considered difficulty in composition along
with the effects of the inventions. In the U.S., the regular non-obviousness
analysis dictates to first determine whether prima facie obviousness is
established based on the size of the genus, structural similarity, and
negative teachings in the prior art. The presumption of obviousness can be
rebutted by unexpected effect and other factors. The paper reviews the

different inventive step standards of the countries and also attempts to
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compare what degree or kind of effects were viewed as unexpected or
significant in different countries.

Lastly, Chapter 5 covers other various issues of selection inventions
that are under discussion. These include whether the description
requirement to meet the relatively strict effect standard under inventive
step analysis is the same or different as the written description
requirement, as well as use invention relationship in the context of the
scope of rights confirmation lawsuits or infringement lawsuits.

By promoting better understanding of the global landscape of the
legal principles of selection inventions, which have particularly
meaningful implications in the field of chemical and pharmaceutical
inventions, it is hoped that this paper will foster discussion over the
future direction as to how the legal principles surrounding selection

inventions should be formed in Korea.

Key words : selection invention, genus, species, overlapping invention,
novelty, inventive step, non-obviousness, specific
disclosure, substantial effect, enantiomer, Markush claim,
pharmaceutical invention, chemical invention, Korea, U.S.,

Europe, U.K., Germany, Japan, China
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incentive to research into further improvement in the generally known technical area, Under certain
circumstances, such as where a sub—set or sub—group of a known broader range has a surprising advantage
that was not readily expected by the previously known broader range, patent protection of such sub—set or sub—
range may be justified with a view to properly incentivize R&D that contributes to further technological
advancement”).




Patent Court of Korea
International IP Law Research Center

»

o e elsta Argle] o] slolshs e Aoz s Saluel A4l
of HYSER YAHOR o FEF Hi Aoet stet o] 55 &
L A2 BAgsok & olf g7l Welt "1 sk § Seuetel SARE AAE
o] 3 gie}®

AL Adue dauE 1 7148 Aol T golnw FHEs B
S g3, T S8)e] nA: W% 5 Weldgle] AUt FHHE AY Woleh
Asfolch.9 Aleuro] Aaumels Q4w oord AgaHE e gt
W F&urno] obd WY WO R Mojok et YAOR, WY Wigelnz
Uk gl thak WEb|Eo] FUsHA AGHCk Gt o] Asfo] ut=m
wol Wk ofn] Aol ekt 2HgRto] Wee] Butet 49 ofxly] An
e AR UL AolnE e Aojo] gL Holthi0 T AR “Thrpo
wge g oRs A9Pldel Fevize thste] ARE selige) wEos
B 4 qlrhs A, WEol Wg FolA FAo] B k] ulste] iz oz
0 498 Yok AL HAT 4 9 Ao}, FRHoRE Wy w7
9 ko] AA2A stekuofol & Holebs AL wefstY () A
AP Wol] that ol By| WE FolekAL 1 dhued 2002, 12, 26, Al

H
BA, gyl ASiEel WAl FAA T FHR
42 7)AEl] 1 S3ge] 1S9l oA A stastel e ma

WA SRS PR SHe 49 SSUye] Aol A5E A 2ol 3

‘

o

—

§) EFTEXIEA 1081 11, 5 BZ[AS} 54T 4) MIOTSIHILIANR SEr| AR HEFHEAICR HFADMA
BN BEROXIR R TR EE CRH S NRRICZ O TR L L TS HaBs s 23, BBl
LUTE—5%ME L TRHERTZ SN TERVEVSRETHEM Ll SFRBICZEARIC
BRRENTURVBREEZRUEL . CNERETS L ICLURARE TERBTE AN D/HED
WREETBRBIHHESAS LI BWERML . EXORECH5T S L EANE T ERHE
DEWIATENE. BANCZERHAZHATHOITE. HOLS BRREBIHHESL 5
LEBRTNEBAERNE THD. ) S

0) B2, “MeHimio] HulM JIKf 224", KIAKKAR! 965, S518 (2006), 120 (‘SHIHS 7l=xo= 71 Xt
OH 7157 ANS B5517| H20f, MELBS 7|55 ANO| T2 HO=2 FBE5{7Hofin, T8t 1 S5{20]
DRl P8 3 Rl9lo] U SRTHS 2 HOITk) HRA, "LHO| SN Bt 7 5), 39,

10) RA18], XISTHAZ(TAE, MEZTA (018), 34-35.

11) ZIEAL "20] SN0 St (3 5), 32




>
>
m

el

AMEREEHO|| 25 Hl A A H[2
Comparative Research on Selection Inventions

I
0z

9| 9le]

0:
F
J
Ml

A gl sk el e A
gol FAE WPy} sUskA| Pt =

o] sigtole Skl dejdor BEd Ao] ot ] 52 5L U
Th12) 3 g 2003, 4, 25, A3 200132740 BALS AF5tHA] sFsHofo)
Al PR = S5 ol tigh o @7k ofvet 1 A2 o

SFGlth 1) 715 Adadgol] npt4] FAlo=

g o] AqtAdol A= A5, ol
L o

T
of,
H
=

fo
(B
Mo
ofy

Y
>,
o
4
x0
rr
s
o
i)
kl

O

of thsto] HES A
3] ST 4= Qv wEba] AdE AXA] AL skekEe] Aol tisl AR o=
A&t A2 =93] o=, dA FAH AAEH Hol= MeloA= A= 4
A A b2 S o8] Wl e Wgo] H &7} Folgltke= Aot

nl= Adeidigo] oigh Mo S5jed we He glo] dWbAQl S5
S71ES AgotE, W Ay JiRray o] dFEo R va S5 Al101x9] ¥
el wEt Alateka f-83 EE O 2AE e T ol thet o RA K
sEct B3 ik olof Iste] Eli Lilly v. Zenith Goldline Pharmaceuticals
(EAH) oA Irfolubd R AR e ey Jfss|etar &
T e Ao, 7eA MR gt A Aw, E5)% A0l (Al+fstal &
|3 2OV 1L Y E51A Al s WAIA o R B E A H A
Mol sigsle By 3tE & 53] vttt AdE 2= FAI1AR1GH
Ne) =80y e 54 B Adgo] AdA4 58ade Nkt & 5= ¢l
Thal SFGITE 1) w5t Bt i Qe AYESI7) o] S| v 28 of,

fHO| E5{R710] thet D&, XA #e| (2005 7k - H23), 24-25,

14)olof e “MEfEEOl2ls EEO 02 WeE W SreUiE ol 2 tiSEE 8012 genus(&)-

10



Patent Court of Korea
International IP Law Research Center

N
=
o.
@)
=
]
53_
&
e
i
Rl
ol
o
rr
.—‘_‘E,
o
o
o
=
ofs
Qo
2
=
i
>,
I
N
M
fu
ot o
o =
nx
m o
o

E3j0] Sgshs AL ohx, B5R0S WEAY 4 oo} Tkl
O

H

r
i)
b
rH
A|m
Qn
rE
(o
flo
N
(@]
—
_@
_CO
NO
.®
s
K
DN
(@)
—
o0
Ql
N
-3
—
-3
o
o

1=

S~

>

=

r'\
(TR
filo

4
%
>
rr
oe
i
et
A
i‘:
ko
Y,
o
2~
oo
i)
N
52
o
4
%0
o
rr
RN
B
1o
E
L

15) Eli Lilly v, Zenith Goldline Pharmaceuticals, 364 F. Supp. 2d 820 (S.D. Ind. 2005)(Selection inventions, also
referred to as “improvement patents,” are a normal consequence of technological progress and are expressly
provided for by statute. 35 US.C. § 101 ("Whoever invents -+ any new and useful -+ composition of matter, or
any -+ improvement thereof -+ may obtain a patent therefor ---”) (emphasis added). [5] 14. Inventions based on
the identification or selection of a specific material or compound with particularly desirable properties within a
previously disclosed genus of such materials or compounds do not violate any of the substantive requirements
for patentability. See e.g., In re Ruschig, 52 C.C.P.A. 1238, 343 F.2d 965, 974-5 (1965)(prior generic disclosure
did not anticipate later selected species under 35 U.S.C. § 102); CFMT, Inc. v. Yieldup Intl Corp., 349 F.3d 1333,
1340 (Fed. Cir. 2003) (“Improvement and selection inventions are ubiquitous in patent law -+"); In re Kaplan, 789
F.2d 1574, 1578, 1580 (Fed. Cir. 1986)(prior generic patent claim did not invalidate claim to later selected species
for double patenting); In re Baird, 16 F.3d 380, 382 (Fed. Cir. 1994)(prior generic disclosure did not render later
selected species obvious under 35 U.S.C. § 103).

16) Eli Lilly v. Zenith Goldline Pharmaceuticals, 364 F. Supp. 2d 820 (S.D. Ind. 2005)(“Domination in patent law is a
situation in which one patent has a broad, or generic, claim which embraces the subject matter claimed in a
later, and narrower, patent, The first patent therefore “dominates” the latter “because the more narrowly claimed
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of, o3 2013, 4. 25, 4411 20115298

PHUS T 2 ol of A Ealuue) ATAS RAT dumye

(@)
rE
’G

£l

o
4>
Ral
P
0x
i

I
o] A 53 E§~l T4 1-4= 3let CH0—  CH,0— [ (CCH=CHaa
|
OCHyC—CH,0~CHy"C—CH;0
4 1(RLE F&0H, 3<a<60]i, o CHO-

CH,0— CH:0— (R,
atb=6)%2 FA|H= ol olE I}

e EYPTHE o2 sheh |

o 33HE % RE 440]ul, 3<a<60]T, ath=6'¢1 A Ei= 134 19] BAAEE
o] B % RS 440]H, 3<a<60li, ath=6'S WES Aow SAEo]
s

: ek FAE A
e, MR SR S el D ol4e] (lEbolastelol= 7AE A
SherE-S 71Aska, 1 % 24 ol 374 o149 (Meholagdlols xS s
st S o] oA T4 1-47) BT a2f be] AL WESE” 6719 SeET)

I
>,
rel
)

[E< vhedshn m, AREEe] WAMdE 1 uherast Agule @ 8
VR QI EIHA) FAR SR J1A sl Gitk wheby, BAe] V| &Atehd &
o] 71&At4el 71 Z2ste] AaugoRty AHoR Esjuel g 4 £
o] 2R QS 4 glom, Mgyl Esluge) 2R TAHoR

WA= O] At

ot

HE. E5{81% 2018, 9. 7. M1 2017516804 LHZ(2|HIAE|2D1)51)

2 2017, 8, 29, 431 201452696 TA2E Ea|dg o] gjupAeg 1nle]
Adeitrg o] epAm|A|et tiwlstel BokS o ulFo] aiteh= o] aiks VA

D2 FEAo] RAE] oReth SHAA AAS BSEA0R B3t

28



Patent Court of Korea
International IP Law Research Center

HECEL AL, 0-t-K
Ay 1-19) AIKO) 7148 SR S sl RAT ®

& oduky] (D2 HAIERE SHEHES) RimRs 9AE 2 28

712 A RAR HHE F 71w Ao A K,

wo} Q= TN BhEHE o) shuol g me 4WE C/_ I

3ol ofabe RA70] mabEo] 3A1% % opyE o2 G g,

2b) AEs} 419%2 71w det glowl, Raol T T g

AZE Fofl= ARt Al Holal, diEA] ofER
ofshd RA7Ol| Qe fed Sd=d (R4 0] 108 o] Had & Slthe A &
of AAEof leng T4 VieAetd AT 1-10] A e wdet
RAT 2lehE § RATE B8 41D oo, =3t A3 1-19] RA7 sleh&
e FAER7E shy EAjsk=Hl, sFehZore] ol etAluAlZE SA1E A
AR Apo] wheh AT oAb Fstol dAA T St At gstold
AAF bl eFefebd], ofFehE] Apole Heltk= Zlo] & d=A Adert, A9
g 1-19] RA7 313t=2 A3 S 7IeAed RAT tE2

2 Q3] 27119 Feto| d A7 AT e 4 el = glens

71k AT 1-19] 7|AUE o] AR Sad e eAdFEd FA9] 7]
&/dalol 7128t APty 1-19] RA7 SFEREH (9)F Fato|ddA

sEanlo] 215 AR A0 QA 4 glrka 3 Zoltt,

3 o] ARZIGIA ATt a3 ol R, F © We) e A
o g FAR Bh Aolmz, ABAo] RHY & glow AFYE LYY
3}

=2
=
%
el
2
ol
o
4>
o
Y
i
o
i)
2~
r o
bo{,

<
i
N
)
2
2
17
ox
(0]
~
oX
il
s
%0
o
g
2ad
=1

29




AMEREEHO|| 25 Hl A A HM3F Mol Ay
Comparative Research on Selection Inventions

A= A ¢ He A, SeTw e ukAE Rl 2bAujAQl RAT 9}

o] TAISIHA §] 3L WolSolx| olsilnt, =

Az Eb7)e EslaAczA HEAo R Tty ojof 3}

ofch. st ws] epdmIAZE Aol A He] gk ApgRoR 1 Hato
HAAZL A AR QA EHs ARe| o2k Ao ohjet Fatol g AA ) 23

- U
ik

- o
2 Q14 ol 11 9] &4 BE FUAOE Tefste] WRsh: Aol o

i)
o
o,
o
e
rlr
[
o
i)
2~
o
1:01‘

a
"
]
of
1o
-
oX,
ko
B
fu
ol
=
[
2
ot
oX
ol
2
H
fot
i3

2. Mt Hol| 2fet x| A7 A™EIX] 252 At

7t CHH# 2003, 4. 25, 411 2001=2740 HZ

ANEBES Y I 20t 5l8E)

o] AL TS et 2 YT Agsiria s,

30



Patent Court of Korea
International IP Law Research Center

Asgdi o] AukAl(T)oflA] A, B, X, K

o @4“’""- -
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Ct E5{HY 2012, 11, 29, M1 201258393 THZI(S2tRHE)s4)
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=
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54) CHER 2012, 8. 23, M1 201053424 THA0|| oJet mhy |8k £ THZo|C

55) Eli Lilly and Co. v. Zenith Goldiine Pharmaceuticals, Inc., 471 F.3d 1369 (Fed. Cir. 2006).
56) Dr. Reddy's Laboratories (UK) Ltd v Eli Lilly & Co Ltd [2009] EWCA 1362,

57) BGH, X ZR 89/07, Urteil v. 16. Dez. 2008,
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Aol Sk YR ABFO R SANWE AYHOR AT 5 Yk
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Al Tes] EAE O] Q= 1000] O] TEFA| Fo] st Exfskar, Ay 1, 5
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Sr=l HwEE HES

A= AAY, S| A

S5 B 492 A9l 5518 we 4 ek

aj=rol| A Al KA o] BEkstA Ao Esaor e 2 A A
3] A Y (United States Court of Appeals for the Federal Circuit, ©]s}
CAFC)9| &1l o]Foltt, CAFCs= AHg/del ok whehe R /dof 3t £Ao]aL,
TS AY7e 1 Agem == Jlo] oy} she] Ad7]s w1l 59

wge] mE FHRLTE AN} glofof Bt BAMW7I L] A (single

source or reference rule)2 A3}t 60)
o] A 7=l Y2 o2 Ayl 5y S Hluste] Bk uf
A Esdrg o] Aol BAE =R tisto], vl S-S A4 FA 9

Y216)(“That which infringes, if later, would anticipate, if earlier,”)622 %

58) 0] HOlM Sigal= HE &2 25 HEo| o5 glol= sy =7tel HE &2 727t

59) 35 U.S.C. § 102 Conditions for Patentability; Novelty.
() NOVELTY; PRIOR ART. —A person shall be entitled to a patent unless— (1) the claimed invention was
patented, described in a printed publication, or in public use, on sale, or otherwise available to the public before
the effective filing date of the claimed invention; or (2) the claimed invention was described in a patent issued
under section 151, or in an application for patent published or deemed published under section 122 (), in which
the patent or application, as the case may be, names another inventor and was effectively filed before the
effective filing date of the claimed invention.

60) MR, “S5l01A Aol X|Qfef Bt R0l Wak T Anio] pe Mettaio] AeE FMHoR", HAEA
148 (2015, 6.), 95.

61) ZEA, "Mt 511 Lol SUN'(F 5), 90-91.
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T} A1A] @ A(enabling requirement) S &< 412 Q%)

T3 Aol S5 BE ARV ZS0)A Qlojof o]& BT
J = E3|WS of A(anticipate)dl= A3y yolz} &
2= olt}= AHolt} of7] o1]§ B35k (express or explicit) 7HAIE ofUzh W&

133}5 Lﬁxﬂﬂ A7 17 = o] S
CAFC WollA &= o274 siA3t i 7} o4

S Sof Hl2a A E Aol shrjete A 9] /=2 ofn]
2otE o] USAE Aol Adatgo] WAz oz FHAE AolojA AlfAdo] itk
+ 43S diWsks FE 2+, Titanium Metals 3264, Atlas Powder 265,
Cruciferous Sprout #2660 Fo] & 2l-8-FHt} HHH Continental Can ¥4 67

ol
)
ofr
ol
L
i)
PO
©
oE O

62) Peters v. Active Manuf'g Co., 129 U.S. 530 (1839).

63) 1 7FEE HEollM, (ALHO| BYES 2U™e== Holshkl ¥l dSEsol= sigEtiy & ~ U=
AR07HX] (B)gEe Aol (AL 2J5lo RFEX= S Aoch Al "dEel LMol et

A77(F 5), 35-37 & BX.
64) Titanium Metals Corp. of America v. Banner, 778 F.2d 775 (Fed. Cir. 1985).
65) Atlas Powder Co. V. Ireco, Inc., 190 F.3d 1342 (Fed. Cir, 1999).
66) In re Cruciferous Sprout Litigation, 301 F.3d 1343 (Fed. Cir. 2002).
67) Continental Can Co. USA, Inc. v. Monsanto Co., 948 F.2d 1264 (Fed., Cir. 1991).
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Robertson #2468 52 WA HAIE 1744sE7] flsiAl= i H-8-o] Ao
AAle] A a4 Ao Bste] B4 7R AAZMA] Q1A E ook ghrkar
stof Hrp fA%H 2 Fg A o® Hel,

ol tate CAFCE= EMI v, Cypress Semiconductor THA69& 53|, & Y3o|
A& BeE Aol ofy e, s WAF ez A E o] Utk sk Aol
kA 2] Aoy AR R o #et Ad wlofl= 544 TlsAbe] 1A 85kA] &
, L &J9] Aol 57449 7IsAe] AR QI E o o WAA FAIE
T AUth= A AXSHT S, 5439 7IsA7E Aol AR s Z]AE

A= oy dddom EAchs A 148k gttt fxdo] Hasirhal
st7] fleliA=, L sl ARRel -2, 2] 4, WS @Al Foll tiet Zofofok
stal, o] 24 wAYZoY A2} o] I AA 7 EFede SEAE 4 ¢l
= AR T 7IEAe] A ol WAF e s AAlE Aem At o] ofd
oy Hdo] A Rlof wheh AgRiths Ae 53 7lsAE 4Rl XSk 2t
T 0] L B el dhigh S AAE 5= Q7] witolehs Aol

71 & Schering Corp. v. Geneva Pharmaceuticals ¥H2oj| 4] H]Z2 Continental
Can A% 5749 7axte] QA& HE e o= & Zo] ofya}, Asidrge] W
Aoz WA Aol FAQAA] ARl /lof $e 7IEAE TIEH R S
= Y|tk sHHA, FAA Qavof SRt WA A AHAE QI vk e
o g JAol A= et 0

5

Rl

68) In re Robertson, 169 F.3d 743 (Fed. Cir. 1999).

69) EMI Group North America, Inc. v. Cypress Semiconductor Corp., 268 F.3d 1342, 1350—-1351(Fed. Cir. 2001)(“This
requirement, that a person of ordinary skill in the art must recognize that the missing descriptive matter is
necessarily present in the reference, may be sensible for claims that recite limitations of structure, compositions of
matter, and method steps which could be inherently found in the prior art, -+ Theoretical mechanisms or rules of
natural law that are recited in a claim, that themselves are not patentable, however, do not need to be
recognized by one of ordinary skill in the art for a finding of inherency. A person of ordinary skill does not need
to recognize that a method or structure behaves according to a law of nature in order to fully and effectively
practice the method or structure”).

70) &Rl 60), 107. ESE Schering 01X THAE9| 9|0|@t Schering EHZ0| 2= 2|9 S8 ANt =202
Irving N, Feit & Christina L. Warrick, “Inherency in Patent Law”, 85 J. Pat. & Trademark Off. Soc’y 5 (2003),

36



Patent Court of Korea
International IP Law Research Center

Schering Corp. v. Geneva Pharmaceuticals, 339 F.3d 1373 (Fed. Cir. 2003)

[AH¢] 78 ]

of A STl 716535 = Fo|AERIAIQl 2EEid o] A=A
(metabolite)?] HlA7F2 H | EA] Z2fetd (descarboetoxyloratadine, DCL)®]
gt Aotk EduiAbad2 oFEA T & Ak AldolA Ak S ot
o2 Adghe doA Aol FHEE e 7Y, ATl 233535
Al CLARITINS 2 vl &= 2tepd o it Zlojt,

0) 0

N
| 1
H COOEt

DCL ('716 patent) Loratadine (233 patent)

HaL(o]s}l ‘Schering)+= 233538 % 7165359 S35|dAto|tt, 23353519 &
A2 BN = 716538 = TAE =], 23353|7F == 11 AulE <
oFZ O Thif|5l7] ¢5te] FDAS| 7S A1AsE 1] 715(0]8} ‘Geneva Pharmaceuticals))
L2 71653 = Fagta 481t} Schering 0|52 A2 FDAAI of tjjgt
551 A271x(e)(2)(A)5H] Hale] &5 A7|sFATE. 2

A1 A A A A R 912 2335-8]0ll= 7165510 that WAIA 7|27} §le
L 23353519 AR Qs BANAREER] HlA7t2 Eo|EA 2efetdo] H A
o7 PAEHERE T1653]= 233530l &Jsto] 4l o] FAETL Kkt

[

18—21; Peter D. Smith, “Anticipating Too Much: Why the Court Should Avoid Expanding the Doctrine of Inherent
Anticipation”, 61 N.Y.U. Ann. Surv. Am. L. 823 (2006), 837— S &I

71) Orange Booke=Z EXE/= O] AZO|FECIMA(FDA)C] Approved Drug Products with Therapeutic
Equivalence Evaluations. 1712|2201 TSt & S0iE] & 42 Eo™yE S0| A2 Uk US. Food &
Drug Administration, Orange Book Home, https://www.accessdata.ida.gov/scripts/cder/ob/index.cim (2019, 11, 13,
29))

72) QFAL Al O]OFE AlE(Abbreviated New Drug Application, ANDA), K|UI2! Q=S| G{7[AIA. Hatch—Waxman
Amendment2 22[X|d QFe| E5{7t BraX|7| Mol MUlE 2UF| AHHIIE TS & U =A=d,

=
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WA WAE s flsliA= Al7lsolAe IA7ER] QI = ofofF =
AL oy} ) E e A& Fall B4 7R AR WA o= ThA|
H AFE QXelE AUS SO gEete WAA A7 A" o ok
3] 2FcHIn re Cruciferous Sprout Litig., 301 F.3d 1343, 1351 (Fed.
Cir. 2002); MEHL/Biophile Intl Corp. v. Milgraum, 192 F.3d 1362, 1366
(Fed. Cir. 1999)(&gA7F 1 AT o|afistA] xalsltlete Y =H 7]kl
A ddAer mEEe= At YR er AAE Aol Atlas Powder
Co. v. Ireco Inc., 190 F.3d 1342, 1348—49 (Fed. Cir. 1999)(‘sufficient
aeration’o| A3yl WA E]o] Q= o4, Ad¥drgo] S5l a5

QS 7 A FaA gk, XA R Tx, A, 715 Folet shejet
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e
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I 22X 2efEo| Soivt RR0IAY, HAETtsotAM, MUl MEZol ofsto] Fehlx| 4= Aol2tz

&otk= Paragraph IV cerfification'2 E518] M271Z=(e)0 N A54 ZHlE FMot= Ao=2 Hol=|of Qo
&4 E5] 285 o] floto] U2 eefZol M2 BHMEXNE AN 2 ES{EAI0IAH ANDAME 2
S{=Z(patent challenge)'2 1X[ot040F o1, HHEXE AEN E= E5{EXE= ANDATXIZEH 452 Liof
Mofle] AS X7IEe=2M XMU2! 2/ekE ToHoll Chote] 307HEel Roi7[Zte H2 4 UCK H, 1 7[2t Lol
ESPL BREAL 25 e FEliEX] &= A2 HAE o= 22X 940t US. Food & Drug Administration,

b

Jm

M

Patent Certifications and Suitability Petitions, https://www.fda.gov/drugs/abbreviated—new—drug—application

—anda/patent—certifications—and—suitability—petitions (2019, 6. 1. &f2l).

73) “At the outset, this court rejects the contention that inherent anticipation requires recognition in the prior art.”

Schering Corp. v. Geneva Pharmaceuticals, 339 F.3d 1373, 1377 (Fed. Cir. 2003).
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T Aoz AAE Qlrkar & 4= Qlrh)}. T wEba] 716559 AAY
(critical date)™ o]Zof FAre] 7]&#le] Ql4lo] QS FHIA FHgte
WAA A7 A E 4= At 76

Schering=<¢] 543 @] Continental Can 42 Aditrgof ok a4
MAE st 3] 7IeArt S AL ol s A= 214
shale Ae 3l AAISHA] %9tth Continental Can 42 FepAE Ho
gt AdagRgol oJste] F5 2lE(hollow rib)E 71l Sk Wof tigh 59
A7t A= A= loﬂ ek Zoldl=dl, 14 HEe ofARANE S A85HA
o, FAAE YR} & AETE Sl AWyl Zekiay W B2 59 (blow

molding) ¥l <]3j 7‘1] Ha A7) S al‘j(hollow rlb)—J B*P 2 =] o
Aok FAtR L, E5EA & A7 S
2] B (solid rib)E 7}A| 2L Qitkal shgich, o]

of & FloJojA H

H
=] 1
Continental Can IS YAIY A E= 9] Q12| F-Fo tj3f
5 =

74) Other precedents of this court have held that inherent anticipation does not require that a person of ordinary kil
in the art at the time would have recognized the inherent disclosure. E.g., In re Cruciferous Sprout Litig., 301 F.3d
1343, 1351 (Fed. Cir. 2002); MEHL/Biophile Intl Corp. v. Milgraum, 192 F.3d 1362, 1366 (Fed. Cir. 1999)(“Where -
the result is a necessary consequence of what was deliberately intended, it is of no import that the article's
authors did not appreciate the results.”); Alas Powder, 190 F.3d at 1348-9 (“Because ‘sufficient aeration” was
inherent in the prior art, it is irrelevant that the prior art did not recognize the key aspect of [the] invention--. An
inherent structure, composition, or function is not necessarily known”). Schering Corp. v. Geneva
Pharmaceuticals, 339 F.3d 1373, 1377 (Fed. Cir. 2003).

75) YA Ylcritical date): Ol= Wi EoiE|LU2EEH 13 0[FQ) 2 727t AA JHY H 78 JHY & 36l
A= Ol= Lo Ae] B¢ AAIE 7H2IZA0t USPTO, MPEP § 2152.02(c).

76) “Thus, recognition by a person of ordinary skill in the art before the critical date of the 716 patent is not required to
show anticipation by inherency.” Schering Corp. v. Geneva Pharmaceuticals, 339 F.3d 1373, 1377 (Fed. Cir. 2003).

77) “Continental Can makes no reference to whether the inherent feature, hollow ribs, was recognized before or after
the critical date of the patent at issue. Read in context, Continental Can stands for the proposition that inherency,
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>
N
[
T
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i)
Bu)
r
rlo
e
=

A oA Zetetd g4 Al BAAo|a A ow FAEHT S HlAvtE R
EA 2t e AL BefEd Folo] I Aifo|Bg | 4] 7eAke] ¢l
Al el sk Adddrg ol WAHA o2 FjAE|o] Qitkal Hofof qirt

o] AbE Adrgo A A7t 2 E oA 2etett ol ThisfA] oft o= A A
o= 7|t A Gtk oA Aok dFEof tigk 7| A= UM X
APAER FEET Y WA 7137 gl 0] S AR e
ax0l=, AA| FAols FstA Aol WAz A= AT S5
B2 L= e AlgtAdo] R E T 1o APy o) YA T AT O 2
‘TEE= st A3 (“natural result flowing from”)' @b AsjEbrgof Y| =
o] FA|E|gittar Holof gt} 78) 1A In re Seaborg TZA{328 F.2d 996 (C.
C.P.A. 196)toll A= Aadrgol PAH &2 7| =] g2 F2leddol
siigo] 71 Ay el oJsto] 4lgf/do] RAEA| d=rhal |EstHA, A
gol vehd S wet A EE sdaes S8 B A=Y v
AR = 2= SS9 18y o] Aol EefEtdo] A%tE S
Ao g2 Eo|EA R ] AR, 1 Fe 55 S8
o}, webA HAZFEHo|EA| 2l Aol WAjH R JjAIE]o] U]
Chal Hofof gt}

At Tl 38 AAGHAE F8 9 dzlo] AEE AL, ofof whef AH i
H 2efetdo] FUY A A9 o]E H85= AFEE HA7IE RO EA| ZetEt
< Holol sl Zetetof ofsto] flAvtE o=

S

s

d
o o2
2 2 1

ol
d

like anticipation itself, requires a determination of the meaning of the prior art.” Schering Corp. v. Geneva
Pharmaceuticals, 339 F.3d 1373, 1377 (Fed. Cir. 2003).

78) “Because inherency places subject matter in the public domain as well as an express disclosure, the inherent

disclosure of the entire claimed subject matter anticipates as well as inherent disclosure of a single feature of the
claimed subject matter. The extent of the inherent disclosure does not limit its anticipatory effect. In general, a
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CAFCi: Schering #2< B3, Sa]a o) gl B42] 71447k 3g 714t
A of e

AAfee] este] AdH o R wEE= DA ARgolojof sl o5 WEFITHY
Sy o] g Adure] ofyel mE o] Aol HAFoR Z|AE vt
kel stefete WA A JhAfof ofsto] AlqtAdo] FAE 4= Qlekal HA|sHATE )
°]% Ortho—McNeil #Ao|A AEWA U o R AYA Y AL Schering
2L A83FHA, Schering AT} Ge] APl LEZARAL SpAH|A| R, A
Woll FEH F3} o] JAAQ] Bl EFAMI0] BHor =2Ht= Zo] 59
= 2] kot A AAIE QI 4= qlof AlatAdol AR A Sh=thal dekekqitt

Ortho—McNeil Pharmaceutical, Inc. v. Mylan Laboratories, Inc., 267. F. Supp. 2d
533 (N.D. W.Va. 2003); 348 F. Supp. 2d 713 (N.D. W.Va, 2004)

REERIEY

o] A EFUP L ABETAA i Rolch, S AL AU YoFEA}
21 331015} Mylan) & A2 Hshe] 22 A7ISHLT, Mylan®e S5|7aS
Aot FABANAS oL PAEHA YRR AYAFAUE o] 2 7]
/

Zstee.

O

limitation or the entire invention is inherent and in the public domain i it is the “natural result flowing from” the
explicit disclosure of the prior art. See Eli Lily & Co. v. Barr Labs,, Inc., 251 F.3d 955, 970 (Fed. Cir. 2001); see
also In re Kratz, 592 F.2d 1169, 1174 (C.C.P.A. 1979) (suggesting inherent anticipation of a compound even though
the compound’s existence was not known).” Schering Corp. v. Geneva Pharmaceuticals, 339 F.3d 1373, 1379
(Fed. Cir. 2003).

79) Schering T M1 0|2 0|2 Qlal LIAHA JHAIe] MEHLATt XILX A 2t == Zig ZAsH0f Sitte 2410,
Schering HZE2 YUAEEES0| tiet MASIAES] oitfazld dee et Z0[/eLt olziet =X2
CHE YAls SahA= 24E & QCh= XA S0] UL Peter D. Smith(ZF 70).
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Riz=E:Rll

=

1. ofAlHAAlIA o et Al ko

A5t/ diske] Mylans2 Al
S5AME] Aol EAFE N skl ATl dEESAHIC] A
Aoz A A Gt} & Mylan®] 32 49 slebab= 2hAn] akekE
o] 4 Bl A o HAR o] FojHS & Jlo| B ZAmAIE TAIe R
S I A B e B R | P Bl A i ] R e A L= 5 L e i P 2 U S 1
oA ATFAe] BT 9e-S oln] HHUT Wele & S Qonw, o
E 2AE sho] oA AAA S 8T o gl
o, weke] AT W)

3FH Mylan& Schering Corp. v. Geneva Pharms, &0 A CAFC7} 413}
gl Zefetdo] Aol S5 S W Sl gl At H o EA| 2etetd
ol dAAor mEHER ST AgtAdo] RAEHUY A} o], o] Ak
NHE= LEFAMIC] BAX R AUoA HEEFAMO] HER HEREZAMI
o] AlffAlo] BAE LY FAet) CAFCE ZEleld B35 gAlo= Zelet
dol AfollA] dHA o gavt2Ho|EARetetdS FAdethes Abdo] 4
A QUA ket o= S5kl o] 2 lsff tlAvtE o BA|metEH o] Al
el RAE T skl 1™ o] APl A Mylan 2E5AMI0] Aol A
AEESAME AR A S ASSHA Sk, AW R ESAM0] §
AEtt ste et o] AR S5 Aol 7IAE A S EESAMIY
= FE5HA Eokint, weba Aol gl ESAMIO] WA o m FA E o
(e}

80) Ortho—McNeil Pharmaceutical, Inc. v. Mylan Laboratories, Inc., 267. F. Supp. 2d 533 (N.D. W.Va. 2003).
81) Ortho—McNeil Pharmaceutical, Inc. v. Mylan Laboratories, Inc., 348 F. Supp. 2d 713 (N.D. W.Va, 2004).
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L. HAlA

Aol AAl RS F55to] o|= Qs o] Algt/de] FAHE AL )
HH o] F A3t S 7l 2ok T4 TIsAt Sl sidshe A
O] &= &olstAl AAIE 4= qlofof gt} AAlas F5317] flaiie W
FAR R 54T ZAo] a3H=t, o= 549 7IsA Al Bl v
3t A% (undue experimentation) §lo] TS AAE 4= Qo FEHEH At 2
of, =gt Aol sfgsh=A] o= o]8HF Wands 24, & (1) BR3F A9
&, (2) ARy AAAFEe] o= A= EASIEA, (3) AAldY] &5, (4) U8
ol 44, (5) Aq7IsY &, (6) 349 7IeAe] 7w, (1) dHo] d&571Hs
g AAE, (8) A WY & 5 Tt A o A o] A

So n#sto] Wk, A4 ¥
A @ Aa71so AMAE BEe AN 4 Qe ANE AL 7 o]
3e a7stx oot WAA ZIAadel dE Sau A2z selAel
= 2ol 7} glrh.5
In re Wands B2 WAH 71A2A0zA ] AAZHsA B Rolut,
CAFCE 41514 34 of 5o ot A ezl tat AR 2e 7128
3k vl i} 59

et

s 3
A2
oo

82) Rasmusson V. SmithKline Beecham Corp., 413 F.3d 1318 (Fed. Cir. 2005). Rasmusson AZAOIA HAXIES
Brysto-Myers Squibb Co. v. Ben Venue Laboratories, Inc., 246 F.3d 1368 (Fed. Cir. 2001) T2 9|2jof| tHat0d

CHEA=HI, Brystol-Myers Squibb AMZAOIA CAFC= S&{LE Fo{diHo| SYXz=0t giSS UE=
HIOIEE 7HAlGH Aol 2ot E{LFel Aol R =X (0] Cisto, S | \ 20l chstod
MEA eiet Sub= At 0]0] AIHLHOI| LAXHE/O] UAE 0|22 Al-40| gl 0l 2EA WA KRet=
Stk TAGHRCE Rasmusson THZEUA CAFCE #| Brystol-Myers Squibb A4 E—ﬁ-a AlEA TCto)
13l |2t xM102x 5te

27t == L;E*%*OI S5 AMi02x stel HMARS THESI0F ofth= A# OfL
HARA0= 2ol 0| =X 2SS TAlSH Zi0(2f D SiACE

83) Sanofi-Synthelabo v. Apotex, Inc., 550 F.3d 1075 (Fed. Cir. 2008); Impax Laboratories, Inc. v. Aventis
Pharmaceuticals, Inc., 545 F.3d 1312 (Fed. Cir. 2008); Elan Pharmaceuticals, Inc. v. Mayo Foundation for Medical
Educ. and Research, 346 F.3d 1051 (Fed. Cir. 2003) S
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In re Wands, 858 F.2d 731 (Fed. Cir. 1988)

REEE LY

SULH A TEE 1gM FAIE AT BE HE 21 Y WA

HH (methods for the immunoassay of HBsAg by using high—affinity
monoclonal IgM antibodies)o] 3t Aoltt EFAFEH(United States
Patent and Trademark Office, ©]3} ‘USPTO)& dF H1ake E5H A103
Zo] g AR RHom dF F4ge S5 A2z UE 7| E8=

AN QZE Tedl B 1EAE ST W AAE] S AR AH

of T ATO.R HARE 2L ofU: 1 Aol THe(undue) A o4

+ gty o] A (nature of the invention)¥} 7]&4
F(state of the art)& L3t 8P4 7] (standard of reasonableness)< 4
§-sto] A7ggict 84
o] ‘M=t A IH7|ES 2wl FEEA e AL oy, AAled=
53l sl

49| AAlolt,

o
AA FAAL TS
N

E5]4]39 Y 3] (Board

Qb rlo

[e3]
= HA
© ol 848 HPH R APote] gds|of sh=tl, S

of Patent Appeals and Interferences, ©]3} ‘BPAI)+« (1) ZQ3st A& 9F
(2) ARl AAARY o] o= A= EASHAEA], (3) A9 &5, (4) T e

34, 6) Ad7Ie] %, (6) §742 71t 7IesE, (1) €90] A% 7hs

T AE, (8) A WY 9| 87kA] 84S Aoz AAIG HE QU

84) “The determination of what constitutes undue experimentation in a given case requires the application of a

standard of reasonableness, having due regard for the nature of the invention and the state of the art.” In re
Wands, 858 F.2d 731, 737 (Fed. Cir. 1988).

85) “(1) the quantity of experimentation necessary, (2) the amount of direction or guidance presented, (3) the

presence or absence of working examples, (4) the nature of the invention, (5) the state of the prior art, (6) the
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é
k=)
A
j;
FSL‘
Z
_9.
-z
il
el
L
ol
v
re
re
2
of

g T2 A A=
1 T(lymphocyte) ¥ Z<=F(myeloma) A3 25 -E
g3l o5 EAsl] Ysl= o] FatEE dAE

[H

=
=

AL % A g@ skt Wands's 2% 43]9) AlZ §ol Ashsheda, olF
6219 AL HBsAg GAIS A 143749 slolHejwut AES P2
% 9lek, o17141 thl OAE FX T 27 AES Adskgm, FHoR T
w9lol st AE(gM FAlelt ASHEE7E A 100 ML) A4S 2l
G512, Mo 37 A8 giel S Sl ol B BRALE, A
AEZE-L o] A7 WHe] EHL 2Hax] Z3E u} gongs Aug Aoz B

ofof stal, ¥t Wands®] AH AFES 2.8% JE&E HoHF E*H 7]
A= A flell &ote FAE AxsH] floto] Bt AdE FaFlolof &
Aolgkal i"“’%

B geH o= siostde o T el dAl et A7 HRsHA =
=]

o2 e, Yolr) WandS%ol S A== e*%r% AAstz] s 2
83 AR AR o] yEh 1AL, A= A E] e, Y Al ST 7]
=woFe] VleeEE Eot HP%“% AAIsH7]of gt o] Wi A 9l
o B2 HEFE HA7IA] 8o1A] o Bz WYAA 7|8 3d0] S5E A 2

ofof g},

relative skill of those in the art, (7) the predictability or unpredictability of the art, and (8) the breadth of the
claims.” In re Wands, 858 F.2d 731, 737 (Fed. Cir. 1988)(In re Forman (230 U.S.P.Q. 546 (Bd. Pat. App. & Int.
1986) 21&).
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SHolof o] FAo] BEEHr}, o]} WS, Amgen Inc. v. Hoechst Marion
Roussel, Inc, BA80o| A CAFCE, E3]HAMEAIA] AxtTo] Q9] AlqtAd F

Ho] 2rlm AWEEE Q8dthE 1 ARES L AN AL 2EA=AE o
d

k)
1

A 5315 AR st 29S ALE 4 e A VIR R,
5319 Fa s sk A Al s 5819 Alqtd £ 2AR £ A
FES7H AU S FETS SHY Bavt gla, webA S8t A3Es7L
AA RS A XS 459 Sl 7 (persuasive evidence)' 2 FHE 5
FAYE Aok A EGE 1y b4 2 Wands 847t APES oA
A g0l SHETH, AYES| 9 HA ez F59 A4S HEH 8

£yt o| AT Bk
UTe AT S thE Mt 2ReH o QuEEl A BEIES A
S1aL gich. webal 91Nl st Alaunie] A AT A LA REs
B, A AT RO A2 Kt A9 ol vl sheld wy
Hoh S AR 208 R A9 S BEel AshE A8 5 Ak
Al Qieka QFHCHA, T ALY EHo] olste] stelhd wel AltAe]
w494 4 gt

USPTO E3|4A | (MPEP)2 A15t4] ghtol 2ol 49171 (genus) -3+ 7H
d(species) TAI7} EAIEE Aol thate] ofefjel o] aA A 7IX =2 EFsial

STk, WAL, HEIO] SIS AN A9 1o olstel 9l st

86) Amgen Inc. v. Hoechst Marion Roussel, Inc., 314 F.3d 1313, 1354 (Fed. Cir. 2003)(“In patent prosecution the
examiner is entitled to reject application claims as anticipated by a prior art patent without conducting an inquiry
into whether or not that patent is enabled or whether or not it is the claimed material (as opposed to the
unclaimed disclosures) in that patent that are at issue.. ... The applicant, however, can then overcome that
rejection by proving that the relevant disclosures of the prior art patent are not enabled. Id. We hold that an
accused infringer should be similarly entitied to have the district court presume the enablement of unclaimed
(and claimed) material in a prior art patent defendant asserts against a plaintiff”).

87) Impax Laboratories, Inc. v. Aventis Pharmaceuticals, Inc., 545 F.3d 1312 (Fed. Cir. 2008); Sanofi-Synthelabo v.
Apotex, Inc., 550 F.3d 1075 (Fed. Cir. 2008).
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Syl Aol BT B ol of BIAd a7 the w15
olsh qlaolnt, EH AWEo] AINES AAISI QS W ofn] Aol
| WA Al AL WAH R AAEo] A gitt sir

= L
ehE Z7A 0% ARt 4 ol Aweh, S9hdel Fael Aol 27

MPEP § 2131.02

L 31 QL Aayrge] ofdte] A1l o] of Ay,
I, 917l theh Aol skelzide) WA Ao Aol grka A9l
g A7)0 2asiA sH9AE L FAEgel g,
L A$IAES] ARee B3 s id e S2040R dad 4 et 9]
%

o] Adadrge] 7iAlE Ao 2,

Aeprg of 7jAl e S5 o F wetol qlof, 9] MPEP § 2131.029] 1> 4l5+4

Aoz AYEo] Uil 1% YAIA QL 7jAlof sfigste] A ZAI7F &

A & Aol I WAA ZiAloll tigt Al HAHA 7HA] oF= 549 7=
Z7F AY7|eS Bl EyS ‘E713 02 A at once envisage) & 4=

% = =
2} HohE T ofo] gt 8 WA 2= CAFCO] HMAlolet & & Sl BAIS

88) USPTO, MPEP § 2131.02 Genus—Species Situations.
. A species will anticipate a claim to a genus. |I. A reference that clearly names the claimed species anticipates
the claim no matter how many other species are named. Il A generic disclosure will antipate a claimed species
covered by that disclosure when the species can be “at once envisaged” from the disclosure,
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In re Petering, 49 C.C.P.A. 993; 301 F.2d 676 (C.C.P.A. 1962)
[AH9] 7]

A 13 Rp R
Ry @ y N\c:
Ry=—3 N/ _NH
f
Ry

R 2~6709] R4S 2= 1Fol1, RB)Z R@+= &S e 942
H ZUEdaE, Aa g lower alkyl), A ¥=Al(lower alkoxy), o=
2 FAE 5 FoA AgEo] shAYAE 67 2= 72 EAIZE 188 ¥4
3t Re¢t Rots o, A €, AF &A1, o2 AE FoA] A

H3L, Re, Rs, Ra, Rs WA= ofvlle 55 3l o] 2 4= it

E ~N =0
::?(I,)fﬁ,z,

R 2 WA 6709) §4A9AE 2 T§o|w, Rot Rike o w2 abzlolut,
AL0F. 6, T-H oD -9 [p— 2 testo] EBA| o 2] —ofo] £ FALAL

AL, 6, T-H] P -9-[p- R tesfo] SR Ao W |-ofol 2 A HALA.

AN2F. 6oL —T-H] D —9—[p— 2150 E2 K| o ] —ofo] £LTAL,

3 A4, 5, TS A2 &Itk AUFL Rt ReE DR 3H1, Al
Fo Radt ReZ oW Stol, A78I4 RS —CH:CH:OHS 9ol 2t 4123
tef

A2

oot

ol

i)

Z0]
=1
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=
g AdFAY Y KarrerSd) ofo]adSARI frreal|eh I Az it
e} e}

AoR, oF e T Ao A & Zfo|7} Sl Karrer§3d] 9] ofo]| Y=
APR kAl e o2 af o) X R
N
Y \clzo
Z NR!
0~
P

A4 X, Y, 7, Pt RS 47} 44 Ei 94 2lZE ey, RE OHY)
£ Zste SHolth. EF RS & £ —-CH20H, —CH2CH20H,
—CH2CH(OH)CH20H, —CH2CH(OH)-CH(OH)-CH(OH)CH20H, E+=
~CH:(CHOH):~CH:OH'Y 4= ¢k jAlslo] 9lek. ole] wate] Qubaloe] =
el 8714 54 ofol ez Abdlo] X Elo] Qe

3. 2ol 49

USPTO AIAIRHE ofo] 4otz Al tiat Z¢urd el A1, 2, 4, 5, 7, 10 WX
1232 KarrerE3]o] o5lo] zlm o] RAHTHT Kol 7 4seiL, Ea|4we]
el 4;(4752‘]0 o -5-].0211:}

== o032 v

[H2aA]
Karrers 014 7]xHE A EE X, Y, Z, P RS 247 oA T O e
= g Xgoks Solrh e 7Ale &9 274 R
o] 1z Fi 5_7]01] ek A Agto] A glo] AbA F5HeE 9] ShtE-S
o iﬁ;% l 91 Luba] o] Yo = A2 A

of.
o
>
"
2 h
30
o
Kl
i
B
rir
3%
iy

89) “The generic formula of Karrer, ‘wherein X, Y, Z, P and R’ represent either hydrogen or alkyl radicals, R a side
chain containing an OH group, encompasses a vast number and perhaps even an infinite number of
compounds since there is no express limit on the size of the alkyl group or the structure and size of R Even
though appellants' claimed compounds are encompassed by this broad generic disclosure, we do not think this
disclosure by itself describes appellants' invention, as defined by them in any of the appealed claims, within the
meaning of 35 US.C. § 102(b).” In re Petering, 49 C.C.P.A. 993, 999-1000; 301 F.2d 676, 681 (C.C.P.A. 1962).
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TR KarrerS3]o= LRHAE o2} vl R7|9f 8714 E4 ofo]add
ZA A0 i3t 7|AE B X, Y, Z, P, R, R'o] gt FA|Z < A5 (specific
preferences) =3+ UER} Qlth KarrerEs] Q] AukAlyl 1414 A5E E3 o
el i8S £35lH BAMe] 71EAH= X, P, R= $£40]1, YO 7= 4 B
HEe 4 ¢lom RS —CH2:0H, —CH2CH(OH)CH20H, —CH2CH20H
—CH2(CHOH)sCH20H, —CH2(CHOH)sCH20H= o] Fo|Z 15 FofjA] A=
545 2 stEae EE9 ¥ 4 9l Aolth 18t KarrerS3of
A BAR o2 9 FFELS Udste] 7| A kA ekgkthal dlEetE KarrerE s
= B B4 7|EAE O 7 sES S24E o2 A4f(at once envisage)d 4
UL Ao|BR, Karrer53]= UHHAM otz 9] A|lstH SFHEw7HA] 7)AIsk
I lekar Hotof gt 90)

R7] 459 o] dAddE viAIstL B Karrer§3d]of A4 o2 7|74H &}
a2 207FA o AR k=t 218y 7hHsd SE Y] 9] A7 % Rt A
< oy, HAA ] A A o= st Zlo] v F a5t} o]l 7t
5%k Rgko] AlghQl A, Yo Z&2 7453t gho] 27X #olgt= A, o 11e] 93
7 EAEA] Ytk A, B3jo] 34l ¥isHA| =tk A SOl 2FE

=g e 69, 7, 9 A9 7= 2+ Karrer§35]9] Z, Y, R7]°f W&
EIE} X1]10?% & Karrer535]9] 20714] 2}ehE & shutoll sfgatct. 13t

Aol Z1AE o] AE Aeo] Hol 1 Ssjaxio] £AFH
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o]} o] COPAL 417 o] A9k 1 7] Rjo]l FAIH el FHg Akl teht 9}

A= =0l A 7S A=A, A yehd A4 dEE F5k

In re Schaumann, 572 F.2d 312 (C.C.P.A. 1978)

REERTY
1. o] A Zuy

SUWY S E4F fsto] e Gele] AN Py B ABE 207X
o WREYE FAIE EI} Qi SsiEHET} T ol
232 DL-1-(3-31o| S8 A|w|d)~2— o Polu] =T 2w ¢lo] et 2
Yt AUFE 22} DL-1-(3-3to| SE A5 Y)~2- o Polu] = L 2]

90) “We think the Karrer patent, as a printed publication, describes to one skilled in this art not only the broad class
but also this much more limited class within that broad class, and we think it is immeaterial that Karrer did not
expressly spell out the limited class as we have done here. It is our opinion that one skilled in this art would, on
reading the Karrer patent, at once envisage each member of this limited class, even though this skilled person
might not at once define in his mind the formal boundaries of the class as we have done here.” In re Petering,
49 C.CP.A 993, 1000; 301 F.2d 676, 681 (C.C.P.A. 1962).

91) “However, we wish to point out that it is not the mere number of compounds in this limited class which is
significant here but, rather, the total circumstances involved, including such factors as the limited number of
variations for R, only two alternatives for Y and Z, no alternatives for the other ring positions, and a large
unchanging parent structural nucleus,” In re Petering, 49 C.C.P.A. 993, 1000; 301 F.2d 676, 681-682 (C.C.P.A.
1962).

92) USPTO, MPEP § 2131.02.
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sfol=z B gnto| e} slo|EzdRetols ol that Alolth, sHarEe] FaA
o oo} et N

G l “2@3
= v HyCH,

2. sy
Aggab o] HildebrandtE3] Q) #|18}k vy oo} 2t}
L. 8t7] 3etAlE 2t B-(vEt-ste| =S Al d)—o]aZ 2 Fovl o] )5}

HO-C_H CH2 -CH-CH

6 4 3

HN.R

HildebrandtE3]= B—(HEl-3lo|EFA|HY)-o|AZ2Holql (class)=
7H/\]°]'J~ 7IM R o4, olE 501 Mg, old, 223, olazry Rd o]
a o]/\o]_ul E_Q] oL;ﬂ g}qﬂ T Gﬂl?z 501 /\].ELE'S}]/\EI 3&— Uﬂ]ﬂ’—
L s g e, dEeistel S e, lstel s e 5o 4
=L drjdoltt, HAA 7o W= B—(HEt-slo| =5 Al H ) o]
2ol Uit o2 B (Ffsto| =R A|H ) —o|az 2 dvdotul ) [ARE
77 ARE =t B-(ggslo| =2 A Y)-o|AZ 2 Aol e Az|Et

g 7HAAL o H =R AR BE 2= Ao ® A A U

CHp-CH-CH3
N\,
9 durAe) xZ3tE = o3t F HildebrandtS8] oA dAZ S Q= A&
B—(#|El-slo| EEAHE) o] AZ 2 hudolyl H2lY|, o]= HEPY] 4% A
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= 5= (lower adjacent homologue)?3)0]7] % st}

[¢)

w
)

Al
o

iih3
R (47

=
i o o

S EAEBY A2 WA 4T BT SHHE] ARAHS A§F 42

A
| A

of gk B Aot

Rig=E:]

o] Ak o] A Aol UL ool skgEo] Fis] A
82 EA4%o] 53y A102%(b) stollA 7HAI= AT & ZARIA| ofFolx}, B<
d2A o 2= ok AN ] A= Qs 1o x3tE= SHeITNE SFeEol
ZIA = ek & 4= QlsA] of Foft,

In re Petering {301 F.2d 676, (C.C.P.A. 1962)} AbdolA &Ly o] At
do] BAHE AL ©heo] Aol ofo|adF AR FEA7F A7 E 2 A
71 = 7] el L ske7id BFehEel 6, T-HuE-9-(B—H i=dlo] EEA o
) —ofol AUEARE A QoL Tt A2 ofyth, Asiiyof yehd ¢
HHA19] 670 74 X[ gh7] o] tigt A4 dEefdS Bk o X, P, R 40|
A, Yo} Z= A B yEd 4 9on, RS —CH20H, —CH2CH(OH)
CH20H, —CH2CH20H —CH2(CHOH)3CH20H, —CH2(CHOH)sCH20H= ©] 9]
A 15 oA A9E Hs e Ao speteo] Addyol 7iAlEof Slck
a2 Zolrt, o] sjEe] mEH FAE IjtE2 6, T-HHE -9 (B— R =5}0]
EZ Ao ) —ofo| adEARR S ZJRE oF 207HA| 2 S AA H o] Ao
= U] A47H9] SRS FRAS AYAY BAS A A gulsH $4
o] 7]kl Al 207HA] aket=of tisl 7 )

o|o} Zro] Petering AR Aol Uehd 4|4 Ao ofste] Ayt
of AA FHAIE AN E R £ e dtEate ST 5 Qlojof 1o
st skl shgheEol L A& AR AlgtAdo] R4 HH A & Zo

d

93) o2l I=2 SHILIEEDE XJ0|7} Ql= ZRE A7t S=X|2} SiC) In re Dillon, 919 F.2d 688, 702, in 6 (Fed. Cir.
1990)(“A homologue is a chemical compound that differs from another compound only by one or more
methylene groups. An “adjacent” homologue differs by precisely one methylene group”).
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1 o] AFdolA= HildebrandtSs] A|1gk ol HAF 2 A o
opvle] thgt A7t =ejut qlek, E3F Petering AHoA = S IE I 519]

=

g sigEo] Ayl 7| d sEE Futtie] A4S 77| = sHAA R,
o] Ao AE Eet AstantE HEPS} HildebrandtE3]o veht 437 3}
oAl mIE ZrolE 4= 9lt} Utolrl HildebrandtE3| 2] A|1g WS A

0 O Ak Ul B o) A AL PO A2
250 SFBUE FehR wolof sk, A4 2 B ES
AT vk} 27 kA ghrhy Mol 7 % Sisk HEPOIT o) njeb o
A ur e Alfgo] RAYECH Kofof 5131, ojoh AES ol & HAL A
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T oo 1o mo
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lo ot
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o
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N
%
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t}

ole} o] Alswe] H7Ye) B WA ZIAE Eall, BAte] 714Xt A
jui

o
ok = 4 9l vk TAlA ATt el 9

o
r =l
o
o
i
e
e
ot
ol
=,
ﬁ
=2
R
b
ofy
©
=
o
"
°
i
il
nx
39,
i

ZEHA R
el 2] gt Eli Lilly $2%0)4 CAFCE:, AgEslo)x Lebxia
S AestE R 3 A7 ATE FholE 4 Qlal 2.3]7 APl sulink 71x] 2]
shetEo] MAE e A, AdE-ME YA R e e S
7t IFEES Asele Aoz et d 58 2AZ AEde] LTl
MAIE O] QQTha & 4= glomE AgfAo] AR o=t a3t}

94) “When we consider also that claim 1 of the Hildebrandt patent, read in conjunction with the signification given the
expression ‘alkyl radical’ in the specification, embraces a very limited number of compounds closely related to
one another in structure, we are led inevitably to the conclusion that the reference provides a description of
those compounds just as surely as if they were identified in the reference by name. Since one of the
compounds thus described is HEP, we agree with the examiner and the majority of the board that appellants'
right to a patent thereon is barred under 35 US.C. § 102(b).” In re Schaumann, 572 F.2d 312, 316-317 (C.CP.A.
1978).

95) Eli Lilly & Co. v. Zenith Goldiine Pnarmaceuticals, Inc., 471 F.3d 1369 (Fed. Cir. 2006).
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Eli Lilly and Co. v. Zenith Goldline Pharmaceuticals, Inc., 471 F.3d 1369 (Fed.
Cir, 2006)

RECR TN

1. o] A7 S

o] Al B3uel 382561 ST B Swwle] 2@ ARGE o
o]t Wk

ok

ol erEe me Maw a, w 2e), Euauil Laa}
t 35 $2IS /M Lillyzt o5 kBl jste] SE3 Sejsh 1wy
O AALI A of| A Ay o g2 o] 8x]Qic)
LA BT BAYNE SAANE ABIAAT, oY S
A BAUE £AUAR DIES HEAIEOR MG, oD S
Ao P IES g IgoR Xlﬂo}‘%}— 24 Zol7h ek,

= '

Flumezapine Ethyl Flumezapine Ethyl Olanzapine

3. %] B9
Zenith Goldline Pharmaceuticals(¢]% IVAX Pharmaceuticals), Dr.
Reddy’s Laboratories, Teva Pharmaceuticals(©]3} ‘Zenith'® £3%))= 2}
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a1, olof LillyZ< Zenith5=
WA o]l o] AE A7ISHATE. Zenithe S8
gol Fa 2 rlojof syl A5t Zenith7l Al FACAR AAIGH A
P22 ol 2] oA A BFgHEof Wt 5469 WAt 5 1191 Ak=etutE
HPARS] A A A7 o] A=A o] 4—w] H2} A d —10H—E] of| 1= [2,3—Db][1, 5]l =
topAla o] gt = (o]s} Ak eHlE =)ol =H], Ao AT AL
HAL Zenith7} Hustal SHA6E =7 (clear and convincing evidence)®]] 2]}
o 9] 3825319 AL, 2, 3, 7, 8, 16% Lgo] S3|% Al102= stofl AAEHS
Zolx) Esoieka Berehelh

oz
R
fu
o
o
2
_;
ik
4
2

(% 27)
WA A oIS EaE ool Bak BES AUARY BAo|nE S5
ol AlFAe] FAEA eheth d Slriofubg R anx

sl @ 2 (clear error) 7|5l wet HESIC}

o
E
e
1o

I
i

8
filo
oH,

U2 A7 4 E A Al E | Petering $HA 2] 7 Adghge o
Al g 91t A RS AR Zlo] oyt FAIA Q] A B E et o] 4
7|EA s A2 5E 207149 FA1A QL shehES A 4 Il Alolkal 5k%l
T, Schaumann #HAf|A e A3drgo] Uehd PAIZQ A5 vigoz 49
ML 2RE HFHOR o] ogta 7]0ll= Al

1=

oAl Sy
Schaumann AFA& A

FArgol] Y 7l S er 7 skeiid A4
5

1 1
Y= AL 4 3le(at once envisage”) SHHE FFAQA 9 stEdES Y
S

AF o2 AAISF AT oA of AR - e

96) Eli Lily & Co. v. Zenith Goldline Pharmaceuticals, Inc., 364 F. Supp. 2d 820 (S.D. Ind. 2005). Petering
Schaumann AFAE2 MALHO| SRUHS ofPHEC =2 Kelot= AP s B Xi32HHE| =22
SIS Zofot= H2IUHES THAIGHK] LUTID SIICE 3200 2 R R, R22| X[27|E 2= Uit stetalz
WA = SIX[BE 0lof CHBEY Schaumann ARZAO|LE Petering AFZAOIAXE Aepido=z Holsia UX
P4CH= AOICH ot 49| 7|=X 7t MAEH0| LIEHt MSE Higo= oMoz ZRAMIZ AN 4~ Q=
A& ofL{2t SiRACE
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sl o] Abdel A AaEle] AAE SRIEE Sk hxe] Yiich AREd
© AT 1 F 4571119 BkBol ek RS SAstAT Aol vhg
G HPE 52 AAFIE St olE0 STAW 719 FAHS AFEA &
Luh ARRAL $a7t ol Bat G 5 PR U4S FFSHe SREEel
et ASE UehiT Qa, whrAs BREE WA e 78 91X Bag
73 iek, SARI o] WAl el TH SIXo] SAUAE e B
A9oE Ayrdel stEe sdehd neld sto|EEAdY SAU4E 2
b ol 4] Aolsh), S AWEHS] AUl TxAe|: R, R, R2 X317}
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Sh= vho] ofSbA| A5 ko] stel Axsopu 3 Aok,

wfebd AR ostel Lebaulo] B|o] Balo] Ho] A AT
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e
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WA AE A Lol ol Theeit, S5 AgiAde] 2718 84 AR 1

[}

Arargol skefriidol FA1A o2 S Eoof Algtdo] FAETha Kyttt )

Pernix Ireland Pain DAC v. Alvogen Malta Operations Ltd., 323 F. Supp. 3d 566
(D. Del, 2018)

(A1) ALl

1. o] A 55

o] AHH E5Y(760538])2 7Hgol 2kl 5 A= (“Treating Pain in

Patients with Hepatic Impairment”)ef tfgt Hhergo|ct 28 3 (extended—

release) dfo|ERFES Z3}elal slo|ERFAE0] GAUSE S|, AZ
o

e o5 APl A AR v AAAIE

A|Zo| A Zohydro ERO|

ghe Al e T E sl o,

2. Ay
Agdtyof gEst= DevaneAte ¢S ohdAEg 24d%E 2A4E
(“Multiparticulate Modified Release Composition”)=, AL F= HEE

o] A X ¢ WEHEE sH= AoWE 4B gt ﬂolﬂ} Devane=-¢
e slo|=RAE HEEHO|ES ALS

©

Al Sol ZIAE S Ui, TR 53]

3k
Wy gl Al 291 Zohydro ERY} F Yt Fo]-85F(dosage formulatlon)% 7N

Akl Q)

3. &Fe

L

29

E5]HARl ¥ilE Pernix Ireland Pain DAC®} Pernix Therapeutics,

.{_4

LLC(®]8} Pernix’® F%)+= Alvogen Malta Operations Ltd. (]38} “Alvogen’)
S AR EFH A271%(e)(2)990] uE A& A42 A7)ttt Zohydro ER

o] FDA ¢l W2 & Alvogen> 11 A2} &Jef&o] Higt ANDA 3)71& 414

steiek.

98) L2 HAYX|ZH R AFZA0|X|2H CAFCE| Wiliam C. Bryson SARRITAIE >HHHOZ X|[HoIXUC
99) 35 US.C. § 271(e)2). “It shall be an act of infringement to submit—A) an application under section 505() of the

Federal Food, Drug, and Cosmetic Act or described in section 505(b)(2) of such Act for a drug claimed in a
patent or the use of which is claimed in a patent,-- .”
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Rig<E:l)

S5dgo] Ao WAHo 2 AIE] rkal st A E o] Q53]
st Ay 7H538H(probable or possible) AE R B ESET WIEA] 4o g
AR & 4= Qlojof qith, vk Addiygo] S5y ol A H4H

o EgkelsL ol weh Jlksiehe 2 Qi) Ssiuvo) dlAR T 2
4 ATH(“If the prior art reference necessarily functions in accordance
with, or includes, the claimed limitations, it anticipates”). ¥2]Z o 2= Al
kol oju] Eetelo] UE UG SIS Fo w2 AEA WA
AL M) 7ol tiste] Al2e Teka Ane ATk shel £

2 g 4 Yok 100

B B T Aol SRl A Fofdtthz #4847t DevaneZHoll A
Aoz FAlE] QA gtk ol thEol glo] WAA 7iA] of 77t A==
H], Devane=¢o= 289 6‘}0]E§_§7_E HEFEF 0| EE AJLEATIO R Eof
Sk FHAdo] AAIE ] Qlar, 1 oFEehA] HPARIE AR o= A Eo] s

o] JIFH 1YY S E= %%% ol S A=tttk AV B 1
o7t $li= ERoNAl AE A|ZEgol| thste] iAo s 2 WA oF2 AIAHE-
T Foltthes A 7H/\]Q°1 % | ¢}, DevaneZdoll= {Hofghx; &
b= A AAIZE UER QR ke u s Addiivo] S5 o] AR E
FA oz EZI 8= 5ol OHEHSH:}J— o = gloh,

Aid el Ayt skeizig g 7k tiv| ek ol B 543 7]
AL o] AR 9IS Hal 1o ZgE= ZF 74U (member) S S22 S

2 A (at once envisage)sh 4= & A=2 I A7go] EAEHI AGHH o
(class)olet & 4= Ql=A] of Ffof what ARQHE Tehsto]of T Wm, Wrigley Jr,
Co. v. Cadbury Adams USA LLC, 683 F.3d 1356, 1361 (Fed. Cir. 2012)

ol

N

lD

100) Pernix Ireland Pain DAC v. Alvogen Malta Operations Ltd., 323 F. Supp. 3d 566, 588 (D. Del. 2018)(“In general,
the discovery of a previously unappreciated property of a prior art composition, or of a scientific explanation for
the prior art’'s functioning, does not render the old composition patentably new to the discoverer”).

101) ‘An alternative method of showing inherent anticipation is to use the genus—species approach. Under that
approach, “the issue of anticipation turns on whether the genus was of such a defined and limited class that
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0z

{Eli Lilly & Co. v. Zenith Goldline Pharm., Inc., 471 F.3d 1369, 1376
(Fed. Cir. 2006) ¢1-g}].100

o 519)hdo] L AN el A= Qlal oA ek skl ARl
3 Fol= Wygo] ‘13| JLA| A 0 & (with sufficient specificity) 1 sF71ES
EAstoiof gttt &, 2L A9l sieshe ol skt oo skeizlid ol o
gk FAA ] AT 7F Yehd AW B I ARIE S AR s E A A
AE QR & 5 JS HER AQAE ] F17t Al ofof dtrHAbbvie Inc.
v. Mathilda & Terence Kennedy Inst, of Rheumatology Tr., 764 F, 3d
1366, 1379 (Fed. Cir, 2014) 51,102 A97ld Asggrgol ofsto] skel7id &
g o] 4lqtAdol FAE=A] ool EAo] R =R offE T 2k o
At 7]&0] A-&=HHSanofi—Synthelabo v, Apotex, Inc., 550 F.3d 1075,
1083—84 (Fed, Cir, 2008)},103)

o] AL E5go] AltAdol FAE T sk Alvogen- DevaneZ¥o] 7
ABHTL Q= AR el st 1A TALS BAre) 714t mE E7tdo
2 gy 5 QS Az 253 228 Hojof dtcHPrometheus Labs., Inc.
v. Roxane Labs., Inc., 805 F.3d 1092 (Fed. Cir. 2015) 5}. Alvogen& H=
upoRA] oF&o] Qlabkul 7Ho| gk}, A1Aof|(renal impairment)EHA}, =378k}
s R FAA didS S5k v FASk, wheba ol eiab=
DevaneZ o2 7|A1E HA SAHA9I70E) & © 22 9] shei7id 2Rkt
sffgetthal skt 12yt Devane-ol|l 7HAIE A97ES HE o] npefy of=
A igolet & 4= Qle s S X A T et ol S

one of ordinary skill in the art could ‘at once envisage' each member of the genus.” Pernix Ireland Pain DAC v.
Alvogen Malta Operations Ltd., 323 F. Supp. 3d 566, 591 (D. Del. 2018),

102) “In order to find that a generic disclosure anticipates a species within a particular genus, the generic reference
must identify the claimed species with “sufficient specificity”; that is, the reference must express “specific
preferences” for one or more particular species or must disclose a genus that is sufficiently small that the
disclosure of the genus effectively describes the species.” Pernix Ireland Pain DAC v. Alvogen Malta Operations
Ltd., 323 F. Supp. 3d 566, 591 (D. Del. 2018),

103) “The standard for finding that a prior art genus anticipates an incorporated species is significantly more
restrictive than the standard for determining whether a prior art genus renders obvious a species that is
incorporated within it.” Pernix Ireland Pain DAC v. Alvogen Malta Operations Ltd., 323 F. Supp. 3d 566, 591 (D.
Del, 2018).
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DevaneZd2 A =4Ql 237} Q= &F2 slo|E2i =3 Folsto] 5=
A moh= AL Zosk= R iz A5 Fote] Be W $RE xgtst
Aota & 4 Qi Ao g o] AFALS Eli Lilly v, Zenith Goldline

Pharmaceuticals®} o] A7 d Q] A717F A =2 dsf| sk7idel thet &y
o] AAESTHL & 4= §gl= AFol st A= et o] e &

tfat of e FHEHE Gas) T 5 oS Holeh, WA AL Salugo] A
st o 2 B g ‘E=Zk)= st A (natural result flowing from)=kal Sk
5 & "vk sFEct, I Devanesd> A5 Be 592 ol g}
o tgt SOl =R RE WEkEajoE Rl Wl H o AT QA ek, 1L
AN SN S8 FAYOR EYST A% o] e, 53]
W ol AsaL Sleka @ 4 gtk

Jejuh 9] WAL 19k e HF EE FEF el Bjel Tt sfol
25 HlehEdo|Eo] Fof'of tiat Aty el Bsta, AuA F4 L /1

w2 o] ARl Ejwyel Se4o] RAHHCKL WeteiR

’ [e] =
CAFCE: Detol A e wao] Hugt 077} glrki Hol P42 7|25

T, 104)
s CAFCE of#f Wm. Wrigley v. Cadbury Adams $HAo] 4] 27]9] g|lAER

FE 0| Sehe e 2 Addsto] xeket SaEgol| disto] AlgtAdol FgH

104) Persion Pharmaceuticals LLC v. Alvogen Malta Operations Ltd., 945 F.3d 1184 (Fed. Cir. 2019). 0|2} Z0| ‘HS
E= 5539 7o £Xtol thet slo|=23E HIEIE0|ELS] F0i & ZHONIt gle SRkol AMEE
LB Oioto] 2HEX| U2 EUEHS 83 E= 5535 ol 2XZo| Fo'st= 720l thehMe
Devane =0 2J5t0] O A=IX| LRUACIT EHOF 0] A1 SEoiHe| A dg ¥sii=d, =58
SlO|=E2F = H[EIEL|0|ES] LR F0I't raEstA sPYARE Devane 01l 2loto] 0740
Ao EX™EIctn TSI The court finds that Devane anticipates administering an oral dosage unit of
extended—release hydrocodone bitartrate, and that Devane inherently anticipates the pharmacokinetic limitations.
However, the court finds that Alvogen has failed to show by clear and convincing evidence that Devane
discloses the limitations that recite treating patients with mild or moderate hepatic impairment or administering a
starting dose to such patients that is not adjusted relative to the starting dose prescribed to patients without
hepatic impairment”).
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thar gt Bf gl

Wm. Wrigley Jr. Co. v. Cadbury Adams USA LLC, 683 F.3d 1356 (Fed. Cir. 2012)

REERIEY
2131 (0]3} “Wrigley) WER} WS—230.2 &2 kA (coolant) S 233t =
o EH—E;‘_} 23353}2 rq —7(0]6} ‘Cadbul”y’)% HEY WS-302 &7l A
e

5

= /\]%Loﬂ E/\] Flge Wr1g1ey7} WS—23/Hl& 1"1‘-%‘7@% SAI5H =T, ©
Cadbury+= A} AlE-E& A 7sFsto] Ws—231 HES
o}, olof Wrigley7} 233530 thgh o] A& A|715F4F Cadbury+ Wrigley
O] A&o] 893538 E Malietttal =4shH WhaE Al7|skict,

QD A o] HERAYA L H U2 Wrigley 2] Aol 89353]|&
=0l Hol Wrigleyo] w8l oFAlvbA ‘ﬂ% ¢1-§-3t3ict. 89355
574 3}shA o] N—2|gh—a2t—tlE ¢ S

aclz, @ uiolsg i o
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@

—fﬁ_lEﬂ°‘ sres oo s gons ws—zglﬂL NED

3o g x WS—23% io}o} E}ﬁ ﬂééiowl&% %P—-‘?;
&%%ﬁﬂoﬂi ol gotA] r=rh= Aol g Cadbury
9] 23355|9] FackamE Ao tiallA= 2335319 A|349-2 Shahidi&
3lo]| oJ5te] AlFFAo], LuoE3|¢}l Parrish=io] 2]sle] XK Alo] HAE o] XL
a2 Fojof dltla ®Qkr),

O

ShahidiSsl= FY4, 2o, 7I= 5ol AMH = AY8E & Fashke =
AEol digh AR, olell 3 4= Q= IEE B5H(essential) A+, A
A (optional/nonessential) A&, A3 = =(preferred) AE 5Oo2 EH5IAL,
o] Z ‘A Ao 2L AMIEL A HEo| sdeict w5t 2k
A F WS—31F WS-232 ‘53] A3E+= ‘JEkxﬂ 3712 & 9740l s},
Shahidi&é]+= o] Blsto] 2ol AM-E 4= Sl= 3Fr|A] 237HR1& Y45

=
7% st WS ek Sl
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o g] o] BHuF| B 910 ShahidiE &7} 233E3] 9] A|343}] RE AR
25 JRAISEAL Qlokal sh, 543e] 71EAE 7122 &2 Shahidi& s Al343 o
e M9 o] S 2he AS = 98 AHAISL lo] Al343S
ShahidiE-3a]o]| oJalo] o A% kil Bty

LuoE3E WS-31 W& 23lato] AFe = &

£} N-% 23] 2 HlE|Ql 7h28 sobu] = 0] 25He A

oo,
oY
=2
)
et
pay
lo
Hu
=

|3k STk,
Parrishi=#2 WS—31F WS-23S #9242 X283 thefst 82 HES
Azt AR 4= AL Aolgkal 7|ASkaL, ‘BARE glo] w2 HEE oy

.
zarct, ol dajiolBE Rl [uoES] 9} Parrishi=
HotS wf Al34do] zhs FUg 2ol MET WS-239] 2ol
ol F4bo) V1EAE o8 % AWuwel xgom folsh 8T Ao

st

2
=
et

Rig=E:Rl)

Shahidi&d]+= WS—-233 HIES T AlFo| AHEdh= AL 7HAIsHTE. H]
& opeFel 282 AAIskL Qlou BRd] 1% shuE HER Ws-239] 2|
z3tElo] Qlar, WEo| A= 7 ARt v & (flavoring agent) % St
2, WS—23° télir= WS—32F &7 7P viggt 3714 A=Al (cooling
agent) & = A7ieta ok, 2F Ty ShahidiEs] 2 Q8| #1340 oA
=] ik Botof it

o] AP T3] Aol AN E-S JHAskL S5 o] 1 sFeIHE S
WA= Abdolel & 4= gitt, Shahidi5 sl FAA SR WS-23& FFA=,
HES FuEE JfAstaL Qo tﬂraw o] Atzlof|A] AlgtAd A AR =
ShahidiEs|ol Uebd §Fet 144849 =7F §4F9] 7]&Ato| Al Shahidi& 3]
£ Hi WS-23%7 W& 23S é*l AT = gle AR oA o
upa] Fhgtatofof ghry 105)

105) Wm. Wrigley Jr. Co. v. Cadbury Adams USA LLC, 683 F.3d 1356, 1361 (Fed. Cir. 2012)(“This is not a case in
which the prior art reference merely discloses a genus and the claim at issue recites a species of that genus.
In such a case, the issue of anticipation turns on whether the genus was of such a defined and limited class
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Wrigley=-2 Impax Laboratories, Inc, v. Aventis Pharmaceuticals Inc.,
545 F.3d 1312 (Fed. Cir. 2008) 21062 185} F440] 7|27 Shuy
of mekal] gletel Mol 279 PAERRE AR 2k Aegolof
3 Zlolebyl FauEe T AW ojste] Aol RAHA ehethy 33

‘l“ o
e 107 T Iman ARE o] Abdahs R E T Impax Ao A= A3
Aol ALS A28 9% dFE FoAgFol Wit /A7 g, dFES 9

AR o7 oZet AL 97 o2 H Ll A wAE7] YshAQE HHA, o] A}
AollA ShahidiEs|s 9 A|343F ALHY o] HELFS JJAatL 9o,
WS—233 HIES FYHol A ARk 23 FAIF 2= JJAISHAL Qi 109

» AEA T D BIA] JEA BB 22 (236W),

ol 271 ool YT Aolo HEEofA AEsto] Aty FAA ez A
A g FAAQ FEaa] 23l =ttt I AERE AR Al o]
AFE 4 b B K5 (EPO)Q 27 2AES YA = A =
Aoz Helrh, ey, 270 2l2ES] A2 thE 4] A4l T12/81 AZ210

that one of ordinary skill in the art could “at once envisage” each member of the genus. Eli Lilly & Co. v. Zenith
Goldline Pharm.,, Inc., 471 F.3d 1369, 1376 (Fed. Cir. 2006). Shahidi specifically discloses WS—23 as a coolant
and menthol as a flavoring agent. The question for purposes of anticipation is therefore whether the number of
categories and components in Shahidi was so large that the combination of WS—23 and menthol would not be
immediately apparent to one of ordinary skill in the art. See Perricone v. Medicis Pharm. Corp., 432 F.3d 1368,
1377 (Fed. Cir, 2005)(distinguishing cases in which a prior art reference discloses a genus from those in which
it discloses a number of species as part of a list)”).

106) E11AM 66H &=,

107) Wm. Wrigley Jr. Co. v. Cadbury Adams USA LLC, 683 F.3d 1356, 1361 (Fed. Cir. 2012)(“Wrigley argues that
Impax Laboratories, Inc. v. Aventis Pharmaceuticals Inc., 545 F.3d 1312 (Fed. Cir. 2008), stands for the
proposition that a prior art reference is not anticipatory if one of ordinary skill in the art would be required to pick
items from two lists of components in order to assemble the invention”).

108) Wm. Wrigley Jr. Co. v. Cadbury Adams USA LLC, 683 F.3d 1356, 1362 (Fed. Cir. 2012)(“Unlike the prior art
reference at issue in Impax, where there was no disclosed dosage information for using riluzole to treat ALS,
Shahidi discloses component amounts within the ranges claimed in claim 34. Even more importantly, Shahidi
specifically discloses the use of both WS—23 and menthol in chewing gum, whereas the only mention of riluzole
in the prior art reference in Impax was to disclaim it from the disclosed invention”).

109) B A 83H AfX,

110) EPO Board of Appeal, 1982, 9. 2. T12/81 A4, B11M 85H &=

[

64



Patent Court of Korea
International IP Law Research Center

o rlo
oo
B
o\
o
i)
oZ
Rl
=
)
Y
1o
i)
ik
o
i)
BN
@
)
n
<
©
i)
ko
ol
ol
]
i)
By
2
1B
ol
ok
rr
=
e
ot

(= T4
rO

L%

Aeiabmo] gloj A= 9hal 4713 Wands @42{(1) a3 A% o] oF (2) A X o]

U A AAFREo] o= = EASFAEAL, (3) AACS] &5, (4) T 44, (5) A

F71e0] #=, (6) Y 7IeAY 7eeE, (1) WY

T wslel 218 Agsiol BAY /&AL s wEe Axs] Sistel Thegt

AHE AR ok 51 orchyl Ao = o] A o] FEE gtk Bl
el 2 Impax Laboratories AFAo A= HEZ(riluzole) S

A &of gt E3517F Addrgof ofsto] A= A=A17F ARl ==, CAFC=
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Impax Laboratories, Inc. v. Aventis Pharmaceuticals, Inc.
333 F. Supp. 2d 265 (D. Del. 2004); 468 F.3d 1366 (Fed. Cir. 2006); 496 F.
Supp. 2d 428 (D. Del. 2007); 545 F.3d 1312 (Fed. Cir. 2008)

[AH 9] el
1. o] AR B3|y

o] A S]] 81453519 AF AP HRE ofstz o2 347
e 1 A9 FEFS ALS RS AR e Rl Folshs dAE 2
3ot 2820 ALS A E2HHS Heta ok, Y2 ZE(riluzole)S 6—E 3
20 2| EA-2-H ZEolEeeS 712]7It), Aventis Pharmaceuticals(®]
‘Aventis’) = 1993d W 19944 Y FE3} 771K] thE 9HES julste] 77

N
A
rlr

-

ﬂli
ru:lmm

Jt _OL e Rl

HALS) A= a3E AARIE A8S otded, 24 A nF 230 ALS
2| g2of a7E el SHEL gtk At =25t
2. Alsydty

94053 ZgA 6245 Hof| AT SAYS FASk=1], 624?%94 7134
8- 940539t FARBIE BRES BB [0 &3t ShaE 2o RN YA
Moz wAshA ektrhs FolAl Ztolzt ick. 94055 B3t it 3t
FEol T} YRBL TIPS Yok YA & 2
sfsty 1o 238 5 YOk 94053H9] WAM 14E Bt Al
A gomz HFslel TaksA| epsrha SR Rolct,
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ol Higk %01%%8 Aol AEAo] = o2 AE 240l ST,
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agent)2 A 77153t &5 A1 A3 (motor neuron disease)0|1l HEEHLS 3
GFo SEAAAE 2 Bol| G843 FEEHAY Z3A (glutamate antagonist)
o] yeht vk B, HEELS FIFHAA A (antiglutamate agent) 2 &
HA Qlenw FFEHAAA | ALSA & a7t S ol $4Y 7leAs
HEE5S ALSA & ARET 5717} Qdthal websqlnt, o] % Aventiss= A3
o] g A} 5 1910] A&7 8145519 AU TAl SAY VsAs HRER
ALSE A=k Aol tisto] Fejdor 4o 7] o4 UGS Aolet= A
S U R 5515 59 = Qith

Impax Laboratories(¢]3} ‘Impax’)+= FDAo| HEZ2] Ay g ojerE Tuj=
A2t ANDAAIE S shlaL, debglof A H o] ANDAMIFHOR 814535
Aal|aln] bt vl nAa S Fatglet, E3F 814E58= Ayl 940

;
i

E319} TPA2Uel 624290 5to] AR YO BE Aol BB 5
ek, Watglol gAY AL Impaxrt 8IS 0] Aty El Ay £ 5

3
T} e BRARIE YT EHaHA R Wk,
Rig=E:Rl]
1. 2004 Dkl ALAHHY T4 333 F. Supp. 2d 265 (D. Del. 2004)
(1) 94053

94053]= 1 Wy o] AoA HREES ALt 3Fel4] 12 AlgfFekar, bk
o] Ak g e} JFE AR AL 7]AS

TFOHA] e 7H )AL 2 =S

oﬂ ol the e RSO RN A HFEEE I5H 19
= AYS UEhd Aol ey 35k o &b dEl] 5
o] 7127t o] =R 9405519 7| AAM o R E 73%% T e AlFARE
U A& F7FsHA] gkl dRE0] ALS A= Fashs A = gldle A
ot} Yoyt dFEL (1) ‘53] &4 (especially advantageouS> 3ieh=
2 UEERE Z5Ha (2) 940538] 04 foulstAl ot =40l ot (3)
940E35|9 7)Ao wEH ‘FEEAYE A4 FetE(glutamate inhibiting
compounds)’ @] ALS *]& F I} (effectiveness of treating ALS)] thsfji]= AF
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ek 2ty

—~~

substantial uncertainty)o] &gttt 12 thd EAFO] 7]EA=
S| 2HE dFE9] 97X (effectiveness)

o] Al B3 ol Askx) gkt

filo

[*]

>
st
+
0
32
filo
)
L
[0
!

62492 11 W8l 940532t gt Atol7) glal, AdeziE HF
o

S A9 Tl S A”S AXsAY rad Aolgkal A4 vt 27
£ Al @ttt ek 6245 JA| o] AR SRS o dsA] et

2. CAFC A|1x} $H2 468 F.3d 1366 (Fed. Cir. 2006)
(1) 94053

S AL022 SH] Al ek A AEge] AARY F5 off W

o
A2z sk AA R eyt geb 84 (utility)o] 8FHA =t
{Rasmusson v, SmithKline Beecham Corp., 413 F.3d 1318, 1325—26 (Fed.
Cir. 2005)(A3dgo] WAA 7|2 AdC Ao AAZEsA 21 S$E3514

Foto] gt

o5 elgroms gauel Aol RgEA oheth

el
a1 B BPAIQ] Aol ¢t 3k Ak} 112) Rasmusson AR A] BPAI= A1
Py o] FinasterideZt AHAY x| 2ol F-a3HS YERRA] kol AAQ S &
Z51A] Fictal Tl oo CAFC= BPAIS] dheho] AlgfA] Tk $j8) 4-&

)

The Court has reviewed the '624 application and concludes that there are no material differences from the ‘940
patent that would persuade the Court to reach a finding contrary to the one reached with respect to the '940
patent. Accordingly, for the reasons set forth above—ie. the lack of detall in guiding one of skill in the art to
select riluzole from the large number of compounds in formula | and the speculation that a compound in formula
| can be effective in treating ALS—the Court concludes that the '624 application does not anticipate the '814
patent. Impax v. Aventis 333 F. Supp. 2d 265, 272 (D. Del. 2004).

112) The enablement requirement for prior art to anticipate under section 102 does not require utiity, unlike the

enablement requirement for patents under section 112. Rasmusson v. SmithKline Beecham Corp., 413 F.3d 1318,
1325—26 (Fed. Cir. 2005)(“[A] prior art reference need not demonstrate utility in order to serve as an anticipating
reference under section 102."). “[A] section 102 prior art reference does not have to be “effective” to be
enabling and thus anticipating. Under Rasmusson, the effectiveness of the prior art is not relevant. Rather, the
proper issue is whether the 940 patent is enabling in the sense that it describes the claimed invention
sufficiently to enable a person of ordinary skill in the art to carry out the invention. As seen above, however, the
district court focused only on the former question.” Impax Laboratories, Inc. v. Aventis Pharmaceuticals, Inc., 468
F.3d 1366, 1381—1383 (Fed. Cir. 2006).
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Argell A=l e s ddsts AoR F4shs eol dAad
= THOA| Gh=thd o= <1 g o] Aol FAEHA = 4= §lvt A
Nads 55 }L 7HA1€P o2 T4 et 1 EEE 85 (put in
ol gtk & S 7Rt
AzstAY ST = s =R S
= = sk Zlolot, =gt Ay 870 et
= gacgh A o, ARl AAARge] o ke EAEH3
A, AAlee] 5, W) A4, Advle e, S TleRte Tiees,
5 o & 55 o] et

oheba] Tofli= <= ZHol Al =3 7He] ShghEol 2ok L, 94055 ofHele &
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U QA gtk 940557 ARES AFSE A2 Ao A= Wg o] ¥ oA
HjAs7] YA ol AY o shEte] S gt S48 (raw or starting) 2 4]

118) “While section 112 “provides that the specification must enable one skiled in the art to “use” the invention,” -
‘section 102 makes no such requirement as to an anticipatory disclosure, -+, Significantly, we have stated that
‘anticipation does not require actual performance of suggestions in a disclosure. Rather, anticipation only
requires that those suggestions be enabled to one of skill in the art.” Impax Laboratories, Inc. v. Aventis
Pharmaceuticals, Inc., 468 F.3d 1366, 1382 (Fed. Cir, 2006).
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A &2k Od B7] HleiAe =gt Aol

FARETL 7IA A glenR ¥ %@%01 54|
el vz—%o}b} E UU MM HREEo] FAH L= A E Tt
SA7E 9 FAREE e R dRES ESEEH 2 Aot g # glal, =
AE A = - HEH ol 940557t Ao EE sheteR E4d o
of dFEe] ZEo = A OM . AFEE ALSE A 83}
o}, 2grhd 94053 $Ei 4 AAlo] =esteH gt A7
of, dA|87do] SHE ekl glal, webA 94053 81459
WO HR o]2 Qlsto] 4414 01 ?@HXI e
4. CAFC A2z} 4 545 F.3d 1312 (Fed. Cir. 2008)

%%HXP} Sojrgo] APEs]o| SJote] A=A sk F7
AEs7t dAlads S5t 40 EAdY. el AdE

TS AAVsHA B

= = =
3 Zyso RN o] 2L BT S glck,

5lA] koo HET Q= Z7(persuasive evidence)=
[e)

OHH 0914

114) “... Although the ‘940 patent specifically names riluzole, it does so to exclude it from the claimed invention or to
identity it as a “raw” or starting material for the synthesis of other compounds. In these circumstances, the Court
is not persuaded that the mere mention of riluzole is sufficient to put one skilled in the art in the possession of
the claimed invention as is required to support a conclusion of enablement. ... As the Court has recognized, the
invention specifically excludes riluzole, and therefore, the Court cannot conclude that the dosage information
which pertains to the compounds of the invention, would be helpful in placing one skilled in the art in
possession of the claimed invention. Moreover, the dosage guidelines are broad and not specific to any of the
hundreds of formula | compounds of the claimed invention or to any of the listed diseases. As the above
passage indicates, the compounds of the claimed invention are associated with the treatment of at least 8
different diseases, and there is nothing in the ‘940 patent which would lead one to recognize that any specific
compound, let alone riluzole, would be used to treat any specific disease, let alone ALS. 1 The '940 patent also
identifies four preferred compounds, but riluzole is not one of them, and there are no working examples in the
patent for the treatment of ALS with riluzole, Because the link between riluzole and the treatment of ALS is
speculative and undue experimentation would be required to establish such a link, the Court cannot conclude
that the 940 patent is enabled. Having concluded that the 940 patent is not enabled, the Court further
concludes that it cannot anticipate the ‘814 patent.” Impax Laboratories v. Aventis Pharmaceuticals, 496 F. Supp.
2d 428, 432—433 (D. Del. 2007).
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Wands 87 483k AFAel Be Aol ule] Aol
Wg 9 R HARA gt 9405519] B8Aol TAH AA7h Lhe}
A gk, A7k 71 vk Qe ole] ulke] 3 w} 9405E B of
YFES ALS ARAR 331 1 Fol setulgelrtA] wTs

AL WESH ZRASS FYHAT, et AA8H $5] F5o] B9
©BE 94053IE QIste] AlFAe] RAEA] Tk Aekgol A E A
ol 9] gict,

TR FR| 2 CAFCE A2 o] ZAAIR] S 29 =0d 9] SHibaaddo] igh o}
Sanofi—Synthelabo v, Apotex oA % Agdrgol epau|A|gto] e} glof
71 gstol g A o digh e =dsty] faliAe BEsh Aol astar, what
A Aol AXedE S50 Lohglong SR =T Sk

Hg o] A Sy e Aol RARA etk stgint,

Sanofi-Synthelabo v. Apotex, Inc., 550 F.3d 1075 (Fed. Cir. 2008)
(A 2] 7)1 |
1. o] Ak &3y

A11(0]3} ‘Sanofi)9] 26555 Sepul sk HATHO R e Sy
o
=

=03 SHAbeAG] gigh Aot o] dATNSHE Y= AZE 7L A%
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Aol AR-Erh, A3 T2 ofiet o] ZIAE o] ATt
3. B ol dEAet AAE| Eed wE duk-5(4,5,6,7-HEZSIo|ER
(B.2—c)EolkT] T g)2-F 22 d) oA H | EL A4 o] dEA <]
FAa9.
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T e A ofyth, Wb Wands 845 2-85to] =gt Ay e85 ddst
of Hots f, A ol dAA o el Wil tisliAle ofF A= ZIAskaL
WA homm of WS AMESHAL ofH WS Rstoof o] JAAIE Held
5 A dot7] fleliAl= Tt Ado] Fasitt o Aot U gtk A
g AA S FFHA] Holleng T Aol ofste] S5y o Al
THdo]l FAEGAL & 5 Itk A8 el gk L4 Ede 83t

2 Eagof diste] f2ubet= g 2009, 10, 15, Aal 20089736,
T43(H3) HwAA A 1o SAnlA] FAtdT SR =] JRAEe 9]
oug B0l 7|&xetd &2 7|ER| Aol 7|25he] o2 glo] Add 1
2HE S22 =0 JAA E2E GA QAT 4= Slo] L Aol RAE A,
z L

o] AR wgo] EhMmA| = RE A1 FErol dEAIE Eelohe el e
[e]
©

go] opd o4 AT 1of] ehMnA=RE A FetoldAAE Eelste W
H WA E27s7dol AAIE] A kil shef Ay 10] of AR AR T

o A4 B 2A7 F 4 g AL ohekn mAlskdrk: Hel A g
s SRawE ksl dalAt AFAS B4R ghovt 1 mvks o

AlalAol Histo] 2 H= o8k o m Ao FAAG Afolgtal & 4 glo] A

)

115) Sanofi-Synthelabo v. Apotex, Inc., 550 F.3d 1075 (Fed. Cir. 2008)(“The '596 patent reference states only that ‘if
desired, its enantiomers are separated,” and similarly for the Canadian counterpart. The district court found that
these references contain no description of how to separate the enantiomers of PCR 4099, and that
‘dliscovering which method and what combination of variables is required is sufficiently arduous and uncertain
as to require undue experimentation, even by one skilled in the relevant art.””).
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71 Qo= A ol dAA o thigt Irgof thskel 1 2hAln| Ao thigt e
AR A B RS v o= Aol Atk 7HY Ortho—MeNeil Pharm.,
Inc. v. Mylan Labs, ARAUSo| A= Aaihge] eba|u]A| 7} 7)Ao} glekal shof
AL OVEAREEZAMD7E s o] Al do]l R E= 22 oy ekl 5131
a1, Forest Laboratories v, Ivax Pharmaceuticals AFAO A= A|EZE32T9] 7
24} o] AA 0l S—AERE I o] A E ] Qx| ekon, AA|Eo] qlria stuat
5 A 2718 FEekx) ko] AfAo] RAE A =T st3ich,

O]

Forest Laboratories, Inc. v. lvax Pharmaceuticals, Inc., 438 F. Supp. 2d 479
(D. Del. 2006)

RECE Y
1. o] Ak S5y
o] AkA 5; oy 71255 ofstH o r §-83t (4)-1-(B-HuWHoln|le 2
I)-1-4'-EF 229 d)-1 3-tsto| R0l a2 FH-—5-7tHUEA R 1 F
=4 Ab —,—7]-°§ (Pharmaceutically Useful (+)—1—(3—dimethylaminoproply)—
1—(4'—fluorophenyl)—1,3—dihydroisobenzofuran—5—carbonitrile And Non—
Toxic Acid Additional Salts Thereof) 22, AHA AREY A& JAA
(Selectlve Serotonin Reuptake Inhibitor, SSRI)wol] &3} 35 A=A
H LEXAPRO)Z ARAAO R £43 S—A|FZZZH{(S)—citalopram} F+=
(H)—Algzzggo] 24 A {"The 712 patent covers substantially pure
(+)—citalopram, --- in the oxalate salt form”}o] thgt A o]},

g ofdfol ol AL glof, WIEL ole] ofsto]
A girka A

o 5-HT [MZEY] §40) Zed AAmaE 20 ehiulA] of
Zolct Agzmate] b A4 o] 4 AA ) Fatel thaA ATE v} glout

116) Ortho—McNeil Pharm.,, Inc. v. Mylan Labs., Inc., 267 F. Supp. 2d 533, 533 (N.D. W. \va. 2003).
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zdof wh2d (R)—-oldZA7F (S)—olddA e} 5—HT I AAAI=A 4
O oSHn, uEhA @ Hde ol2ek o] FAAAE dtsto]

olck. ")

pLasd

]
L Al ojste] Ssjage] mE LA 7k AAE A o)
He

WABEAL Qe Aol i

=
ek 3h7] 18 g e Rl g ALl
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4
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Nt HIE

OF > M 1T X e o

117) “[Clitelopram -+ is a racemic drug with potent inhibitory effect on 5—HT [serotonin] uptake. Although effects of

the individual enantiomers of citalopram have never been studied, the model predicts that the (R)—enantiomer is
far more potent that the (S)—enantiomer as a 5—HT uptake inhibitor. Thus, the present model can be tested by
determining whether these predications are correct.” Forest Laboratories, Inc. v. vax Pharmaceuticals, Inc., 438
F. Supp. 2d 479, 485 (D. Del. 2006)(citing Donald F. Smith, The Stereoselectivity of Serotonin Uptake in Brain
Tissue and Blood Platelets: The Topography of the Serotonin Uptake Area, Neuroscience and Behavioral
Reviews, \Vol. 10, pp. 37-46 (1936)).

118) {*To contain each and every element of the claimed invention, a prior art printed publication need not recite the

elements of the patent claim in language identical to the language used in the claim, so long as the reference
teaches the entirety of the invention, Structural Rubber Prods. Co. v. Park Rubber Co., 749 F.2d 707, 716 (Fed.
Cir. 1984). “Anticipation of inventions set forth in product claims cannot be predicated on mere conjecture
respecting the characteristics of products that might result from the practice or processes disclosed in
references.” W.L. Gore & Assoc., Inc. v. Garlock, Inc., 721 F.2d 1540, 1554 (Fed. Cir, 1983); see also Mentor H/S,
Inc. v. Med. Device Alliance, Inc., 244 F.3d 1365, 1376 (Fed. Cir. 2001) (“The mere fact that a certain thing may
result from a given set of circumstances is not sufficient [to establish anticipation.]”). In addition, references that
have the same general features as the invention do not anticipate the invention, and one skiled in the art
cannot supply missing elements through his or her knowledge. Stated another way, “[tlhere must be no
difference between the claimed invention and the reference disclosure, as viewed by a person of ordinary skill
in the field of the invention.” Scripps Clinic & Research Found. v. Genentech, Inc., 927 F.2d 1565, 1576 (Fed. Cir.
1991).} Forest Laboratories, Inc. v. lvax Pharmaceuticals, Inc., 438 F. Supp. 2d 479, 485 (D. Del. 2006).
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o] AbA A13} WhHo] HrthAlo & Fhe Al- A 08 Assd)t (4)—AjE Rzl
2 o] &F9 B4 90% ol dEA wFHE (+)-AlEEZH(+)—citalopram
with a 90% enantiomeric enrichment (“e.e.”)] Ei= (—)-A|E2ZH-E 5% ©]
st g5te] Holm 95%9] TS Z (+)-AlgRIZY S oujalis ZoF
s o BAb 2t eHEol glet,

Y52 Aol ARl Alg= 3‘3@4 Z} R/S oldAA =S| &
sl AL Qlome A7) oo w2 AW O pxFt (H)-AgRITHS
S ek S, WS A AR A 5
o] 1 7NEZ Q] AR O]*éé‘xﬂﬂ B2 o2 o HEgttils & o gintal

O]

N

awid, snge 9 F4L etulAle ANE 2AR sHe Aol ohel, A1a
wlo] AgRmge] ARa A4 ol AR YAH R A He] gk F
Aol AT Rolch, et M) 2 ol A ARl that AwA Aol Qi
AL Apdolet shEekE, D@tk AUHOR $4F (- ARy o] A
wo} QIeka & 4 givh. AMEHelE thyt (R)-AFRLF ] Bfaty Tt
AN s} gle Wolx, (§)-ANTRIY % (+)-APREY sotx] TrL )
Aol 9IA) ek, E3k 1 ol HhIAE obEAE AASL 9A ok g
chel ARG Solume mE PR AN He] ek & 4 gick

9. Aauo] SeMWe o AT JER AN aAL FE6ULA] o

M AR (- AgRmo] HAHo] et shEjetE AREHS A4
QRS 284 ol AARAe EEsled B4l 714A7) Thed A
& ANA B e W A 5 Qlojof shid], HEd AW ars
Wands 7152l ek () AT ABe) &, ) ARSI Ao o B &
ABHALA, (3) AAe] ZR (4) el Ag A, (5) A7)0 2. (6) B4
o) o] A1z (1) o) |2 s A%, () AT Wele] HL n
hekgtc 19)

AN 2 FE57] 99 BAE wo] AR A|zE ofohyt shis A& of
o, e EAEA AAE HHE QL Bape] 7|&A7h Al Aujsiart

119) In re Wands, 858 F.2d 731, 737 (Fed. Cir. 1988).
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< A= AANLAS S5 vk e A7 "ot o= g o] Al
d FASATE Hle AgEdo] AAeAE S5 S5 S8l the AdE
AS AR AREE = QU EE U2 AP AR AlqtA] A o A
AR st iy 7t ol & i F7] faiA = 8l8=A] =t 1200 T3t A3y
53819 A AAeAE S5t 0] e AE Aoy, olH3t 70|
A3 FIE7HA] E3EE Ae ofYtHe Amgen Inc. v, Hoechst Marion

Roussel, Inc., 314 F.3d 1313, 1355 & n.22 (Fed. Cir. 2003)°|4 183t 7}
AL A7) S TH--“might also apply to prior art in printed

publications as well ")},

ARERdl AlgRzEe e 72 oA R =l Ao e

_]

[e]
B (1)~ AP RIPE YAsHs o] HAH R TR X ghee o WAt
A 2 AEAHE mE Folg vlolth AAETC] A2 SmiththiHs =i A4

2 of o

YA AR IZ O] At o) gl o] el dhsf & 2Rl % | olell 4

oh AR YA & ERck SAskITh 1Yot AT AdAHoR H4
(H) ARz =Zof tfaf o}ftd A= AAISHA] Fof= A Oll’ uhehAd
PEAW O R = AXN R AS FFHFHA] Stk Zlo] 2 e ol
F FAAES B9 7eALY] Veas APAIES 1988, 6. 14.2 5283
L TaE2 1988, 6. 14, FA| Y 71exF et AEE ARA] kil 4
O R £33 (H) AR A& 5 = o] (1) 7holE 15 A
AzutE 723 (High Performance Liquid Chromatography, HPLC), (2) ¢
olAH|Y 2 MA o dAl(diastereomeric salt formation), (3) TlolAH|E L™
F-9-A3%} 3}3HE(diastereomeric formation of covalent compounds)2] Zo]®=
Al A7 ZASAT T 2, e ofS e AgsteetE HEs A
o] Iastee AYS TYsP R, Pof E3|7} obd A FAEAANA

m

120) “An invention disclosed in a publication need not have been actually made to be considered enabled;

however, ‘failures by those skiled in the art (having possession of the information disclosed by the publication)
are strong evidence that the disclosure of the publication was nonenabling.” In re Donohue, 766 F.2d 531, 533
(Fed. Cir. 1985). Further, additional prior art references may be used to show that an anticipatory reference is
enabled, so long as those references are not used to meet any missing claim elements. Bristol-Myers Squibb
Co. v. Ben Venue Labs, Inc., 246 F.3d 1368, 1379 (Fed. Cir, 2001)." Forest Laboratories, Inc. v. lvax
Pharmaceuticals, Inc., 438 F. Supp. 2d 479, 486487 (D. Del. 2006).
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3
2 A3 ZrobE 4= §laL, kol HPLC AA|7F GA] A& o2 AfFaL
HE 7]ER FEHI AT o= T o|Ek slo|E HPLCE 53t
5 A&t o 1 s AR o= B
T g 5 ok E3 EsEr o] Wl
Bogesodtib= 7ho|& ARS o] 83t tlolAH H oA do] A4S ol AlERE
2 5 (resolve)HaLA} A 51 S

o|o} Zro] HEaof ot X o] BAY, ehle] Aufj, 7k il 9d

=
o AUHOE 24T (H-NYRIFL AT 5 QoIS Zlolnz MY
1

F534) RAAL, TP olo] 23te] of Al el o

> e e L BOA] R R R (237H).

o]Z o] AP 241501 F.3d 1263 (Fed. Cir, 2007)}ollA= dabg)o A==
o] ks gkt o] JAA W] AltdS et §f o T F
UCB v. Accord Healthcare 2120 5-& F3l o]ddA ol gt g2 Ay
of L etAWA|I7F THA = Stk ARAREO R Al o] B EA] fh=tar sde)

L 7o) A% HE AL AT 4 et

z
oF i

FELY DA 5518 2UY s BPOS Foto] HUYRE SUSHE H
b AR 2% SR Salrl 2ol B BES e AL ofurk T2

N OlYERZE OF 2tMDIA| Of0|=0tAE REXE MZSIUCIL HAEO] A "2f ZR0OiCH JiE
Ol ZA7E OfH 7154 Of0|keOtAE 2IMIOIXIS MIZSIACH 0 =0f U= BHE, OlgEAIL 22lE
1= [

OIENIE of 28t Z0[2F & 4~ T 510 AF40] SHEIX| 4=Ctan TERE Afd)).
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Aol AAF A ARAA o et E5EX}= EPOLE EPO e Ao (Boards of
Appeal)& 55t0] o]FOABRE ol H' YIS GEE 4= itk EPO 4vhd
o] gk g Ao AT BES wA AT AA| R ot HAH L FF 19t
AR AP 7HA] dFo] T A Y G v 122) 2= YA = EPO 4

o] YAeE v gk et

FHES A= A wyol A4 248 FHESEF(European Patent

A5420l| 7t7g = o] Sl

=

Convention, ©|3} ‘EPC’)

EPC RI54% AlfAd123)

(1) A3Y7]<(state of the art)®] UFES FoHA] Y= WP Alfet Aoz
et

(2) A7 e T FHSsIEUY 9 Aol AW ®
2 718t thE o oA o] 875 | RE

<k

22) MEthetul 7IEIHNIE, "Salg el Hatet 0l Mol gteh o7, HREAN HAEETIN (2018, 4. 17), 63,
3) EPC Article 54. Novelty

(1) An invention shall be considered to be new if it does not form part of the state of the art.

(2) The state of the art shall be held to comprise everything made available to the public by means of a written
or oral description, by use, or in any other way, before the date of filing of the European patent application.

(8) Additionally, the content of European patent applications as filed, the dates of filing of which are prior to the
date referred to in paragraph 2 and which were published on or after that date, shall be considered as
comprised in the state of the art,

(4) Paragraphs 2 and 3 shall not exclude the patentability of any substance or composition, comprised in the
state of the art, for use in a method referred to in Article 53(c), provided that its use for any such method is
not comprised in the state of the art,

(5) Paragraphs 2 and 3 shall also not exclude the patentability of any substance or composition referred to in
paragraph 4 for any specific use in a method referred to in Article 53(c), provided that such use is not
comprised in the state of the art,
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(3) Uobrk §1 A0 ZAURTE B4 ZUHT 2L FE 1 o)) T
B §UESEU 7AE g 1 ZUA] A B2 H1Ee A

5l Ao g ®Hr}

4) 9 A@QF A AR)F2, Ad53x(c)o] A& W] 54 == AME=
Add71eol Sote Sdolv 24E0 §=f ddste] 12 &7t A9
71z ZEA| ofyshe o I oy 244=9] 5954d& HiAlsHAl ofY
Sl

(5) T3, A A@)F D AB)F Ab53=R ()l 18H Wi 540 §=2 A
SH= AW Sdolv A=Y Belste] 127t 87t Ad7|sod =
=R obysh= o 22t ol 2= 534S vilAISHA| o3It

5t EPO A1A}7]4(Guidelines for Examination in the European Patent
Office) /9_ oA BAA ez 7|9 ARgelet stefek: 11 wRlof 7R E
W&oz Ihgih 20 Yolrh AeEdesrie A3d4ola YojA] o2 (directly
and unambiguously) E&& 4= Q= AFtolatd Aol A= L, o7]ofl= &
4o 71sA7E 2L 3] HAA ZIAE FEl olslE o~ Sl ¥FAIA (implicit) -3
7HA] ZRHETRAL SRl Qlek 129
T3 7R Ad7eS A8 il EdF oz g T
1 A7) el g o] A= JiAIE Aojetal Hotof §F
gl yehd Z1sAreke] aytel dis) g4 ool =4

.ﬁ
of,
2
HT
gt
gl"
X
(i
o
B

124) EPO, Guidelines for Examination in the EPO, Part G, Chapter VI—1 (2017, 11.)("---any matter explicitly disclaimed
(with the exception of disclaimers which exclude unworkable embodiments) and prior art acknolwedged in a
document, in so far as explicitly described therein, are to be regarded as incorporated in the document”).

125) EPO, Guidelines for Examination in the EPO, Part G, Chapter VI-2 (2017, 11.).

A document takes away the novelty of any claimed subject—matter derivable directly and unambiguously from
that document including any features implicit to a person skilled in the art in what is expressly mentioned in the
document, e.g. a disclosure of the use of rubber in circumstances where clearly its elastic properties are used
even if this is not explicitly stated takes away the novelty of the use of an elastic material. The limitation to
subject—matter “derivable directly and unambiguously” from the document is important. Thus, when considering
novelty, it is not correct to interpret the teaching of a document as embracing well-known equivalents which are
not disclosed in the documents; this is a matter of obviousness.
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_L4

RAIAR 2849 = = A3t 710} 120 ok Ads)7|so] 7HAIgH W&o
FA 9] #+5E(well-known equivalents)7[A|+= EZGHE| ] =g, o= XHA
aHE 4= Qltk 120 EPO+= o]¢t 22 UAIA JHAIE < J’E"V] eiA =
|2 o)A o i(dnrectly and unambiguously) =3 7}%% S Q3s)

1
3 glonk, WIS 9L olXE B EBA kil ATA A A A Q)
1

>

o?:i

7= 4

o
MA] 7152 w]=ko] ‘YA A 7HA](inherent disclosure)’ 7]& &

A pFoH g QrAlH
o} Akt EA ) 128

Uo7l §8 A A7le] AR AAedE S5 As ekl Qo
o) 71 o] FFolA ©]-87Hs58HA Eol(made available to the public)
AdY71eS HAsH =dohar shejd Addgr]ee] 37hE dolv 1 29Y ®=
SAUE 7|20 R o]F T FAY TIeATt 71EAl S ekl 1 VAt
AR = & AER 55 71 = o] Slofof gt} 129) 3lghEo] iAol 3fe)
Alo] AgEdol 7|A= o] qtk= ATt 2= Y sHEe] A HATL T 4
9L, RI=A] T2 5t gl e AR 9 Hald 4= & F=atof gt

126) EPO, Guidelines for Examination in the EPO, Part G, Chapter V-6 (2017, 11.).

In the case of a prior—art document, the lack of novelty may be apparent from what is explicily stated in the
document itself. Alternatively, it may be implicit in the sense that, in carrying out the teaching of the prior—art
document, the skilled person would inevitably arrive at a result faling within the terms of the claim. An objection
of lack of novelty of this kind is raised by the examiner only where there can be no reasonable doubt as to the
practical effect of the prior teaching (for a second non—medical use, however, see G-VI, 7).

127) EPO, Guidelines for Examination in the EPO, Part G, Chapter VI-2 (2017. 11.).

128) Alexander Harguth & Steven Carlson, “Patents in Germany and Europe: Procurement, Enforcement, and
Defense — an International Handbook”, Wolters Kluwer Law & Business (2011), 66 (‘Under EPO rules, the skilled
person shall only read the text and look at the drawings, but is not allowed to read ‘between the lines.” A
so—called ‘implicit disclosure” of a feature, i.e., a feature which is not explicitly disclosed, is only accepted if it is
directly and unambiguously derivable from the document. But this is rarely the case. The EPO standards on
implicit disclosure are thus stricter than the U.S. standards on ‘inherent disclosure.’); EPO AIA |2 2hA|IA
JHAZL QI8 El= OAIZ "T1R2f ARZ0l| thet Yol 1R 9| BHMS 0|&tti= 210 HAM = J(XH= 0] K]
SICiat FUiSICHH Ol EHNEZRE 0180t YO Aty BEIH7F & 4 ot ofICHEPO, Cuidelines
for Examination in the EPO, Part G, Chapter VI-2 (2017. 11.)}.

129) EPO, Guidelines for Examination in the EPO, G—V—2.
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EPO= A3dgol A97igs0o] 714=of & ul 1 sheilidol 7Ale A
2 Hopof sheA9] #Ale IAl () AFEEo] vha] FA o2 vl Setae
EoPste dukAe ZIAske W I 7 siehEel diet S| Aol &
AE=A oAt (b) webolE o= geold 574011/} gol dieh grgo] 1k
o @AY 29 TRE= gEvE Helol didh Aol oste] Alatde] F4

A o F 2 Al g, oef ol ﬁ‘i—‘i%‘%—% SR ol whEtu|
B ANEH oz FRPUAE, o]= 71E8014 R ®olal Ao s T

\:]-. 131)

7t 274 BlAEo] 2|

Mg o] Al sl Tfste] EPO
AR olgatel A9INY WHBE A|x5)
ol E3k8 SH9171d sakRo] of| oo BliEmA clgele] tet gl 4
9 sh9hd el 2o R dojt ANEL I 23 AR Aol TH
2 7140} Q1] ke Aolet Aol AR 19 o] 2r} 27 l2E 9
e upm iy gjek, ofo] fste] AA7I RO AL ofelel o] sk itk

130) EPO, Case Law of the Boards of Appeal, 9h ed., htips://www.epo.org/law—practice/case—law—appeals/case—
law.ntml (2019, 7.), 6.1, &229| ‘technical teachlngs described in general termsE AMRUIESZ ‘more
specialised technical teachings £ SHI7HEC 2 HASINIC

131) EPO, Case Law of the Boards of Appeal(Z 130), 6.1.(°(a) assessing the novelty of chemical substances and
groups of substances in respect of general formulae (Markush formulae) under which they fall -, and (b)
assessing the novelty of products or processes defined by parameter ranges as against known products or
processes characterised by wider or overlapping parameter ranges - . These types differ mainly in technical
terms, but the same principles of patent law apply to both, For this reason, the boards of appeal have always
been able to adopt the same approach to questions of this nature.”).

132) O[XHE, “MEHSIHO| CHEIK", E61F HAMEA - HPRE TN, 7, hitps://www.kipo.go.kr/kpo/BoardApp/UpinfJou
App?seq=3145&c=1003&board_id=journal&catmenu=m04_02_01 (2004. 10. 13.).
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133) In determining the novelty of a selection, it has to be decided whether the selected elements are disclosed in

an individualised (concrete) form in the prior art (see T 12/81). A selection from a single list of specifically

disclosed elements does not confer novelty. However, if a selection from two or more lists of a certain length

has to be made in order to arrive at a specific combination of features then the resulting combination of
features, not specifically disclosed in the prior art, confers novelty (the “two—lists principle”). Examples of such
selections from two or more lists are the selection of:

(a) individual chemical compounds from a known generic formula whereby the compound selected results from
the selection of specific substituents from two or more “lists™ of substituents given in the known generic
formula, The same applies to specific mixtures resulting from the selection of individual components from lists
of components making up the prior art mixture;

(b) starting materials for the manufacture of a final product;

(c) sub—ranges of several parameters from corresponding known ranges.

134) EPO, Guidelines for Examination in the EPO, VI, 7.
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2E F FAA SR AAE S AR BEe Algtd o] A EARE 27 o]
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EPO Board of Appeal, 1982. 9. 2. T12/81 A2 (C|OtAH|HI2H)
(A9 78 ]

o] Al ¢t olehA]S Zkal 158~1592 5 S=do=2

Aee] sherEt Aejstd oz 58w s

1o
ot
g
otk
o
J{m
O_L,
ol ﬂ

7 ARk e zﬂom.
HBRTE 54 Tl deh, dRolis o smzol=F Hlxl

J2 Ab
gotol, 1-(4-F22-s)%A)-1-(o]mlrkE-1-%)-3 3-tlr P e -2- 2%
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135) EPO Board of Appeal, 1998, 2. 12, T990/06 A1 Z.

136) “DE—A 2 333 354 and 2 333 355 described a process for the reduction of alpha—phenoxy—alpha—(1—imid—
azolyl—ketones, including 1—(4—chloro—phenoxy) —1—(imidazol—1—yl) — 3,3—dimethyloutan—2—one, in accordance
with process variant b described on page 6 of the latter document using aluminium isopropylate as an agent, to
the corresponding secondary alcohols, which could give rise to two diastereomeric forms.” EPO Board of
Appeal, 1982, 9. 2. T12/81 A&, Summary of Facts and Submissions, Il
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137) “The compound as claimed, however, differed from this in that its characteristic melting point was 158—159°C
and the relative configuration of the enantiomer pair was pure threo. The novelty of this compound was also
apparent from its superior effectiveness as compared with the isomer mixture, Furthermore, it was not correct to
allege that the threo form claimed had been implicitly described by the fact of giving the starting substance and
the process used.” EPO Board of Appeal, 1982. 9. 2. T12/81 A&, Summary of Facts and Submissions, IV.

138) “... This steric characteristic would seem to support the view that the compound according to Example 3 of the
cited document having a melting point of 145—147°C is not identical with the compound claimed, which has a
melting point of 158—159°C. However, the concept of novelty must not be given such a narrow interpretation that
only what has already been described in the same terms is prejudicial to it.” EPO Board of Appeal, 1982. 9. 2.
T12/81 A&, Reasons for the Decision, para. 4-5.

86



Patent Court of Korea
International IP Law Research Center

p

~120%=, 53] 50~100&=0]A o]ARZ2ulso] UFulE o|aZ2LY0|E)S A
25p7] 9Igh WE s)eAgo] ZIAEe] gloka & 4 gk, Eg W] Ao
=T AlE 20717 Y E o] Sl=dl, 2 F 4R AlE0] o] AR EdeRtES
AzsHe | AGE o F@stel Hul BAke] Vet B9E Alxe] Aa
o AN R0 it ARE B 7 AL Rl B R SogEo] Al
Lo et 9o AlfAde] FAETkT Hotok 5t Qo

Hak A4S 2K riehe glok 2 AR ofste] 45t
o J Al

=
) L le]
% olrk, A4 B oy wae] slile U e ANsnA sl B

&
Ty
i
it
i

>
>
N
s
ot
gl
ot
lo
fru
4z
i)
o
2,
filo
N
r
Ol
i
S
30,
rir
N
=2
30,
e
N
o\
flo g o
in
o
ox

5789 7IeAt SdsEe Alxslel et SUEAY Wex=dl o
o

139) “The teaching of a cited document is not confined to the detailed information given in the examples of how the
invention is carried out but embraces any information in the claims and description enabling a person skilled in
the art to carry out the invention. The cited document gives 5 optional methods of reduction for preparing the
imidazolyl=0, N—acetals, the common feature being the transfer of hydrogen to the corresponding starting
ketone in forming the secondary alcohol. These methods are not only described in a very general way or
using a graphic formuly, but also in considerable detail. They include Variant b which — and this is not disputed
— contains all the technical details for preparing the compound according to the application (aluminium
isopropylate in isopropanol at 20—120, particularly 50 to 100°C). There is also a list of 20 starting ketones on
pages 6 and 7 of the description, the fourth of which is the ketone used to prepare the claimed compound
according to the application. In the Board's view, this information taken as a whole constitutes a prior
description of the claimed compound prejudicial to its novelty, because it supplies a person skiled in the art
with all the information he needs regarding the starting substance and the reaction conditions for preparing the
claimed substance. For such a prior publication to have prejudicial effect, moreover, it is not necessary for the
starting compound or the process variant to be given special prominence. The essential point is what a person
skilled in the art, carrying out the invention, could be expected to deduce from it.” EPO Board of Appeal, 1982.
9. 2. T12/81 A&, Reasons for the Decision, paras. 7-9.
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EPO Board of Appeal, 1984, 2. 28, T181/82 A& (AL|Z SIEHE)
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e N-Z2d Ee N-RES ol%P %‘—ﬂ a4 Z}EA xﬂ%-% Aatstalet.
N-z2g 8 N-Fee Ayl Az oA=A ZIA=ef 9= A& o,
Aty ] e ogk dge] Aol 7IAE 555 S AHoje w1 okt
=0] Alzo] Hisie A O R A= e gl

=5AAIAN FUE N-2Z828 F= N-FEe Agdged FA1HeR 7|
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H AR 7HE7] tiief] Gk B G e W9lE A 918 7141 A

140) “1. Compounds of the formula (FORMULA 1) and their acid addition salts, in which n is a whole number from 1
to 4, Rl is hydrogen or CH3, R2 and R3 mean, independently of one another, hydrogen, CI—C18, alkyl,
unsubstituted C6—C10 aryl or C7—C9 aralkyl or alternatively chlorine or C1—C4 alkyl substituted C6—C10 aryl or
C7—C9 aralkyl or else R2 and R3 together with the C atom to which they are bound form a cycloa\kane or alkyl
cycloalkane residue with 5—20 C atoms or a polyalkyl piperidine residue, R4 represents, if 1, C3—C8 alkenyl,
C3—C5 alkinyl, unsubstituted or C1—C4 alkyl substituted C7—C9 aralyl or a —CHE—CH(RB)—OR(S residue, in which
R5 is H, CH3, C2H5 or phenyl and R6 means hydrogen or the residue of an aliphatic, cycloaliphatic or aromatic
monocarboxylic acid with up to 18 C atoms, and, if n= 2, represents 1,4—butene—2—yelene, m— or p—xylylene or
a residue of the formula —CH2—CH(R5)—0O—R7—0—CH(R5)—-CH2—, in which R5 has the meaning given above
and R7 means the divalent residue of an aliphatic, cycloaliphatic or aromatic dicarboxylic acid with 3—14 C
atoms, and, if n= 3, represents a residue of the formula (FORMULA 1) in which R5 has the meaning given
above and R8 means the trivalent residue of an aliphatic or aromatic tricarboxylic acid with 4-18 C atoms, and,
if n= 4 represents a residue of the formula (FORMULA ll) in which R5 has the meaning given above and R9
means the tetravalent residue of an aliphatic or aromatic tetracarboxylic acid with 6—20 C atoms.” EPO Board of
Appeal, 1984, 2, 28, T181/82 A4, Summary of Facts and Submissions, |.
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141) “If the appelant regards only the preferred compounds from a citation as comparable, he is concentrating on

the technical progress compared with the known substances considered most effective. Technical progress is
not a requirement for a patent under the European Patent Convention.” EPO Board of Appeal, 1984, 2. 28,
T181/82 &, Reasons for the Decision, para. 4.

142) “However, an effect demonstrated by means of a comparative test can be regarded as an indication of

inventive step; the only tests suitable for this are those which are concerned with the structural closeness to the
invention, because it is only here that the factor of unexpectedness is to be sought.” EPO Board of Appeal,
1984, 2. 28, T181/82 14, Reasons for the Decision, para. 4.
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143) “In its Decision T12/81 ‘Diastereomers’ (Official Journal of the EPO 1982, 296), the Board expressed the view that
a chemical substance not explicitly described in a prior application but nevertheless (implicitly) described by
indication of the starting compound and the process specified in connection therewith belongs to the state of
the art.” EPO Board of Appeal, 1984, 2. 28. T181/82 ~I1Z4, Reasons for the Decision, para. 7.

144) Bt JH9] EtA fIXPE ME 2 5 12[o] & MECE =0 U= RV sEfE U0l S0AR nttps//
ko.dict.naver.com/small_detail. nhn?docid=23246400.

145) “In Claims 37 in (a), the reference to Claim 2, which lays down the variables R1 and R2 as methyl groups, R5
as hydrogen and m as zero, indicates that quite specific spiro compounds unsubstituted in the 8 position are
individual compounds which according to Claim 9 are to be alkylated in this position with a C1—C4 alkyl
bromide,” EPO Board of Appeal, 1984, 2. 28, T181/82 A1, Reasons for the Decision, para. 7.

146) “Despite the different formulation, such ranges had an identical information content and were understood by the
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skiled person as a disclosure of all 8 possible alkyl bromides without being individualized.” EPO Board of
Appeal, 1984. 2. 28, T181/82 A2, Reasons for the Decision, para. 8.

147) “A strict distinction must be drawn between this purely intellectual content of the definitions and their information

content in the sense of a specific teaching with regard to technical action.” EPO Board of Appeal, 1984. 2. 28,
T181/82 A&, Reasons for the Decision, para. 8.

148) “A group of compounds in which the substituent is characterized by a range teaches the skilled person only

about the individuals specifically designated from the group.” EPO Board of Appeal, 1984, 2. 28, T181/82 A&,
Reasons for the Decision, para, 8.
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149) “A process for the preparation of thiochloroformates by reaction of mercaptans with phosgene in the presence
of at least one carboxylic acid amide and/or urea derivatives as catalyst, characterized in using the catalyst in
an amount of from 0.02 to 0.2, preferably 0.05 to 0.1 mol%, relative to the starting mercaptan.” EPO Board of
Appeal, 1984, 2. 28, T181/82 A&,

150) “Such an extensive numerical range does not necessarily represent a disclosure, ruling out a selection from i,
of all the numerical values between these minimum and maximum values if, as in this case, the sub-range
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selected is narrow and sufficiently far removed from the known range illustrated by means of examples.” EPO
Board of Appeal, 1984, 2. 28, T181/82 A&, Reasons for the Decision, para. 5.

151) “It would be delimited only in respect of the wording of the definition of the invention, but not in respect of its

content, if the selection were arbitrary, i.e. if the selected range only had the same properties and capabilities as
the whole range, so that what had been selected was only an arbitrary specimen from the prior art, This is not
the case, since the effect of the substantial improvement in yield may be believed to occur only within the
selected range, but not over the whole known range (purposive selection). To prevent misunderstanding, it
should be expressly emphasized that when examining so—called selection inventions as to novelty the Board
adheres to the principle that the sub—range singled out of a larger range is new not by virtue of a newly
discovered effect occurring within it, but must be new per se (cf. T 12/81 Diastereomers/BAYER, OJ of the EPO
8/1982, 296, 303). An effect of this kind is not therefore a prerequisite for novelty; in view of the technical
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EPO Board of Appeal, 1991, 9. 10, T666/89 A& (MX ZAME)

[AH 9] 7]
ol Ak A|7g T2 =l 1082 A5t Ae W Al WA 6% T st A

—TLH 2= Aﬂﬁ ZAES AlEstL O 2AEL 0.8~2.5whe] HEE 2= 29|

ﬁég‘?—itg% ot HlE]d E]-&(zinc pyridine thione) 52| B|SHUA|AS Z3}
Sk AR 2= it A, ol F 7ie] A widE x9kskal ZF A vl =
o Ans £ JNAst= &8 (agent)S sh o) 23kshe, 17
=3 S 50 Al =32 Jaguar C-13-Seh= s 7R ol

A(cationic guar gum)o]il, AA| ZAEL] 0.1~5.0wrE 27] & s} E=
271 5o A vir]of ghFEo] Sl 4= Slot. Jaguar C—13—S¢} Zro] A3ty
o] vihARt 2AE 28 E= 2AAEE o] A oY Wl 23
t} = Jaguar C—13—-SE 0.1w%, &F £ oHE A o|EE 8~25w% EgH
Sk 2A4=0] o] SRt

7} PHRES 2Tl of Ak ATF WY FREL 2B
NFEA] hefok SH= A0 2A] ATE EHo] o]
o Ao AN E erAEe] 914 ek A
Al £4930] 0.1-5.00%eHE ABYYS! OIL oYl BEYSE Joguar
C-13-SZ 0.1w% EFshe 2HES FAHOR A gk, Ay 24

disparity, however, it permits the inference that what is involved is not an arbitrarily chosen specimen from the
prior art, ie. not a mere embodiment of the prior description, but another invention (purposive selection)”. EPO
Board of Appeal, 1991. 9. 10. T666/89 12, Reasons for the Decision, para. 7.
162) 047 | of ME e AQ| "NESPYMEN T of Zot=X| o= LIt HES2 siA=ILt EPO Case Lawe=
AEHEFHO|| iSO 1.C.6. Chemical inventions and selection inventionsOil Al #&GIHM 0] S=0flM 6.2, Novelty
of chemical compounds and groups of compounds®} 6.3, Selection of parameter rangesE P74 LR QJCH,
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717k olele A ek AFAL BAIIE AL 5 vl2E A
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153) “--- One example of the available information content of a document extending beyond this literal descriptive or
diagrammatical content is the case where the carrying out of a process, specifically or literally described in a
prior art document, inevitably results in a product not so described. In such a case, the prior art document will
destroy the novelty of a claim covering a product; cf. T12/81, Diastereomers, OJ EPO 1982, 296." EPO Board of

Appeal, 1991, 9. 10. T666/89 A&, Reasons for the Decision, para. 6.

154) “It is thus content, express and implied, rather than mere form, that is decisive of the issue of novelty in general,
and ‘selection’” novelty in particular -+ " EPO Board of Appeal, 1991. 9. 10. T666/89 4lZ, Reasons for the

Decision, para. 6.

155) “In the case of overlapping ranges of physical parameters between a claim and a prior art disclosure, what wil
often help to determine what is ‘hidden” as opposed to what has been made available, is whether or not a
skilled person would find it difficult to carry out the prior art teaching in the range of overlap.” EPO Board of

Appeal, 1991, 9, 10. T666/89 A&, Reasons for the Decision, para. 7.
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156) “A similar approach adopted by a Board of Appeal (cf. T26/85 OJ EPO 1990, 22) for assessing the novelty of a
claim in a case where overlapping numerical ranges of certain parameters exist between a claim and a prior
art document, is to consider whether a person skilled in the art would, in the light of all the technical facts at his
disposal, seriously contemplate applying the technical teaching of the prior art document in the range of
overlap.” EPO Board of Appeal, 1991. 9. 10, T666/89 14, Reasons for the Decision, para. 7.

157) “In the Board's view, there is no fundamental difference between examining novelty in situations of so—called
overlap or selection, and in doing so in other situations, although it may be helpful, in order to verity a
preliminary conclusion of a novelty examination in cases of overlap, to investigate whether or not a particular
technical effect is associated with the narrow range in question. It needs to be stressed, however, that such a
particular effect is neither a prerequisite for novelty nor can it as such confer novelty: its existence can merely
serve to confirm a finding of novelty already achieved (following T198/84, OJ EPO 1985, 209, para. 7)." EPO
Board of Appeal, 1991, 9, 10. T666/89 A&, Reasons for the Decision, para, 7.
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EPO Board of Appeal, 1988. 8. 30. T296/87 A1Z (7124 0| MZ!H|)
[AFAe AL

o] A B3 AgA o
_]

)

o
1]

Aol e Aol 3 AEHelE 1 hAjulA)
7k Ao} Qlek AlTFA B A

R BAT} 7|QEHE AR o4l ol A7)
2L S5 A Ag] A WA 5= ol Wolskalal skANE EPO o] o4l
A X (Opposition Division)+= ©|& EPC A|123% A28} slo|A 38E 4= Q&=
AHE] ol siERitial Hol Wholo| x| ofU i, 555 0] F4E o]
of gtt}al sttt

rﬁ

o &

(overlapping) == F2E 7HAISHL &0l FAAL 7F thEol (it
T181/82 (492 3}5HE) AL A4 Tetol] Qlof =3t X4 W83 71&

A ou|E Zh= A wAle] AR YE = = Lt

5 Fo] Zapgte] Al BAIAZE 2 4= glckar shgic 158 SR iy

At o] 712 WAAG o] YEY Qlthal '3}

(individualised description)7} lojopgt sttt whaba] 4

423k ‘A4 olli= (Ci—Co)—goleh= golol wld, o, - 5 87} 1%—01 x

SHEChs Ygo] agsitta RHAE, a8y 1 F Esisie] 71" A

Ci—&Zat FojojQl wd LEolatar akqlrt, BhH ghAdx 7t 2700 37H°1

YAIFES NdHor 23E7|= strete wE IFAH HAEATL &

158) “With regard to products of the reaction of specific spiro compounds with a (Ci—Ca)—alkyl bromide defined as a

group, the Board drew a sharp distinction between the purely intellectual content of an item of information and
the material disclosed in the sense of a specific teaching with regard to technical action, Only a technical
teaching of this kind can be prejudicial to novelty.” EPO Board of Appeal, 1988, 8. 30. T296/87 Al1Z, Reasons
for the Decision, para. 6.1.
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00%

1
21 argel Aol RAEA shet

AEA ek @ BaA JEA B 3hx(2629),

v

> =
1. gt M T IE

F=2 53 A2xolA Aol distel sk, S8 AdFA (Manual of

Patent Practicel60)& F3ll 53] A2+ EPC Al54x 9 A55%, 52 ReF
(PCT), AAESEF(CPC) 2 th-3+ 43t S Ut s s qhrhal sh¢let

159) “The Board's present view accords with its established case law on the novelty of chemical substances
whereby the only technical teachings prejudicial to novelty are those which disclose a substance as the
inevitable result of a prescribed method or in specific, i.e. individualized, form.” EPO Board of Appeal, 1988, 8.
30. T296/87 ~1Z, Reasons for the Decision, para. 6.4.

160) UK Intellectual Property Office, Manual of Patent Practice, § 2.01 (2016, 2. &2t 2020. 10. H|0|E).
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gho] ofm] 7|0 ZHA|H Abgtoll elato] of A= ATk
SmithKline Beecham #7162& ©1-&3}o] A4
MA e 9 AXLAE B FFstolof gtk f4skaL Qlct 169

Kogyo KK AHAo| A & ‘EA dhg o] 81}

=

E
@2 ol ©A 2 T EAQE TNHLR Attt AT R F50] oF

161) Patents Act 1977, 1.2, Novely
(1) An invention shall be taken to be new if it does not form part of the state of the art.
(2) The state of the art in the case of an invention shall be taken to comprise all matter (whether a product, a
process, information about either, or anything else) which has at any time before the priority date of that

invention been made available to the public (whether in the United Kingdom or elsewhere) by written or oral
description, by use or in any other way.

(3) The state of the art in the case of an invention to which an application for a patent or a patent relates shall
be taken also to comprise matter contained in an application for another patent which was published on or
after the priority date of that invention, if the following conditions are satisfied, that is to say—

(a) that matter was contained in the application for that other patent both as filed and as published; and
(b) the priority date of that matter is earlier than that of the invention.

162) Synthon BV v SmithKline Beecham PIc’s Patent [2005] UKHL 59 (T2 AM|El TIEMLH|0|E),

163) UK Intellectual Property Office, Manual of Patent Practice, § 2.02.
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o] ANEISIEA oiel Bkl A 1ES AT A9 1 o) 1

o]

A or S5 s AT Aoletd 1 Ad7|ze] oJsto] Hrgo] ofn]
MAIE ko slojof o) = A F) glA (reverse infringement test)& 2%
Skl Ut} 166) o]= T E A 02 General Tire T2 Z3l A=Y=, o] A

oA Gy HAge] YesH AN AT B T AGS AXAL A

164) Asahi Kasei Kogyo KK's Application [1991] RPC 485, 539 (‘I do not see how an invention can be said to have
been made available to the public merely by a published statement of its existence, unless the method of
working is so self—evident as to require no explanation.”)

165) UK Intellectual Property Office, Manual of Patent Practice, § 2.08 (“A prior disclosure must be construed as it
would have been understood by the skilled person at the date of the disclosure and not in light of the
subsequent patent (held by the House of Lords in SmithKline Beecham Plc s (Paroxetine Methanesulfonate)
Patent [2006] RPC 10). A prior disclosure should be read in light of the common general knowledge of the
skiled person at the date of the disclosure, (This compares with the situation when determining obviousness,
where the common general knowledge should be determined at the priority date of the invention (see
paragraph 3.11). See Teva UK Limited & Anor v AstraZeneca AB [2014] EWHC 2873 (Pat).”).

166) UK Intellectual Property Office, Manual of Patent Practice, § 2.03. (“To constitute a prior disclosure of an
invention, the matter relied upon as prior art must disclose subject matter which, if performed, would necessarily
result in infringement of the patent”).

167) “If the prior inventor's publication contains a clear description of, or clear instructions to do or make, something
that would infringe the patentee’s claim if carried out after the grant of the patentee’s patent, the patentee’s
claim will be shown to lack the necessary novelty, that is to say, it will have been anticipated.” General Tire and
Rubber Co v FirestoneTyre and Rubber Co Lid [1972] RPC 457, 485-486 (H. Lundbeck A/S v Norpharma SpA
[2011] EWHC 907 (Pat), [2011] RPC 23, para, 840{|A {1,
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168) General Tire & Rubber Company v Firestone Tyre & Rubber Company Limited [1972] RPC 457, 485-486 (UK
Intellectual Property Office, Manual of Patent Practice, § 2.03 2! H. Lundbeck A/S v Norpharma SpA [2011]
EWHC 907 (Pat), [2011] RPC 230i|A X{l=).

169) UK Intellectual Property Office, Manual of Patent Practice, § 2.07(°lf a person skilled in the art would conclude
that an earlier invention would, as a matter of normal practice, necessarily be performed in a way which would
fall within the scope of the claim under consideration, then the matter defined by the claim is not new”).

170) UK Intellectual Property Office, Manual of Patent Practice, § 2.07("... For example the disclosure of a control
arrangement for the cooling system of an internal combustion engine might not refer to the presence of a
radiator or other heat exchanger in the system, but it is common knowledge that there would necessarily be
one and so its presence is implied. Floyd J confirmed in H. Lundbeck A/S v Norpharma SpA [2011] EWHC 907
(Pat), [2011] RPC 23 that prior disclosure includes implicit disclosures. On the other hand, he held that matter
may be contained in a prior art document but so submerged in it as to not form a disclosure (ie. if special
knowledge is required for the matter to be understood, such that it would not be understood by a skiled
person utilizing their common general knowledge”).

171) UK Intellectual Property Office, Manual of Patent Practice, § 2.03.1 (“The Court of Appeal applied this test in
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Glaverbel SA v British Coal Corporation [1995] RPC 255 where it was also held that it is not necessary for the
prior art to be equal in practical utiity or to disclose the same invention in all respects as the patent in suit. The
Patents Court considered the requirement for the prior art ‘inevitably’ to result in a novelty—destroying disclosure
in Kirin—Amgen Inc. v Roche Diagnostics GmbH [2002] RPC 1. It was held that ‘the law of patents is ultimately
concerned with practicality’, and so a prior art experiment which, when performed, reliably produced a particular
result ‘more than 99 percent of the occasions on which it is conducted” would be regarded for the purposes of
disclosure as ‘inevitably” leading to the result in question”).

172) Actavis UK Lid & Ors v Eli Lily & Company [2017] UKSC 48,

173) “It was not sufficient that the subject—matter would infringe the claim applying the doctrine of equivalents: (i) the
House of Lords had not considered equivalents in SmithKline Beecham PIc’s (Paroxetine Methanesulphonate)
Patent, (i) EPO Board of Appeal case law established that a claim was not deprived of novelty by an obvious
equivalent of a feature in a prior publication, and (i) the decision of the Supreme Court in Actavis had been
based on the Protocol on the Interpretation of art.69 of the European Patent Convention, which was concerned
with infringement, not validity.” Generics v Yeda [2017] EWHC 2629 (Pat), H27; UK Intellectual Property Office,
Manual of Patent Practice, § 2.03.

174) UK Intellectual Property Office, Manual of Patent Practice, § 2.06.1 (‘In Union Carbide Corp. v BP Chemicals Ltd
[1998] RPC 1 Jacob J held that ‘the information given by a direction not to do X because it will have adverse
consequences is not equivalent to a direction to do X because it has beneficial consequences or does not
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have the supposed adverse conseguences and so novelty will not be impugned by an earlier disclosure
which in effect gives clear directions not to do that which is claimed in a later application”).
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175) 1977 Patent Act, § 2(2). “The state of the art in the case of an invention shall be taken to comprise all matter
(whether a product, a process, information about either, or anything else) which has at any time before the
priority date of that invention been made available to the public (whether in the United Kingdom or elsewhere)
by written or oral description, by use or in any other way.”

176) 1977 Patent Act, § 2(3). “The state of the art in the case of an invention to which an application for a patent or a
patent relates shall be taken also to comprise matter contained in an application for another patent which was
published on or after the priority date of that invention, if the following conditions are satisfied, that is to say — (a)
that matter was contained in the application for that other patent both as filed and as published; and (b) the
priority date of that matter is earlier than that of the invention.”
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177) UK House of Lords, 20092 X|Z<9| tHedRl(Supreme Court of the United Kingdom)0O| A&%|7| F7HX|
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Igoll= Axd 2219 H
o] &3tE Qls ZHA O
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Al
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=2 A %“MA}EX‘OI AREER 9] 7|Eol et JRs) HAE| o5 59
goll oJsto] of e = Aol et

*E‘Alﬁ{% A9 77t A8 TSk WS A 4 Slglofof
o A oufgith, AAledd SFojfo] et 7152 Asahi Kasei Kogyo AR

ZF ek Ql=dl, o] ARdelA= A 439 7IsAke Ad7]Eo] JiIATWE
ojL} 7|&AlE IO R StEEtE o] & AAISHA] oGS Aloletal Kol AA
f0] SFHEA gtrhar skt o] 71Eo] HAIA 71} S ATA] of
o sl Al = chokst Aslzl 9o, EPOS] Aldd e} nprx| 2 oF weko) A Al
A7Fe 2 TYgt 7)ol oloto] Iad 4= qvhar 2ot wheba] HAlA 71 e
o] gt #HeHE Al o HAl e weto|= A8 o~ qlot,

9] 7120 wet sl B, SynthonZ YL kA oz o) &84 )
o] FFES JHAISEL Qlem, 98%0] ==& Zt+= PMS
Zh= ofehA] AR = ANAISHAAHE o=t A EIE
o] 7].x]% rE /dxl O Tl o g 34—74] =

2= =2 U —

[‘

i)
o
i)
o
i)
o

i
o
o

= F=H 9

o19 e A AT HA QTS N FEE|ojo} s, Fale] el
LT Qg £S5 9ol s AR Wolng, o] wlakn AFHA ¢

AL A 3)-E(restore)gtrt,

A|m
o

AR AL Synthon v SmithKline ¥ 21-831H 7HA| 8743} A QA
A EAFO] 7)|EA s 2z thE ke Witk 311 Qlrh 179) A QA of| A= EAYo)
71E A7 715/ E v e 2 T JAIARRS o B A ofsfiskale AIAIZE EAIE T,
e 21 ARl whE T ahd RE BIAEE A8 wf Ay o] AjAIW-E

l

179) UK Intellectual Property Office, Manual of Patent Practice, § 2.10.1.
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20099 Dr. Reddy’s Laboratories (&xt3) o2 o= 1.G.
Farbenindustrie’s Patents & of|A Uephd o] 28} IG Farbenindustrie 7+2'<&
23 QAE AoR Hlt sy HA-S Al RS EskA] Al ‘55

A

L EBH 712 sof ) held BB el

fo
Y
i
£ 2
i)

2 A gstged,
A Es)7L gasicha stelw () A9E T4 Agow of | Agst o)
o] glo} (e e Fust ASE £ ojo 2AG Edlefof sk, (2) Al
g TAY ARIE 20l HS A, (3) S A T HEE g 55 A
ojefal 3 WISk SWat Aol T lolefof Friu shgich8) 1Y) IG

180) UK. Intellectual Property Office, Examining Patent Applications Relating to Chemical Inventions, 4, https://
www.gov.uk/government/publications/examining—patent-applications—relating—to—chemical-inventions/
examining—patent—applications—relating—to—chemical-inventions—may—2017 (2017. 6, &H|0|E)(citing EPO
Guidelines Part G, Chapter VI, 4).

181) 1.G. Farbenindustrie’s Patents [1930] 47 RPC 289 (Dr. Reddy's Laboratories (UK) Ltd v Eli Lily and Co Ltd [2009]
EWCA 136201lA KHQI2)(“First, a selection patent to be valid must be based on some substantial advantage to
be secured by the use of the selected members (the phrase will be understood to include the case of a
substantial disadvantage to be thereby avoided). Secondly, the whole of the selected members must possess
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Farbenindustrie 772]12] A HA 842 EPO ATFo] AT} Heg=g)] 182) 1

AEE TIgoll =5t 4AY AU a5 =W 11 Fof FU3t AES 7H o
£ 3itE] digh o] o]Fold 4= Qlth= olf& ol Wy MuA7kA] 27
o 4= QA =7 wjo]t}, 183 Z1eju); o] % Dr, Reddy's Laboratories 242 A1
dhg o] E5)4 Iv|EE EPO ATHEe] 7|&3 S 2 s WAstHA] A
g o] At MR dehE pEekaL, Al IR R sheid ol
Agrgol AEH o2 7= ATl & 5= S FEAA] o5 A ABHT
A 7|7 ool Qlof EF|AEA A2 Aol /HAE A7idel 271&
A getahs o] QSR may, A A wek SAolA= AR eyt

o] B| gherha st 180

ogff Du Pont 22 Ao B3 =9 4 #d?l Dr. Reddy’s

the advantage in question, Thirdly, the selection must be in respect of a quality of a special character which can
fairly be said to be peculiar to the selected group”).

182) Dr. Reddy's Laboratories THZEA= 7 E5{8 ot9 F= Tt = Soald JHH 0/29 EPO 2129 20|
CHS 42 ZALE wefof ot TAIGIRICE Dr. Reddy's Laboratories (UK) Ltd v Eli Lily and Co Ltd [2009]
EWCA 1362, H18—H19("In so far as there was any difference between the approach of the Technical Board of
Appeal of the EPO since the Patents Act 1977 came into force and the approach of the English courts under
earlier law, the former was to be preferred unless it could be shown to be on—off, impractical illogical,
inconsistent with principle, not open as a matter of domestic law, or perhaps, not applied in domestic courts of
other EPC signatory states, In the present case, there was no good reason for not following the approach of the
Technical Board of Appeal, The earlier English authoriies on selection patents had been concerned with patent
validity under a regime different from that of the Patents Act 19777); para. 37 (“The EPO does not use the IG
rules. They form no part of the EPO Guidelines for Examination and no Board of Appeal decision was cited
which applied them. So | think the best thing to do is to regard them as part of legal history, not as part of the
living law”).

183) Philip W. Grubb, “Patents for Chemicals, Pharmaceuticals and Biotechnology”, 4th Ed., Oxford University Press
(2004), 215 (“... As regards the third of the |, G. Farben rules, it is by no means clear what logical basis supports
it. If out of a previously disclosed large group of compounds a smaller group A can be identified having a non—
obvious advantage, then the compounds in group A should be patentable as a selection invention, If
subsequently a second group B is identified, also having that property, then group B may or may not be
patentable (it may of course be obvious in view of A), but why should this affect the validity of the patent
claiming A?”).

184) UK Intellectual Property Office, Manual of Patent Practice, § 2.20("The size of the class from which a member or
members have been chosen is not relevant to the question of novelty of a selection invention, although it may
be relevant to the question of obviousness (Du Pont de Nemours & Co (Witsiepe's) Application [1982] FSR 303,
310)").

109




Megtoio) 2151 BEEA o RIBE Aeiol A

Comparative Research on Selection Inventions

Laboratories ¥4 o]0 ZlojojA At 2R Bes] &4 &2 LG,

Farbenindustrie’s Patents ¥2 9] ©|2H} ‘IG Farbenindustrie 732 4835}

o1} o BalARAH0] SEET Yt BULHE AFPye] Qubo]

FEIL o 97bA SRR RN AEE oo, Hee Aeugo) 4

ofato] AAEIEA o328 Theatel] o] A 271k £/ 912 Aol

ORI 9 9714 % ZUSFFET] SUT o UG AL WAT AL BT
[e)

of &fsto] vl=ar Erfd Zlojur Feliho] o =] ofokrhal skt

_1

E.I. Du Pont de Nemours & Co (Witsiepe’s) Application [1982] FSR 303
[AHA 2] 7H 8 ]

o] AbA &YL& (a) terephthalic acid (b) 1,4—butanediol (c) poly(alkylene
oxide) glycol®] copolyestero]il, 4] B 5ol AR&st7]o FAA Q1 H =}
= AlEstr] g A7k 9 ©AdS Zhe S48 digt Aol

= oy dee 2 3 N8 Ao, Tade
AAA GAE GolsHA BHe A BAOR S WHS thEa k. SUEY
9 ST Se Aol kAo Hols 97 29

ER
gk Aot s %1‘?}401]—‘:— T 97HA ==lEe] iR EARE °o] T 5
7RO A o= YA E AL, 1,4-FEH &2 1 5 Al WAl sigdtt, o
A= 9714 S A H*ZKH(OHE‘E“ =92t HARSHAL Qlet
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°]= IG Farbenindustrie ¥H2of 2 Wely =], o] AR} ¥eo] Q= A
AU-g= fofshd (1) At el xS |717] Hlelia= Aol akshA o
2 7= R=A dEs S8 TTAERAEAE 2T o= glokal Hotof o
ok (2) ARE el 27]= Adeidgol deE g do] oln] FAH A=A of 7

off loiM= F83HA| et Aol AR 7HA7) 292 ke, T 7EA|REO]
A

32
<
o
lu

N

1o

o

r <

L"L

X
u
fl

Jr

Jo
ko

et

2

g

filo

PL

_& -

-

g

A

o

il

siEE o= U
Hodhs 4= itk (3) 3t Addrgo] Sadye] =gdd o= Q= WS Al
Abslar Q)8 BolebH (“merely points the way which might lead to ---”) 413}
g oz Qs St o] JHAIH AL & 4= Ut

olet A2 W& Agotd SYUE-2 Adgdrgol oJsl HAI =X ettt =
o] Bfgsirt, A Sddde| vehd S84S5 UmA| 8714 2= vzt
7HA 2 FHEstHA BE Fde avE 7T 2 Flolal, SHEATE A
sto] SdEdTo] 2= tfE ok #-83% 5A4S W A Du Pontd] =
Htrgolgfar ook gttt A3drgol Ca, Ca, Cs, Cio SE|EE A2 7|45}
I U= AL AMdolU AAR o]F SEEo] ARREHHAY ol Y= A
B3k Aol ST o]fE 7HAAL Sl ACE Ut 7= glth wek
Al o] T stUE Adlste] I AAHEC] thE 7] EokollA 74| = 54 7
A= Fdshs A2 29209 &ollal, o= Aol oJste] oA EArtar
= 4 gle Aot

- g e 2717 A e Aof Zlof| &5k BE sheivE Aol
A= RTIL & 5 Sl Aot 25 1= Q8f 4ol 44 &= St 719
Norton Healthcare Ltd v Beecham Group (BL C/62/95) AFAo| A= Aldidy
oA SehETHE 4E e STET UEES oA oy dudels A
= A& AAKSte] 7hHeSE A9 7t 47EA e HA] ekten e A Ay
oate] 7t slehEo] W WA= Qlkal HQke} 185 A = o] JA|= Lo &
o] BFE A EA = ek et B4 ArRiY FE5H 242 1 HAA

185) UK Intellectual Property Office, Examining Patent Applications Relating to Chemical Inventions, § 16.
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02
>
Jm
02
1o
>

‘I‘_‘L)d

Uz

22 olste] Aol FAHA oFs Ao] UNAIE, fojulst 1A o] wfS

o 8] AAER Ptk shelck, e Flol A AuEE olHg uba] HT
Fe 918.0] A Ao] Tet %7
5 eblul o] ek Alae] ofsh

ook

Kl

a2 glvh, epAn|R|Y] AR Wk ol 4 WATA o] § A Hglch
B 4 Qo AARAS FE51A 28] ujiolct 189

tho] AEAE ZEsHe WAl AR H AREEe 1 A S E3kst]
Aol &3k HEA F ol Zoluh ASE 4= 98-S AAsHE BEe] 13
Wolof x|, 1 A2 15 3 e & of
Uk 189) Thes] gy Iy
T4 BATATL w7lols R0 Eak Aeie Bl SRHETS A

sheirkar ste] 1ol &3k SteRd Al A Uo] B AA

Kl

o AlstAo] HAHE A

Dr. Reddy’s Laboratories(&2#la) Ao
7dsto] o] AbziofAle} ol A A7|7t w2 = ASI7iE e FHAIRES
&2 o] &3l= ske7id o] AR JRAIE STk & 4= glokal ssteich

86
87
88
89

N

UK Intellectual Property Office, Examining Patent Applications Relating to Chemical Inventions, § 16

UK Intellectual Property Office, Examining Patent Applications Relating to Chemical Inventions, §§ 20, 90.

1
1
188) UK Intellectual Property Office, Examining Patent Applications Relating to Chemical Inventions, § 12
1

=~ X

UK Intellectual Property Office, Manual of Patent Practice, § 2,18 (“A prior disclosure in general terms embracing
a number of alternatives may amount to no more than a mere suggestion that any of the members, including
any specifically exemplified, might be used, and may therefore be regarded as not anticipating a claim to a
specific one of the members”), LIOIZF X0 A MatigrdHo| JHAI=l 2X[HQ0| &6k 2E MBI}
JHAEACHT & 4 AL, MEHUHDE ARSI I SAHLH| £X[He(o S Fo| UCHH A0
EHEX ¢E = Ut Bk

190) UK Intellectual Property Office, Manual of Patent Practice, § 2.19.
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Dr. Reddy’s Laboratories (UK) Ltd v Eli Lilly & Co Ltd [2009] EWCA 1362
[AH 9] A 4]
1. o] AbA &y
91 (El Lilly)9 E3= 2dxjdo] #3t Aoz, AL 2HY 27
/\]-—Q—E]L SLX‘]/\]Z % )= O]J—L, O]‘EH—OJ ﬁ}q% 7]‘%11_4_

==
0

2. A3y

(1) 235E3]{1978. 11, 22. &HAHA| A (complete specification)d} A F71=
2359 =7} Y A A (British Provisional Specification No.1,533,235)7} ©]%-
555G E F8S 20 EA A4S 7 Z2ELS Eok—dlxT]o}
A & ] FACR 7|A 5 AL, of o] URHAE 7HRIH

O8O

9 dub2loll= 10197141 9] ekghao] 2ehdnt, =3 2357 = Bf
o= of 86,0007H4] shehEe] EotEe Iu< ddshl Sle

T oolo] =ZekdEn, 2357HEAMIA = 9 eehee] Aol Ee A
A7

(neuroleptic, sedative, or relaxant) A 1}S ZH= G831 341 A
A3, o)efg JAR s Aulek Bebgah AR A4 ARl f-83tetn
a9y, 1o st 2AL AEE A T

F7IEMME &9 S 21g L 2o 28 1A 2
= JIxe AHEMME II% tH 7IEMAMS MEYs
of ST FYO| M = AAE S5 I &

Ch ol "=HHSAEM= thet 407, xI"*J(H**21 HletS, E51F (2000), 85-86.
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CEETITE R
Lillye] ® elel2 A ATe YA ok A 3
198041 =E-L oF 597} sahEe] g S wstol
of vl FAL|ZA F4H(Extra Pyramidal Symptoms, ©|
Shh Fjolt Qieka 7% ekt

AR Aaztute] vl
SR T gz
3} EPS)9] o]

substituent

X
loxapine 0 2-Cl
clothiapine S 2-Cl
HF-2046 NH 2-Cl
clozapine NH 8-Cl

> FEAROA Uehtes a7t 9] CagE AAE S5SE Eloflie 11
HAS S ol 7L 89E U &2 B2 SE5t0] d2 5 Al
FaL Ql=tll, o7]oll= o]t E el o] B2 Hf(retained) #'d T
ezl Ao m H& FEgo] wAE] ) T =il olE STt
NAIE o] Qlaz, 2/ f12]9] ©7] o A gH(Me, Et, I-Pr)o] B/& S7H71=
Aoz yepdrh= ol Sl
3. A%l A9
{3 Dr. Reddy’s Laboratories (‘DRL)+= 9] 2357FgA|A @ 2}72f4}E]
19809 =&, 19894¥ =2 %ﬂi At B AEA B, BAA ZIAERE
TAR ¢ 5ol tigt FEFRE Folith 1dolA S8 ¥ S DRLY] A&
712}8t9leh. DRL 2357}%]*1011 ot Al % AR R, Akl
19809 =0l ofgt XHAd BAS sk askqlar, Lilly7| wjgkaxel g
A](Respondent’s Notice)E &3l Aeyg-S FASIA}F of 7|0 Hste] 7] A &EH|
= skl Qlk Lillyw = YE EPOS] A9y 7|&& wet Ay ol
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HAE 22w 71 FolA] A Edof ok Uy
of &Jsto] o AH Zo] ofet =& AB o Holof 51al, 71 3ghgo| 1uf7t
2] AHAA] e V)&A aHE At a2 olF| AHAE oA wojof 3t

rlo
[
ot
%
T
T
=)

Rig=E:Rl)

19779 E3¥o] WaF 0|5 0] EPO 7|&AlTE ¢Jal Wha o] Ho] L E6
Holl wh2 F= ] bl Apolrh A AAPE ATt o Aol
QAL B8] - vl Aol AL, dFfof wistAY, Ui
SHAY, B EPC 3jd=r9] iuidolA 2854 b= 7-foll= 22IskA] of
yaick, o] Aol EPO 7lad#iel e WEA 3 olfre jlo] 2l
o A ES9 R e 7€ Y] Y 19779 S
ot AAE 7HAAL Sl

dde] JAHAE, & o] A SI Y Atdo]l FAEHHY Agurg
Sy gzl tigt AEA Z1A7E lojof fitk. TEA 71| oul= 1
SEe Alxshs R0 FAIFLR Y JleA] 5= ste] ddd 5
ATt

DRLZ 23553]0f ofsto] S8 dge] AlqtAdel gl £4
5= 1097141 9] sheta2 3ste] 21 Hef7E vl Wi, vE Oxn gk
H 86,0007H4 9] shgtES vig ARt AoR 7|Ashal A E o] Hig
SpghEel =okE o] /1o, o] 86,0007HA17F vhe A3t o] i = 413 vEh
otk Ao Hiek A At Qe eEelth wEkA St
Aol eJsto] I At o] RAHA] =t 192
> AR e BIA AR BE 2 (2671).
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0z

Aol gk ofell Lundbeck #A992 EPO Ahelo] WIF Q= i1
(serious contemplation)’ 7|&(T666/89 A 2)o| 2&< A|7|sld =], WEE 7
A 71E0] ‘WS Q= ag 7|EEG o AR 7S a3l AAlskE

o2 Helnk, o o] AR Agtd 2 A= 19k sl A E A

)

oo N

H. Lundbeck A/S v Norpharma SpA [2011] EWHC 907

REERILY

L. o] A 53U (61453])
5—carboxyphthalide(5—cbx) 9] A|ZHHo|| djgt Wwigoz

g eSS0 20~33% T-3hs

120~145C= 7Fgste] Fojzl 5—cbx

wu do
ol
o
rl
e
2
ok
2l
=
4z
N
N
ol
o,

2. AP
APy F Lundbeck®] fnfaEHol At FAZAR A =Sl o=
5—cbx Ao gt AS =R, Forney | £3-& AFshdA wrdFitof o3
2 By =5 Aol A BESAIA

5—cbxE Al£dt= WS Alstth & DAt A AREE SOs F=4 Y=o
A= AEstar A ket

Big<E:]

AlA o] M e2]= Synthon's Patent [2006] RPC 109 Az]=lo] 5= 7
Aot AA LS ThEsh= Aol osto] o dE Wy 1 Aol B
AE = Aot} 7jA] o] ¥ Hills v Evans (1862) 31 LJ Ch (NS) 457, General

7|1EXE oS Ql0| 0] SteiEt AEE UEE AAE 4~ US
ZQUX| {7} 2XIEC), Moz EMO| 7IEXt oY sfstalg

2Xo| ster=ol =E5tRitts 712 1 SHE20| 01875 Bl S(available)S &
HAIZQICt T Gl BREESH MAoZN ZAfsHE § MA2So| gel| 0 Sflst
H50| Q00 5t, SH9| 7I&XP} 0[2{8 ot O 7|aa4 =
SICH2008. 5. 29, STADApharm No,1—2W 47/07). ATA0M S HHIIL 2355615 242
CHoll HIE= ofx| 4Rk=0, otor 1 Hofl siY &0 Fot=I7 | HEY 4+ At

=L EPORt DIEPVIXIZ JEePgMeEint £X|ISHYMEl mato[ee] MEES He|Mo2 A FE6HK| S
O LIEPHCH 047 [Al= 20| ‘overlapping range’ 2 B31E(0] QUS0|| W2 SEHQLHO = HAFIRICY,

2 U
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rr
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o r’:
o =
2 2
] o U
>
gon
Qﬂ
X
IS
o
I

=l
fon
Qﬂ

30 1
o2 =

> o
o 2 12 Mo [o ok
27210 © o

o 1 oo

m
Qi

©
o)
> 0R

116



Patent Court of Korea
International IP Law Research Center

Tire v Firestone [1972] RPC 4 ¥
g5HA 714 =] Yl = e
A= A& 5 g %
Aol BT ),

ojof W= ANE 2] A= 1 ke sfidshe S o 4l ol

AR = e Aot ole v "IAsE S A ATAL Bk e THAl

LundbeckZ2 4544 4 74 272 EPO2| T666/89 HAE& -§stn
SR 9IYE (overlapping ranges)oll= 919} T 7]E0] A-&E ofof
9ich. T666/89 412°] Tl Welg nokshyl thaa 2. (1) o)}
A=) of i Reln AR offeh ghAIH AR EgkeieiT Bol
whg MR e] s ugol Al TeElo] 9ok stejek hRolA gl Ao
2 ojof sk Ajolzi o 87151 HA) SkkThL B Aoltt, (3) SR
wreo] A7y BEIES the wee] Ay Be|ET cha ) etk 9

a9, B T4 7l H 92 fE NARE 7S HaL Ziof 29t
© S Heloll et ol =Estaral HjE Al i (seriously contemplate
moving from a broad range to a narrow range)s}t32 Aolgt= o2 AlGF
AL BASI= Aol Blygshz| = o]Folt}, o] Synthon's Patent [2006] RPC
10 Ao Yepd Ao Pdat meHr, shevid ®l9l(narrower range)=
7H/\131] O}OU"’—, AR AN gre] ZHAIE Bh 0“'/}“4 skeI7lE ®floll &=
3= ksl x| AE Qich AditgS AA|sl= 27 R o

%a*—aw HAS G2 el F o el gadel 3

ml

194) a) The term “available™ goes beyond the strict literal meaning and includes what is implicit as well; b) On the
other hand, matter may be contained in a document but so submerged in it as not to be available (compare Dr.
Reddy’s Laboratories v Eli Lily and Company [2009] EWCA 1362); ¢) Novelty in the case of overlapping ranges
is no different from novelty in other circumstances. EPO Board of Appeal, 1991. 9, 10, T666/89 A2 A (E 1A
95tH),

17
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0z

e,
TR TE66/89 A Bekv|Ee] B ol8E AET R glo], A
S (rkE 2L S0s0] SRS A S QU] o o] A S8y
o] 20~33%2Hs W7k Ao} GIEks AL ol Gtk Uolrk S0s9] 5
o Tfst o d Z1A} Gl 1 o] F GAHOR 1~99%E Jnjstrta 3
S glrh, mebd B T Aol AR o

> ARG e L BIA QR R 32 (2731),

{4

o
o

v > =4
1. gt M TETIE

EU2 55 A3z Al1FelA Ty At 842 skl vk

o
o
N
o
ol
o
)
rit
PO
flo
it
2
fru
o
op
ol
o

Q

@
B
53
K
e
i)
Jo
B
1o
o
N
g2,
rr
4
41
i)
H1
el
it
1
s
_QL
2
el
:?i:
et
4
X2

195) Patentgesetz § 3(1) Eine Erfindung gilt als neu, wenn sie nicht zum Stand der Technik gehort, Der Stand der
Technik umfa Bt alle Kenntnisse, die vor dem flir den Zeitrang der Anmeldung ma B geblichen Tag durch
schriftliche oder miindliche Beschreibung, durch Benutzung oder in sonstiger Weise der Offentlichkeit
zuganglich gemacht worden sind,
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= Abelol AATHE §) QAL FET Aow Hrp 19

%91 o4 EPOS whe} AlHA RA2A7E B Aol A A 2 Ax e
AL WE 53 AL 273 Atk 0] Wgls FH 7)) SehE A ok
o) WA Ho® AEe] A grlehe AuvIES Ha BAke &N 71EA
e ulgom ofF A7) i) WhEAl Bagh yigoleh WA 714 At
37 AN A0 Holof Gtk 190 et ofelst WAIA T QR A At
FET AR FAE ACE B S gl 9

EF AW SE T AR NRDE FEsoloF 1 ylgo] AAE Aom B
S olet, Aa7leol SgkEe) PaAlE 2Eue] ZIAEle] ek sEekE, of
£ g 540 71447 1 RSl F1eAAe Hetels Ry FuEd
52 Qg 4 girhy S sherge] AavIgel AAHTk B 4 gl Aolth

ES
M (comprehensive search)& Ao A& = Q= A= 7|&id4 ol

Aeprge a7 A9 9o My F2 U9l et g sgstel A
shi ‘shefule A A9 o SRR IR 0RRE o Seks 2
2 gy om PR Shck 200 shebu]e o] A
AE He wele) stetnlgel ojste] To Lahs mE W9
| AoR gk Folo] Aey WAk A e

Folzk & 4= e shekEe] Adudygol dsiMe w o ARl Fefuiet ek

196) Think IP Strategy, edited by Duncan Bucknel, “Pharmaceutical, Biotechnology, and Chemical Inventions”, \Vol. |,
Oxford University Press (2011), 602—603.

197) Think IP Strategy(Z3= 196), 604.

198) Think IP Strategy(Z= 196), 604 (BGH GRUR 95, 330 — Elekirische Steckverbindung AtZd 1),

199) Think IP Strategy(Z 196), 604.

200) Think [P Strategy(Z* 196), 268.
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E912 200897 A e] A4 W] glof EPO Huluts o2
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ek o] Aol A A AL, AWl 2,0000] A2 ol

AL

A
ukalo] BAE A AR BALY J1EAte o] &3k 5 S9k

= -
SFES A AN 5 US Holekn wop AP BT AYEIWY A

ut

BGH, X ZB 18/86, Urteil v. 26. Jan. 1988 (Z222)
(A2 7s]

of AR AT g2 3—yolEotn|m—T-tjHl o] e EF 2 ghof] High Zlo]
AL, A2 WA A4 HE2 9 skl A, AlY TS AR HA
Ao A 2PHA| =AY E] T F-Leof High Aot

AEE 2 AR A9t Aet SFest oieke, I Ak 3 ol
7o StEs T otUE AR Edeke AR SARA o sigRttt

201) BIE+H(F 6), 313-314; Jochen Ehlers et al., “Selection Inventions — the Inventive Step Requirement, Other
Patentability Criteria and Scope of Protection (Germany)”, AIPPI (2009).
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-Hr susigEe A= 4+ 9
A sh7|3telo} 3 vk Slwsteka

a3the 3-tjojdou] 7t dolu| =B 0 gke Mol YAAS
WS At @ o Agdeln BAH 0w FAHE BAR Mo} 1
Aol HA Tk Hotof S,

2} ] 20084 LebA WA AN el SHERL ule ofgi wES
t} Elektrische Steckverbindung THAo A AW Aty o] 8o
2 NAAFE B oty S 71 At T A Aol AT AsA o= gjold
o8 Holz Y7 E 2edRtthal shdlth, At det GOl 271 s W
o] IFHet 7wA 27, & T4 7IeAt &R o RmRE o5t ==Y
RAY BAH R 7] E A Fdtt stElete YAIAR] ZIAAR S Vs e R &
A3t avE A sjdrder g 2T o+ e AR AdEdS F5ke] i
AlE ekl & Zlolt), R T/ ZIsAE AskA] okt st =Rl A
A W] whef oj= A= WEI&oA FA] A sl H=o] Mol sfigste] H
U2 ofg]s glo] 2T o e AR ES JHAIH §lof 223he o= HT

202) BGH, X ZB 15/93, Beschluss v. 17. Jan. 1995 (Elektrische Steckverbindung).
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BGH, X ZB 15/93, Beschluss v. 17. Jan. 1995 (X7| Z2{1)

[AH9] 78]
A7) &1 dAHe] Bk Ssjdyge] tisto] oA AR} A7 E| A} £
HA= T}\]X‘]k] 9 BAYAE AEste] 555 Wolstarat shqict, AU-EsH
I S5)7F fasithal Btttk A A o] o
2 A7 19 SY9dyy Ay ApdA At (fotografischer
Neuheitsbegriff) 2] o4 FYUsA] gFovt B9 7leA= 714 124l §l
ok 11 HEAAT o) 7| xste] Aoty AU YEE =F
o o= ok, g ol &gk JhAol FsE7A]l EIFE=A] o Fof tiste], A
53|92 EPOA R oll= Al T Al tsa2 Letiido] HA] geths 5
o] o, THAIE BAA iAol stE JHdo] ol B R FUHER HHE=
= S SAIRAR] A Ak ghtal Btttk 58 HAE A1 Aol &
A= 53871 Q1A EofoF ghrfal FARhc

[ e
AT T A FE o8 Fs S ERlEA o) Be RS B4
F1&le] tHEe] a1, ole] tiat AMES E el Teteli 957} girt,
Al o] oat AAHOlo] Tk Al W AR A Thhy] 2 7he] 713k
op ghelo] Qlek, Aol ojste] AlitAle] RAEE WS AUAA WA & 4
& A4 ke 283 W97 ur) oherh E& ATHA Tl v]she] HmA

Lo

Thohe ZH Wb Rk 208 WK o AFA R o] glo] W &
WEy aTetha 2 4 gl

A B2 el thekst At i, daEso st Aze
59 FERS THY RE HEWIIL A E 0] AFAe] FAHRHE Ash
AT B AR B, Feadol e SHHEW Bee nEsh] ¥ 91d
o] glof AT ek, ks A 7lext ARBHORE A4 2
I 4 AL, BAEA R SR FAG ANE A ST
2 44 AT 4 U AR Aol AURTHT B o]t
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A BEY| RS FRES] WAk BAS @i Folof gt Belxom
AAE ARG B AR} U] gEleks B4 7]EArt I AEA A 1ol
E3abe AASH: B glo] AEaAL Ebasitky Beke o R WEe )
S 83HH) oFe BE ARgo] 11 B3] o3 Aol EFE, ot B4
o 71427k whol AR|ETE 7 AA] o] e drgo] 2o A U )
2 ofelg glo] 2B 4 G, 3 AshA ekt stelekE AR wetol ket
ool A B Qs AEo] W Ee EREh 3 Aol Ba AT 7|4
ofoll Al & QoA RIS GA] A oY W EOR Ablol i mEShY, )
AJElo] AliHAe] EAEE Aol EHcka Holof & Zoltt, o]eh o] £l
A ANE P W9 AAE A AL FRES Yo Dol

iy

Hv o ==
Zo1 AF4F o et AWESH YU, APLE-S o1 Ao A==
W18 4R AT FBEATS Lo, Ao AR

ol Eel1 daxe oY Aol
3

wetA] ZF 0.2 T4 Elektrische Steckverbindung (A7) &811) #2423 ¢
sto] Hid, Adsdof ZfAE AHbAS 2 549 7leAe Lo 2= B St
e SEs AT 4 S ZolER ke shtE A = ARty ol &)
MATE et B o] At Aol doleta & 4= QIQIHE. 209 -], o] %

203) Think IP Strategy(Z= 196), 268; 606.
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Schmierfettzusammensetzung (25 2AE) T2 oA AYHAL Ay
o] A o AH|Eg= dRE T)Ajjof ot B 72 EAE o AHIETE AHAIE A
& oheia sgie.

BGH, X ZR 168/96, Urteil v. 30. Sep. 1999 (2&8 XME)

REDE T
o%]’% A=l et 98] S5 she] 7]f(base oil) A st =
429] 7—Cis—¥7}=(alkanol)S 714 Egjdll 8] EANtrimellitic acid) = ¥
E“‘i_‘ﬂléﬁ(pyromelhtlc acid) 9] A AHZE, E9-go} sgHEe| 7|vlels W
Hl& 9] shutol S84 9 SA42¢l 7@7]‘€i o|FolA U}, U 53] A
AHEA] Yol A 7IAIF o2 Aol FEsolA 253 A7l g4 180%
7M1 225 AY F e &85 2AES ATT 5 U 7IRE ARE E
YU EAHL, 2, 4-HIA-E 8 7}EA]AF (1,2,4—benzene—tricarboxylic acid),
%Y (Honigsaure)} ¥ mZWlg]EAH1,2 4, 5—HA-H EZZHEAIAL (1,2,4,5—
benzene—tetracarboxylic acid)}2] AHZELS sl = B9 f X}/\ﬂ 3]
FoE WhEE(EaE)S 7Hl dudE A9 v =l gttt o
el A WRFSe, & shubel WAl Areof AdtEs I Fatol Al 7H(E31““‘1]
EAD 9 Y Jf(e = E4H S 7HEAI7] (—~COOH) 7} F-2FE T,

Ane TEEGIES| 9} 16755 U EA371E U 4425 US AR S
ol FEE oo} rta FATIAL FUL2EUL B LY FEY B
PGS 7R S e )R Eej9dols %—@Xﬂi shzd) 7]t 825
4B 9 1 AR dE Aolth, 5UNE UL WA T2 E A Alo] 2
H=o I FEA Q] AR D o] F makshe 2EA sﬂwﬁm of 7)ol @
& WREE kA oA 2ot dFEle] Gl ol WS tirtEEA
AL, ERFFEEAAL B gt R ALY o 2E 20l SRES WASL

WeEA B v 2wl EAY o AH 2 ohd), thil EejdeE
QU GBAR AFHE, of7]A o 2g| sk 3-2079), vt
—14709] ErAYAFY] 13} Bl 93} 17} AR TS Eaf o]
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g}, 7l 7t EA o AE 20} B3] xehibtol 89 (dioctyl phthalate)
o Q1FEo] QIr}, olo] met ol EawelEAt B T zHe]EAe] o AH 27}
Lol o A 2718 2] okt FEEIGTSEE ole} SRl

Rig=ERl]

A7G 1S HAgel] ofste] AlFAe] FAEX gt EejuEa £l
QEW‘E]E/}_PQJ oﬂa—:ﬂgg} 7% 10 71" R FHAR o] R0l £8H
E

lfl__l-

7= 3}‘% —E—FJ”&!E] A e T 2HP EAR o| A EE H/\]OW o, 7]Tr§
ZWAISEAL STk, olef o] Udkz|Ql

AT T 7IeAs 2 ujofl S &
‘SJ OﬂiEﬂEW}X] :&0‘5101 ATt AzFsiA] Jrek ZoltH(EPO T12/90; BGH, X
7B 18/86). WAA 71A7} 9lojokat 7}1/\]5]311:}51 3 2= 9l AL ofUL}, Ao
= S 7IsArE 79 AA S wl A dAIskAL HE&ol A sl 7]
3 7 ¢A 2 W-8to] a3t nhar & 4 QITH(BGH, X ZB 15/93).
S5U3TIEYS v =rt2 A ol 2E 2ot T FEA1S] YAEAE

1 0%
Egoh @Bl e 21208, the ekl Eelue B4 o AHEE Au
o) SRR AT, Lok FHASH ARl FAol 3B U TS
ANSHH, o170 EeldeEA Bl v W e SAL of Ae| 2 LA o
o B3 FHAR Belodopt BAH O AFE W FHY 7|EA o]z R

S A SUAS AT - 9 A0k ZATISAE =or
3.0

m{m {m 2ol o g0 K

Al o}t ﬁOI OM E}.
TEE80153] B 167535 ERHe|EAT Bl v RHlE|EAT o AH| 2T} &5}
= AXEH RS Al o ng Sy o] At BASATE E 4 el
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7120 ER o WA WS et 54k |EAks Aguyel AHez 7|4
Ho] QA YHElE o] Hlgo R ojgg glo] o] xH 9 Eel S
S 7 4 A Zoleta Hol AlgpAo] RAgwErka shgih ey ol
Qe thed] Aukalo] Aryo] A Eo] kil sto] T3 s el Al
o] BAREE AL ofyi, sig B5HEo] ‘FHHo|m YejH o AAE] 9]
char g gk Aol sl gz AAEo] A, B4 7)EA) 1 8
ol FE3 gk PushA| AASHAL QlEA] 52 B wetejof dhrial Hekth

BGH, X ZR 89/07, Urteil v. 16, Dez. 2008 (S2tX}El)

REER EAD
53 Eli Lillyt 2240 5319 SaSsaelt SFAlelA Saluue

Se E5]0] A4 2 RmAo] RyElo] Ba s wojof Gtk shgirt,
EEEE
ATFA TR A4S AT B 71847t def) ekt 7] eAkakS of g
A sporst X7t 7)o Hek ol ALY 7|44 71E0R stof AyE
7]

o 2E Aol ASH 02 Tk 4 3l U] Holof Tl 29 of7[o
£ e A AR S BAHoR ARl el Zgel s
£ ESRsuele] Z3EE o] AT AT X

=

et
WAHom A Abte matste] Malumel 7eAlge stolgths A

rlo

204) EalUHO| LIE0| A= DI=(EN Lily) ! E=HDr. Reddy) CHE At &=,

205) “In der Rechtsprechung des Senats und der Beschwerdekammern des Europzgischen Patentamts wird dies
auch dahin ausgedriickt, dass ma B geblich ist, was aus fachmannischer Sicht einer Schrift 'unmittelbar und
eindeutig’ zu entnehmen ist.” para. 25.
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7le/ Al BFg e 2 7 WE-S " HS 5k Ao| oyl A ol e = A
F Aol ek Aol F-de] ZIAW-E= g5ke] siAE o lEA] o F
of tj3}Fe] Elektrische Steckverbindung (A7) Z271) HAL EAL9] 7|<A7}
17 7AE AeHA YASHA] il MBS0 2= uhA] I A E W

I} o] 9l (read along) Zlolzt AZ4E= Af-out =4d ofn= 4T +

otk sheich o] BhehE walo] M et AT SN sl AXHY
LA o 22 ghegol glo] B4l 71eAt AWYES Bl Y SRS §
of5H & 4 Y2 FAA7} 71Zo] Hrh

% 2 g
o Welg Bt PASksAT SeE B o)F BRo U A7) Zel1 Ble]
7 ojuji 27 4R, S BEL gAHeR 5 o] EPO A
At YL FAT T2 WAR BrHET Uk 20D o] F Wajol Y UA|Y H3ad

206) “Dazu bedarf es Angaben, die den Fachmann ohne weiteres in die Lage versetzen, die eben diese
chemische Verbindung betreffende Erfindung auszuftihren, d.h. den betreffenden Stoff in die Hand zu
bekommen.” para. 27.

207) SR HHZ Qs SR TZ0| HI[E A2 ofi, SR TEQ Qo7 XUxIA Mz
SHAIE|O] RITH= Zdoii2= Think IP Strategy(F 196), 268-269, 606 &=E. XAl=, 2Rzt IE2 Afxo=z
F0I2 Elekirische Steckverbindung (T17|122171) £ZES XL L2IEI5H04 siAGIHAM 87 XILRIZ Hast
AT XML, HEEFEO] Ay BEHIIE2 JALHOM LS SUHEZM O LiRtAlof
Zelel= SIfE0] S49f ZIaXioldl o187 s(available)gt QUK OfFQlH| ALY STAHE HZ
O[22 S22 TWES =1 s 0|1, T SeAHH HES Sdff 741K T A0 sFgk=0f oiet
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BGH, Xa ZR 130/07, Urteil v. 10. Sep. 2009 (S—A|Et= =2t
[AFA 9] 78]

o] A E5|EE HAstol Al SAFR I YTt Ao, Ao
= 1 AR AR BEEARA s E%Ol olu] 4]
ol et AUSAYE Sl

[HZ2axA]

o] Ao A= epAlu| Aol ThEt A
wolle E-takal o] & Aof digh &
7} o] = Qe

Algtdo] FAE T st H AL 7|EAE V2R sto] Add7|se] §3
2y o) 7]%*}5“’] AR Aol YojH o ‘/}F/Wr UTtL £ 4= Qlofof gt} o
= A7EE 2 549 71t ol glo] S-S AAE 4= QlojoF 7
£ ougitt, o] Abxlol A 7]l pAu|AIl AlgRELgo] AAIE L, AlE
g2agto] 2719] o] HAE 7HIth= A o] 7H*lﬂ°1 Ut steete, 1 AAR
ZF ol dAA o Aol AAENTL & = qli, §¥EA 1 /jEs
(individualization)oll gt 7] 44 7}4] bPEHJ_r Aoz A4 QOME sio}, 19d §
o] 717t AU A AR S B AgR g oa e S-AlgREY

— T —

o Asurgol 1 ol AR o ZA7H ekt o)
ol

g
wrgo] ATHA 71ES A 4 e

JHEA JIX Gl0] Hhees| UHHAlS] Aojttoz= T SipfE0] 49l 7|EXt0l7 0l&7set A= otletn
BMBIHCH - However, this restrictive understanding of the Fluoran decision was also due to another
decision which was certainly widely misunderstood and over—generalized--", “--- In essence, the Federal Court
of Justice still adheres to the principles of its Fluoran decision — the pivotal question is: Does a generic formula
of the prior art makes a specific compound falling under that formula available to the skilled person? However
the Federal Court of Justice also made clear that the mere disclosure of a general formula without further
individualizing the specific compound would usually not make available that compound to the skilled person”).
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2 Bejste] Mol 1o glo] ol Wz ueht gicka ¥ S gick
2 S-ASREYE AAFHE ST B et AAR HasEs
AR AolBE, Ha7|e] ofste] S—Ag R AFAe] FAHEt &
gick

4> b my

SdAH d 8 S-AlgRZE W] disiA, At o] S-AlgR s o
Zof|lA, AlFRzF o] FAR g oA 270E THAI= Alo] gt ol 4l

T TAEA R A AR Eete] Belrt Ault ofele F1e1A Basky] S1s) o
i AEEHAA, B /1EAt TleAtAle] 2t B SRS EEehe
2 of el exlol ket A4 1S AR Glol,

AR e Al A7 RS TRIRORA Al AR Be)Re] tha §
Ak £ 87} 9le 209

>

-

208) Ol =M 0j=9] A% MAUTOI| 2MOIRZE JHAIED AHS Ol&GERIE Ateded JHAIE o 2
AHEE ol 4301 et &2lM 7|chivt gl 227t Ethkes 0|1R2 STE dh b=l It
T TEHEA A AT FIEY TEHEA A J301 tiet 22X TItiVisd 7F 20| 2ssittn
Ol= STAHH EAMC] =Y AUCHEI RO yut CiA tixMo=z HOICh= Z0|Ch E5t 0[2F 2
HE2 OFR| Al JEYIE0| T8y BHEHY|IE02te O ZEQer M2 &0 Zotk= AXME =t
MBICE Hyewon Ahn, “Patentability of Chemical Selection Inventions: the Olanzapine and Escitalopram
Decisions”, MIPLC Studies, Vol. 12 (2011), 44—45 (“In the U.S., prima facie obviousness established based on
the prior art disclosure of racemates and de facto disclosure of the enantiomer itself was rebutted based on no
reasonable expectation of success and the difficulty of separation. It may be difficult to differentiate between a
skilled person not being able to obtain the claimed invention within the context of anticipation from there being
no expectation of success to separate within the context of nonobviousness, This in turn tells us that the courts
possibly do not clearly distinguish between the novelty and the nonobviousness requirements, which is
contrary to what the German Federal Court of Justice has postulated, It seems at least that the same test is
repeated in both steps, or that both steps are determined by a single test for the assessment of patentability.
Can it therefore be said that the test for novelty is placed in the broader context of the test for ‘inventive
step?”).

roh
0z r& o

HE ru 4> > no 0H1
o
El

130



Patent Court of Korea
International IP Law Research Center

V> =2
1, Lt M T |1E
U E3|HH-2 AlqtAof Halto] A29x A1go| A A5kl it
E5{H H|20%209)
O AFGA; o] 871 S 3t A= oh39] WS Al e]star 1 Hhrg o] tfslo
E5E v 4= QU
S5 do dE I E= QoA FA(LAR) 3] Lzl Hhy
2. 55l Aof| & Y = oA FA3s] AAE Wy
3. 55l Ao d& IqY E= oA iz E 7H=of /HAIE U = A
718418 S §3to] 350 o8 s sk H i

200) fik (BA=THEEREE _+—5) ETh% EELFRAITZENTEERMELLEIG. X
(TS 25BERE. ZOEBPICOVTETE2ZIT2ENTES.
— BHFHERICAAEAXIIINEICHEOTARMS NT-3H
Z FHERENCEAEAXIEICHEO T ARERmE S NIFH
= %E‘F-‘:HJRE?G(C BAEAXFSIEICHEN T BHSN/TITICRE S N-RAXIERBERGZ
AU TARICFIHATREE R D73
HAR XA AARMEEAME ] U2 Eo{B(KRE) HA=ZS &L HAX MAHMEEAME, U=
E3{ (2020. 9. 4.) htips://world.moleg.go.kr/web/wili/igsinfoReadPage. do;jsessionid =HDPzEI3vOxa84yCyxUB
DBNSjUSBASTAIXpkX4AJNWR2Ja60r0acdTaCEDai78cly.eduweb_serviet engine6?searchPageRowCnt=108A=A
&AST_SEQ=2601&searchType=all&searchNinl=JP&searchNinICIs=1&CTS _SEQ=2931&pagelndex=2&ETC=18&se
archly=48&.

210) Y2 E51E, ESMAPIE, MIIE M2E M3E 3,

211) HEEMYOUME ESI-EARA BHY)(F ) 103; THMEZ (Z&A 9| 401 #HHA) EF{o| X|Al 0|21}
AIS(HISE), oflo]H0|C|XIR17]E] (2011), 158-159,
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244) QINIE|QIIGHS Al A)(Z= 241), 305; ZEF(F 243), 132133,

245) = ZI7IX|AIMEZ, Guidelines on Examination (2010) 114, 4.3 (“An invention by selection refers to an
invention made by selecting for purpose a smaller range of options or individual option not mentioned in the

prior art from a larger range of options disclosed in the prior art (a selection invention)”).
246) Longbu Zhang(3= 40),
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MR 71 S o] SR, BARA(FRA), B - Sfeby shebule B 9
28 EYI AE Y] HaSHA Lhehifof gt 249

Term and Generic (Upper Level) Term} olAl=, A3iE3lo] 5171
7A@ F2) I ANEEl S50 it Yyl AlqtAde B4
qHell: Asdrygof R E 0] JjAIE o] Qlal Faydy
sh'g&oR dJ 210 A4 AgEdo] Fe'R H &
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247) The selection inventions may be sorted by the following two types:
1) Selection inventions by choosing a range of dimensions, parameter and component etc.

Example 1. A composition Y with improved thermal stability, characterized by the use of a specified minimum
content of a component X in the composition V.

Example 2: A method for quickly and softly cooking eggs, characterized by keeping the temperature of water
containing said eggs at 60-80 degrees Celsius.

2) Selection inventions by choosing among a number of known possibilities of a feature.

Example 1: Prior Art: A table consisting of a board, and four metal legs connected with said board by
connecting members, Selection Invention: A foldable table consisting of a board, and four metal
legs connected with said board by hinges.

Example 2: Prior Art: A composition comprising active component A and any one auxiliary material of class
C. Selection Invention: A high—effective composition comprising active component A and the
auxiliary materials b and ¢ of class C.

Longbu Zhang(Z 40).

248) &=+ 7 [X|AINFHSE Guidelines on Examination (2010) 110, 5.
249) HE=3(F= 243), 264265 Fx,
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255) EHR(ZF 9), 122
256) BHZRH(ZE 9), 122
257) Bernd Hansen & Fritioff Hirsch, “Protecting Inventions in Chemistry”, Wiley—VCH (1997), 141
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258) EPO, Case Law of the Boards of Appeal, 4.1 General rules of interpretation (EPO Boards of Appeal, 2015, 9. 21.
T2201/10 A& Q1) https://www.epo.org/law—practice/legal—texts/ntml/caselaw/2016/e/clr_i_c_4_1.him.

259) O[S, “AdEfEigof AlA ol XN T 7|F"(F 25), 184185,

260) Z4Z “MEHEIHO| ESQAESFY 2007, 11. 9. 11 2007512285 TH)", Law & Technology MI3H 6%,
MStHalm 7=t (2007), 139,

154



Patent Court of Korea
International IP Law Research Center

2. 7HIX JHAol sHESH=X] o2
PARESESESISIEN
Qgugt Y-S 2009, 10, 15, A3 20083736, 743(H3) A4 “A3Y
T A9 et azio] AL d R ZIAElo] Qlar 9 Aol 23]
SHINETS AL F9 AR E= AR 2 sl o] Enp Aeuiyg o] A4
SHIHES FAIA o= Ah

AlBHaL Rlofof skaL, ool A Ee 71T e Aedgol digt 2

¢
O

2l
Q1 7147k £ASHE AS QoE 1 Wge] SaHs s|&HoklA] BAe) XA
L EL BT R R ER L I EC RS LT
H ARAoR duuye] E42 AT & gt A9E ZFHL T Bt
cI9F 2 A Aol /s o) MO A Y S St A

| &
o] = ol Y 71%X = %%J.MQJ @xw»ﬂ 7158 of olgg §lo] 229
=08 GaE ] EAE HA AAE 4= ek A Bttt
iR e 2013, 4. 25, A3 201152985 A (7G4 FARAAE)A, B84
SHA 104 R $2ax0lH, 3 < a (6°]1L, a + b = 6°|thE EA|H= o33
glo|E 3lgtES Zatote FAdol diste] Agtyo] Aol gt 7]of ol
Exs} o|3 4TS 7= T SAFES TRAIE 4 Ak 7= o] glat, vt
# d=2 B Well Ul ol4e] (Wehotade ol x5 7H stas
7] I 5 2R Well 370 o142l (MleheradeolE 25 7= SRtEs
o] d2A Ygdstar Q= 6709 tetEat I ABAIRES ¢ aft b 241& WS}
= Ao, Aol YgAKol 1 up AR ARgHlE 9 7R Qg a vkt
A FAHORZ 7| E ] Utk A Foll HlFo] AxF l4o] Thssirhal HkTt,
E3¥Y 2007, 11, 9. A1 200732285 TA (As}d 4 AlElobA] AA)S, &

155




MeEo| 215t B mHE o7 R Aet

Comparative Research on Selection Inventions

0
o
Jm

m [
08
1o
>

‘I‘_‘L)d

Qo] shglRo] AWAEO] HS uletA e satEe nhaa FAloz HH
o1, olof) S sHe BaHE] A4 oF 30~400] Aol AU b= A, oF
shatEo] SEAI A, YUY SRS Az §F FUBLE BT By
o) 71&A7 o5 AsstAL 3] AET 4= Qi B AL voR 4

% Ql4jo] FhsalehaL it

Lt QAT JHA] = LHRHES FHAJE)

Hl=2 YA 7§ Al (inherent disclosure) o5l whah AlvHAdS wetstal, 49l
Aol algsts AdyS 2 344 7Isx7E 1 skeiEE SAHoE A
(at once envisage)e AZebd WAA 7HAI7F Q1A= o] sk97Rd el thgh e

o AlgtAlo] BA=ECa HE} In re Petering H4262)0) 4] CAFCE ofo
AR FEAOf digh Aol dwkAlul viAgk R7|eF 871A] 4 o
ARl tigtk 71 A 7F vebuh A A A 7R e Qlo] o] & Fgh

= WA 7L k9PN EetEe] UEH AAYE S QAT = A9

t} In re Schaumann TZ2263)% 4

e
o
dhrow

>i<>Hﬂ

o

I

=
4Pk o a2 o

o 4

[0

=

ik

ol

1o

7

=

T

O

ol

©

(n

e

>

= N

£115

© N
B H

filo
o

261) USPTO, MPEP § 2112 (“The express, implicit, and inherent disclosures of a prior art reference may be relied
upon in the rejection of claims under 35 U.S.C. §§ 102 or 103.7); Rowe v. Dror, 112 F.3d 473, 478 (Fed. Cir. 1997)
(“A prior art reference anticipates a claim only if the reference discloses, either expressly or inherently, every
limitation of the claim”).

262) In re Petering, 301 F.2d 676 (C.C.P.A. 1962).

263) In re Schaumann, 572 F.2d 312 (C.CP.A. 1978).

264) Eli Lily and Co. v. Zenith Goldiine Pharmaceuticals, Inc., 471 F.3d 1369 (Fed. Cir. 2006).
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265) Sanofi-Synthelabo v. Apotex, Inc., 550 F.3d 1075 (Fed. Cir. 2008).
266) Forest Laboratories, Inc. v. vax Pharmaceuticals, Inc., 438 F. Supp. 2d 479 (D. Del. 2006).

267) Alexander Harguth & Steven Carlson, “Patents in Germany and Europe: Procurement, Enforcement, and
Defense — an International Handobook”, Wolters Kluwer Law & Business (2011), 66.

268) EPO, Guidelines for Examination in the EPO, G-V, 8.
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269) UK Intellectual Property Office, Manual of Patent Practice, § 2.07("... For example the disclosure of a control
arrangement for the cooling system of an internal combustion engine might not refer to the presence of a
radiator or other heat exchanger in the system, but it is common knowledge that there would necessarily be
one and so its presence is implied. Floyd J confirmed in H. Lundbeck A/S v Norpharma SpA [2011] EWHC 907
(Pat), [2011] RPC 23 that prior disclosure includes implicit disclosures. On the other hand, he held that matter
may be contained in a prior art document but so submerged in it as to not form a disclosure (i.e. if special
knowledge is required for the matter to be understood, such that it would not be understood by a skilled
person utilising their common general knowledge”).

270) Dr. Reddy's Laboratories (UK) Ltd v Eli Lilly & Co Ltd [2009] EWCA 1362.

271) BGH, Urteil vom 16. 12, 2008 — X ZR 89/07 (S2tAH),

272) Y2 E51, EIAIZIE, AR M2E XMIZE 3.1.1(1).

273) XERHAMTTSTHEA 2014, 9, 25, TA[HA 25W(177r) MI03AS)REA SZE17)).
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TH(natural result flowing from)= WAZ S Z WA EQtH= Aolt}, HbH
Ortho—McNeil HA200| A= LEZAAIS TS off AfolA ZAZO=E &
HEZAM0] A= Aol FHEA ghokth, 3 Pernix ARl A Ay
O|ER = HEELO|EE AMESte e AAl = 7IAE oAb 28
JE=ol tigh Zolgledl, 1 TS Be o skt & ¢ QS Ak
WL BR CAFCE S3d9e] sl 3le 45 Be So5 1ol &l

A solEznES Foltithe s19 el Aauge] BaK o Ause 9lA)

EPO AJZHIS T666/89 (M3 2A12) 422004 ‘Hauge] 744 Ei B
AF oz 7]AH HAL SASHEE ) 1 AvkEA B2 0.2 (inevitably) A4

274) In re Oelrich, 666 F.2d 578, 581-82 (C.C.P.A. 1981) (“To establish inherency, the exirinsic evidence ‘must make
clear that the missing descriptive matter is necessarily present in the thing described in the reference, and that
it would be so recognized by persons of ordinary skill. Inherency, however, may not be established by
probabilities or possibiliies. The mere fact that a certain thing may result from a given set of circumstances is
not sufficient™),

275) Schering Corp. v. Geneva Pharmaceuticals, 339 F.3d 1373 (Fed. Cir. 2003).

276) Ortho—McNeil Pharmaceutical, Inc. v. Mylan Laboratoreis, Inc., 348 F. Supp. 2d 713 (N.D. W.Va, 2004).

277) Pernix Ireland Pain DAC v. Alvogen Malta Operations Lid,, 323 F. Supp. 3d 566 (D. Del. 2018)(affrmed by
Persion Pharmaceuticals LLC v. Alvogen Malta Operations Lid., 945 F.3d 1184 (Fed. Cir. 2019)).

278) EPO Board of Appeal, 1991, 9. 10. T666/89 AZ.
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52 Synthon v Smithkline W24, TEAE sledmylo] o] ot
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i =
of, E3F S5 AR WL Ay S AABEY S o 99% ol B At
2"t ‘DAH O F (inevitably) 1 ZAIE E&30] At Q= Aog Rt

279) EPO, Guidelines for Examination in the EPO, Part G, Chapter VI-6 (2017. 11.).

In the case of a prior—art document, the lack of novelty may be apparent from what is explicilly stated in the
document itself. Alternatively, it may be implicit in the sense that, in carrying out the teaching of the prior—art
document, the skilled person would inevitably arrive at a result faling within the terms of the claim. An objection
of lack of novelty of this kind is raised by the examiner only where there can be no reasonable doubt as to the
practical effect of the prior teaching (for a second non—medical use, however, see G-V, 7).

280) EPO Board of Appeal, 1982. 9. 2. T12/81 Al Z.

281) Synthon BV v. SmithKline Beecham PIc’s Patent [2006] RPC 10.

282) UK Intellectual Property Office, Manual of Patent Practice, § 2.03.1 (“The Court of Appeal applied this test in
Glaverbel SA v British Coal Corporation [1995] RPC 255 where it was also held that it is not necessary for the
prior art to be equal in practical utiity or to disclose the same invention in all respects as the patent in suit, The
Patents Court considered the requirement for the prior art ‘inevitably” to result in a novelty—destroying disclosure
in Kirin—Amgen Inc. v Roche Diagnostics GmbH [2002] RPC 1. It was held that ‘the law of patents is ulimately
concerned with practicality’, and so a prior art experiment which, when performed, reliably produced a
particular result ‘more than 99 percent of the occasions on which it is conducted” would be regarded for the
purposes of disclosure as ‘inevitably” leading to the result in question”).
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283) ZLE=BH(Z 243), 266.
284) R ISIHEA 1963, 10, 31. THZ[AS} 34W(174) M135].
285) R|IEIHA TS IHEA 2014, 9, 25, T 25L(174) 103245 ].

161




AMEREEHO|| 25 Hl A A HI3F MEfLHO| A
Comparative Research on Selection Inventions

0z

L8 Synthon v Smithkline Beecham #+Z2286)0| 4] House of Lordse=, &%

1‘1,]—
L dUALE S sk v S SRR R PMSE HAISHL AAjolo] PMS
94 H

= = =
Ao ZIAE S e el tiske, Aol 7iAled 3 AA

T gA o] o] TAao] A9deR 7|HE ol

3 2
o 9 A9 Aol ZakEl SedRe PAad Fol AR Ei
=

UFE Th=
ol2Hl Aedg o] AqtdE FAs] Aside Addye] AddEE 5=
SHANE S A 22 JHAISRAL Qlofof shaL, olofl= s VARt A¥Ed
off Adeidgol tiet A& 717 EAshe A5 ol 1 o] £k Vs
oA T A S TR A7 ARER Y 7AW 29 A9l TlerdA ol
7125k Aoz E AHom Auye] EAQE A4S = e ek

s7te] A Aak G aelstolor Geka A STk WA AAE A
mao] el WS o 5 YeletE s 7)ok B4 Flaxteta o
A1 714441 W] SIgFolekan gl 9lck 29 G Atlas Powder T2

286) Synthon BV v. Smithkline Beecham plc [2005] UKHL 59.

287) THEIR! 2000, 10, 15, A1 20085736, 743(:4 8 T2,

288) In re Paulsen, 30 F.3d 1475, 1480 (Fed. Cir. 1994)("[A] prior art reference must be ‘considered together with the
knowledge of one of ordinary skill in the pertinent art”). Mali7|z0f 2= MSAZATITF A5 MHEO UAS AHS
LTSI Y= 0lRE 849 7IEAUE O XAIZ 0|85t0] 7([XiE Afgdel SHs oE 4 U7| WRO0|c.
Rethinking Novelty in Patent Law, 60 Duke L.J. 919, 934 (2011).

289) Elan Pharm.,, Inc. v. Mayo Found. for Med. Educ. & Research, 304 F.3d 1221, 1229 (Fed. Cir.), reh'g en banc
granted, opinion vacated, 314 F.3d 1299 (Fed. Cir. 2002), and on reh'g en banc, 346 F.3d 1051 (Fed. Cir.
2003)(“The purpose of the rule of inherency is to accommodate common knowledge, knowledge that judges
might not know but that would be known to practitioners in the field. Finnigan Corp. v. Intl Trade Comm'n, 180
F.3d 1354, 1365, 51 U.S.P.Q.2d 1001, 1009 (Fed. Cir. 1999). On the law of anticipation, precedent has not
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improved on the words of Judge Learned Hand: No doctrine of the patent law is better established than that a
prior patent or other publication to be an anticipation must bear within its four corners adequate directions for
the practice of the patent invalidated, If the earlier disclosure offers no more than a starting point for further
experiments, if its teaching will sometimes succeed and sometimes fail, if it does not inform the art without more
how to practice the new invention, it has not correspondingly enriched the store of common knowledge, and it
is not an anticipation. Dewey & Almy Chemical Co. v. Mimex Co., 124 F.2d 986, 989 (2d Cir, 1942)").

290) Atlas Powder Co. V. Ireco, Inc., 190 F.3d 1342, 1347 (Fed. Cir. 1999)(“Inherency is not necessarily coterminous
with the knowledge of those of ordinary skill in the art, Artisans of ordinary skill may not recognize the inherent
characteristics or functioning of the prior art, However, the discovery of a previously unappreciated property of
a prior art composition, or of a scientific explanation for the prior art’s functioning, does not render the old
composition patentably new to the discoverer”).

291) -+ [Rleferences that have the same general features as the invention do not anticipate the invention, and one
skilled in the art cannot supply missing elements through his or her knowledge.”  Forest Laboratories, Inc. v.
Ivax Pharmaceuticals, Inc., 438 F. Supp. 2d 479, 485 (D. Del. 2006)(Scripps Clinic & Research Found. V.
Genentech, Inc., 927 F.2d 1565, 1576 (Fed. Cir, 1991)).”

292) UK Intellectual Property Office, Manual of Patent Practice, § 2.10.1
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293) UK Intellectual Property Office, Manual of Patent Practice, § 2.08 (“A prior disclosure must be construed as it
would have been understood by the skilled person at the date of the disclosure and not in light of the
subsequent patent (held by the House of Lords in SmithKline Beecham Plc 's (Par oxetine Methanesulfonate)
Patent [2006] RPC 10). A prior disclosure should be read in light of the common general knowledge of the
skilled person at the date of the disclosure. (This compares with the situation when determining obviousness,
where the common general knowledge should be determined at the priority date of the invention (see
paragraph 3.11). See Teva UK Limited & Anor v AstraZeneca AB [2014] EWHC 2873 (Pat)”).

294) BGH, Urteil vom 16, 12. 2008 — X ZR 89/07.

205) FFEFIT, it REATRBEEE, S H1= F162(2).

206) FERFIT, 45T - RAFTRBEDESE, BIF $£28 36 30.0.(1)b ('BEEL. HTHICRESNTVSEE
RURBHSNTVBICELOSEENSHEENTETEENTEEEATH O TE UTO() X ((i)
DBEF. ZOTTYICRBS NI Z DERBZE TS5|ARA) 352N TERL. (i) HORBITOL
T3 FUTHORER P ABOHERF ORFERHICEDVLT. YEENZOWEENZ ZENBEINT
BrUGE; (i) FEORBICONTIE. FITORERZ O RFEOL R ORATE#RICE DO T HEEN
ZOHFZRZFERTESZENWEEINTRUVEGE).
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97) HAt= - A, "M H%*DCE'EI Al MRl =o] JHAl 271 2 80[4A 2717, B& XIB66S (2012, 3), 244.

208) HHEEWYOUME ES{HEARA BT 2), 146,

299) In re Petering, 301 F.2d 676 (C.C.P.A. 1962).

300) In re Schaumann, 572 F.2d 312 (C.CP.A. 1978).

301) Impax Laboratories, Inc. v. Aventis Pharmaceuticals, Inc., 468 F.3d 1366 (Fed. Cir. 2006); 545 F.3d 1312 (Fed.
Cir, 2008).

302) Sanofi-Synthelabo v. Apotex, Inc., 550 F.3d 1075 (Fed. Cir. 2008).

303) Forest Laboratories, Inc. v. vax Pharmaceuticals, Inc., 438 F. Supp. 2d 479 (D. Del. 2006)(affrmed by 501 F.3d
1263 (Fed. Cir. 2007)).

304) UK Intellectual Property Office, Examining Patent Applications Relating to Chemical Inventions, § 20.

305) UK Intellectual Property Office, Examining Patent Applications Relating to Chemical Inventions, § 90("When a

claim comprises a Markush structure which is of overlapping scope to a Markush structure contained in the

prior art then it is Office practice, in contrast to that of the EPO, to object to the claim as lacking an inventive

step rather than novelty. ... [T]he strength of this objection will in part depend on matters such as the intended

use (whether explicitly mentioned in the claim being examined or not) and on the extent of the overlap. (For

example, do the two Markush structures share a common core or in the case of polymers do they share the
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same groups pendant from the polymer backbone). In situations where there is a clear, supported selection
invention ... then an obviousness objection need not be pursued).”

306) Z|10I2IHRA(2016) & =EITHE $£415. 2Ot XPMISH AFZ0!| thaiAs E1A 304 &=,

307) Sonderhoff & Einsel, “Interpreting Standards of Amendments to Markush Claims in Invalidation Proceedings
from the Perspective of a Retrial by the Supreme People’s Court of China”, News Update: China IP Newsletter,
https://se1910.com/wpdata/wp—content/uploads/2018/12/2018.11—-China—IP—Newsletter—E.pdf (2018, 11.).
Aol M= Bl 47+ 401 KILIX| IUCHHTF27EX|0111 24 H~0fl A B 4> Qli= MEIX|E 27EX]),

308) USPTO, MPEP § 2121.01 (A reference contains an ‘enabling disclosure’ if the public was in possession of the
claimed invention before the date of invention, Such possession is effected if one of ordinary skill in the art
could have combined the publication's description of the invention with his [or her] own knowledge to make
the claimed invention).
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309) HAtS - Alef2, “MERLHO| At Mal7|&0] JHAl @71 I 0[N Q71"(F 297), 227-228,

310) M2I(Z 60), 109.

311) Impax Laboratories, Inc. v. Aventis Pharmaceuticals, Inc., 468 F.3d 1366 (Fed. Cir, 2006); 545 F.3d 1312 (Fed. Cir.
2008).

312) Forest Laboratories, Inc. v. lvax Pharmaceuticals, Inc., 438 F. Supp. 2d 479 (D. Del. 2006)(affirmed by 501 F.3d
1263 (Fed. Cir. 2007)).
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318) EPO, Guidelines for Examination in the EPO, G—IV—2.

314) Asahi Kasei Kogyo KK's Application [1991] RPC 485,

315) Synthon BV v. SmithKline Beecham Pic’s Patent [2006] RPC 10.
316) BGH, Xa ZR 130/07, Urteil v. 10. Sep. 20009.
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317) In re Petering, 301 F.2d 676 (C.C.P.A 1962). 211 48H &=,
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E50 H103550)
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A S AU 01| Aolol FRFUY O AT wore] F4)
J\eAolA) 378 Wo] Awelse A
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SACEEA A, A7IIE HAEA ZSHATrE £t ol ofste] nj24
A 714 BA|, ARG A9 F 2244 AR E AESH] JEAE w
et Zo)t} 339 9] Graham Al WA 384 989 Aol A=A

FE #Wdshes b 2olal, Al484a S 234 AHAR e A4 A%
(secondary considerations or objective indicia)x= Y-3-2] AHAS FEFIE= o
2 4= Qle} 339 o|uf 2214 a1 AlRke] S Q. de] thske] Stratoflex THA340)0 A

© B 77 Sl o 23H4 LA HEEA] HEE o of sl MEA Tk

336) 35 US.C. § 103, A patent for a claimed invention may not be obtained, notwithstanding that the claimed
invention is not identically disclosed as set forth in section 102, if the differences between the claimed invention
and the prior art are such that the claimed invention as a whole would have been obvious before the effective
fling date of the claimed invention to a person having ordinary skill in the art to which the claimed invention
pertains. Patentability shall not be negated by the manner in which the invention was made.

337) Graham v. John Deere Co,, 383 U.S. 1(1966).

338) S5l @ AEAAS HPHTS|(F 1), 244,

339) Jonathan J. Darrow, the Patentability of Enantiomers: Implications for the Pharmaceutical Industry, Stanford
Technology Law Review, 2007 Stan. Tech. L. Rev. 2 (2007).

340) Stratoflex, Inc. v. Aeroguip Corp., 713 F.2d 1530, 1538—1539 (Fed. Cir. 1983)(“Thus evidence rising out of the
so—called ‘secondary considerations’ must always when present be considered en route to a determination of
obviousness. -+ Indeed, evidence of secondary considerations may often be the most probative and cogent
evidence in the record. It may often establish that an invention appearing to have been obvious in light of the
prior art was not, It is to be considered as part of all the evidence, not just when the decisionmaker remains in
doubt after reviewing the art”).
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341) Transocean Offshore Deepwater Driling, Inc. v. Maersk Contractors USA, Inc., 617 F.3d 1296, 1305 (Fed. Cir.
2010)(“In its opinion, the district court ignored this objective evidence of nonobviousness. Though the court cites
Graham, it indicates that the court is required to consider only the first three factors, -+ We hold that the district
court erred by failing to consider Transocean's objective evidence of nonobviousness. Our case law is clear that
this type of evidence ‘must be considered in evaluating the obviousness of a claimed invention,”-- To be clear, a
district court must always consider any objective evidence of nonobviousness presented in a case”).

342) KSR Int'l Co., v. Teleflex, 550 U.S. 398 (2007).

)

343) O, "OI=2] ZIEY TE 7|F0f 2ot 77, SE51e S5iAE¢7 74 (2017, 2), 485.
344) Ol2l, "Ol=2] Tl T 7IF0l 2ot S5 343), 490-91

. 1.

345) SHH A ANSt Eii Lily THZE2 22 S6{Q] XIEHof| theiM= THSIE Ol AIRY KSR THZO|
LIQ7| ZIHO|ACE kM TSM 7|&2 HEotHAME HHTHH 2| KSR EH0f| thH[sto] TSM 7 |ZEC} o AR
ot 2t 59 2x IeArol 9ot TIEY £ (R E Tt Ao 2 EAE|7|= SFICE Kevin Noonan,
Eli Lily & Co. v. Zenith Goldline Pharm., Inc. (Fed. Cir. 2006), Patent Docs, https://patentdocs.typepad.com/
patent_docs/2006/12/¢li_lily_and_c.ntml (2006, 12. 28.).
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U3k ok i Aol Hofol A WA Ho] AGEE A9
PRl ol 7hsstolok ateh)

(@) AAEH] TSMo] Glo] B4 71442 stolF AR
U AAE] A G ZFRES Sto] 53 TH wgol

3 ZEAee] FEHgrh FHYo] WIHo] SHMEE ks A7t ABA
° S35 wee] Agoz qlstel 224 Tk &
L Aol ok & QW SOt olgA FabA wHE BHL 9L

=

346) USPTO, MPEP § 2143, 2 S5 2 X[ZIAAS MPHTS|(S 1), 2458 2| HAZ Q1ZSIALCE
347) Michelle Evans, “Establishing Obviousness of Biotechnology Patent Under 35 U.S.CA. § 103", 122 Am. Jur.
Proof of Facts 3d 1(2019), §15.
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59l FYstel A 2L FuY 5 Uk FU AAT T}

ol A gIFE FLEsl] Q57| ik oJAFR] B3 unexpected) AIRIA|7F F

o7 e Aol thstel MPEPE: ‘37 Wdwh 11 A 7ke] xfoli o
urg o] o] Aol 2 ofold AL ke 4= ek, whebAl A 1 AE 7k Aol

7F oAFA 3t Aol & 4= Qe A IA| o Uk 849) AL sfar, Al o e i
Bl o e o= e ARG AEHA] o2 AR o 2 A3 )lojof shaL, ol &
Astal A-§-2|Ql o] o sfgsloiof Fr}so0ale SETE, o] A ™ YA ek H:=
o St AavE St A5 A FHe HEL 5 v LGl v
WA 92 |, & o]dA k= JEAO) ZAVE Fep D ey o A Rt
dde 7RIt ARgA o s ZEAdo] QI E = A ofyth oA X Adke
A Fo2 FHEooF sh=dl, FAEEI] Ay Be R vudarr 1
SAZEE  AeE 52 A Q] JEA ke fsiAs oA SRt Aol gt
715 459 ABAE UEdl= 719k A2 vlal divjsioior shal, oA et
g0l zhz o7t ol Al wsl ZAAY A4 T AR ole AEA IS

348) Donald S, Chisum, 1 Chisum on Patents, Matthew Bender (2015), § 3.02[2](c]; WIPO, Further Study on Inventive
Step (Part 1), Standing Committee on the Law of Patents, 29th Session (2018, 11.), 19 (“unexpectedly improved
properties or properties not present in the prior art”).

349) USPTO, MPEP § 716.02("Any differences between the claimed invention and the prior art may be expected to
result in some differences in properties, The issue is whether the properties differ to such an extent that the
difference is really unexpected”).

350) USPTO, MPEP § 716.02(a)(“Applicants must further show that the results were greater than those which would
have been expected from the prior art to an unobvious extent, and that the results are of a significant, practical
advantage”).

351) USPTO, MPEP 716.02(a)(“Presence of a property not possessed by the prior art is evidence of
nonobviousness.”)(L OIIZ, In re Papesch AIZA(315 F.2d 381 (C.CPA. 1963)0 M= AMaligtdnl Pxr™oz
FAFeE 2HRFE0] OlAX] Zot o= Sl dEE &S 7K U0 TEH0] BHEX] E=Ctn
ST, Ex parte Thumm ARA(132 US.P.Q. 66 (Bd. App. 1961))0 M= S HO| £X[HL{0|A] of 22l C|otRIo|
AMEMOR 7o ME IEZ TNE M MEZAC| X0 REE0| LIEHS EHH MILHES ofof CHate] 0]
SIEIES ARA OFF S ZX| =0 E0] AN O dX| 2ot 27t QY= ULH).

352) USPTO, MPEP § 716.02(b)(“Evidence of unexpected properties may be in the form of a direct or indirect
comparison of the claimed invention with the closest prior art which is commensurate in scope with the
claims”).
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77} E)7)0] REsiry 359

MPEP: #2144, 082 0] A of tall AlAISFHA,
Agt Autygo] S35 +4d sle7idS Zgsk= A7iES iAo B4 8}

if*

o) ek 9] FAE A o] Aol golepl TSRS T B
Aol glix Abulmolof S, Wl HAPLTS FE 4 gk BT
P DA 9] 7120 met AnAo] B LA FEstolof Tk Helst

2 = 1L

o},
MPEPY: ofefeh o] Aol uA AA|Ee AAsk gk,

MPEP § 2144.08 M&7|=0 &2I7HE0] WAIZ|0] U= SHI7HES| ZiE44354)

FakolA Barel AlAl
Al 7 R keI o] Aatea e AQ1X) Bt

r°"

OKL

353) USPTO, MPEP § 716.02(c)(“Evidence of unexpected results must be weighed against evidence supporting
prima facie obviousness in making a final determination of the obviousness of the claimed invention. ... Where
the unexpected properties of a claimed invention are not shown to have a significance equal to or greater than
the expected properties, the evidence of unexpected properties may not be sufficient to rebut the evidence of
obviousness”).

354) USPTO, MPEP § 2144.08. I. Determine Whether the Claimed Species or Subgenus Would Have Been Obvious
to One of Ordinary Skill in the Pertinent Art at the Time the Invention Was Made
A, Establishing a Prima Facie Case of Obviousness
1. Determine the Scope and Content of the Prior Art

(A) the structure of the disclosed prior art genus and that of any expressly described species or subgenus
within the genus; (B) any physical or chemical properties and utiities disclosed for the genus, as well as any
suggested limitations on the usefulness of the genus, and any problems alleged to be addressed by the
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L AR WSl L g ue
() SR HPRAL] T2 A o) PAHOR S B9l 2
(o) 4SRN cste] AN BelH E Slerd 54 2 58, $849)
Al g A, AR e] S
(©) 7142] AZ7ksA
(1) BE W4E TSIES A9 Ee] ZeE ol hd e 4
2. BSIHTH SN d R AR A Sehde] 2ol wet
3. B9 e TlasEe] Ba
4. B0 1617t SHATE AL AT F717F YA
Ot ECER
(b) HAIE WAIARY
() F2H FAPOR Q1T WA
() Aol Vet F2A 02 GAR Sh9fEe) B4 2 5§
(e) 7149 2754
(f) 71t 1 S ES Heste s oh
5. BAIE AFQY 5 QYR Ao 7] Zsto] A9 Aol HYALA
T

o

o

7t &g el 27
Adgdgol ZiAlE Aevid el A7l sheiia Audge] REA dete] 2

genus; (C) the predictability of the technology; and (D) the number of species encompassed by the genus
taking into consideration all of the variables possible.

2. Ascertain the Differences Between the Closest Disclosed Prior Art Species or Subgenus of Record and the
Claimed Species or Subgenus

3. Determine the Level of Skill in the Art

4. Determine Whether One of Ordinary Skill in the Art Would Have Been Motivated To Select the Claimed
Species or Subgenus
(a) Consider the Size of the Genus; (b) Consider the Express Teachings; (c) Consider the Teachings of
Structural Similarity; (d) Consider the Teachings of Similar Properties or Uses; (e) Consider the Predictability of
the Technology; (f) Consider Any Other Teaching to Support the Selection of the Species or Subgenus.

5. Make Express Fact—indings and Determine Whether They Support a Prima Facie Case of Obviousness.
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ujg R4 2olT Glovt A9 F7)7k HejHel Betr|Foleki & i
Qe 555 chyk A9 2717k WS S A A9 IR Q3] Bael 71 4Avt
A9 R Soks A THUES BE S4H0R 4ed 4 9S YEakd A7
ol HAE 4 9o WA B ATFA BT 71402 23 Fef A 2743 Baird
WABN A ) TRl FA(F 191 71 ol4e) Bt ER) sl
o el thste] FAA WAZE e Gl W Tefstel o] AR Aol
R gherka skt

of BAHOR E5RTE NG AT v 247k et ek

o Merck WS|4 CAFCE, Aol ok eto =] AFgIEel Lol
dol chapsiA| Alsle] glal, stolEREr B Elolrtel Bl ol BB £

ot ZE WS oluA9] AR EHHUL 1), ofUReto|=/so| RS
opo|EE W Fofshl AFFo] RY B Ya SSLFL 1 AR Aol
5 = Qo] ofazeto|=ot sfolcRIRRE b= 1
T olwAHgS St WAL et 93, Ssuge] Folgag] m2et] $13
AFS QUH WS HolbA g AolnR, By /et HYEEe Fo

o =Esie Aoz wskitt,

355) USPTO, MPEP § 2144.08.1.A.4.(A)("Consider the size of the genus. Consider the size of the prior art genus,
bearing in mind that size alone cannot support an obviousness rejection. There is no absolute correlation
between the size of the prior art genus and a conclusion of obviousness. See, e.g., Baird, 16 F.3d at 383, 29
USP.Q2d at 1552, Thus, the mere fact that a prior art genus contains a small number of members does not
create a per se rule of obviousness, However, a genus may be so small that, when considered in light of the
totality of the circumstances, it would anticipate the claimed species or subgenus”).

356) E1A 47H

357) In re Baird, 6 F.3d 380 (Fed. Cir, 1994). £ 1A 2058 &=
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Merck & Co., Inc. v. Biocraft Lab., Inc., 874 F.2d 804 (Fed. Cir. 1989)

[AH 9] 78]
1. o] A S5

dar(e]st Merck’)2] 43053]+= theFst o|xA'E AR skar Qloh
oAl = AW U AR A 7of| {85, W o|=A7t ALEEFY
dlo] E7]% gty 430530 AFH AANA ZAE BE olkAlR dHX of
YgotolE sto|lEgF2eto| s ZF HE o|nAl2 delXl slo|lER SR RE]
ofxto| Eof 2JEILE o]t HEF o HAL UERF o] 29 AATE a4l
7|12 FOoWA ZE ol AARE AaAZIE Ao, WA HEFARE

W ofEo] GEF WjE o] gat AA0E o33 4 g Anct o B U

filo
o

)

rr

EE o]2o] AAHY] mjo ‘osty oz 454 7 avs g = qrta
sk,
2. Alsydty

APl 813535]ol= thefet (3—otv]ie—5,6—0|FA|&—u A=) o}
o] A= o] =t ofd2efo]| B 11 F shuoltt, RgAA o] m=r o] A}
A ohbES AT oAl Ee HEF HldSAA oY, Yot 813538 = 7
& Ol HlEe SVMIPIA oA HER o2 HigS Aoz Sxlshar
e 7o olmAlet Agste] IR & A thE olkAlZE AASH 2
o] & WA #83 FotHdE wAR S| ERSRRE|opRfo|Es o]

© ZE e oA AR SAHEU. webA
305319] H-HAE st o= dh= 9IS WAIST

L
o
=

O

Merck+ 1] 31(0]8} ‘Biocraft’)”} FDAO| Merck? old=zelo|E/slo|E2=
mREopApo|l= 23] ‘Moduretic’®] Aul2] HAof tfste] ANDAAIRS A17]
ool w2t S5 A2712(e)(2)312] Mao] &5 A7IsHAl = et

A A AR o A o] Aol A o] A 8135357 4305304 A+
Sk 1:10/5mg:50mg o2 ‘9|5t A5 aits ZH=(medically synergistic) o2
wmEpo|E/sto|ER IR RE|OMAO| = 235 FAA o WASFA=A] of A
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Biocraft= AYE3] 271 R opdRefo|met g2 ZF BE olkAQl A0=
L2tET Etddle] et Aol LAk 430535]= 5514 103%of u}
o Agstag RaR Hojof dvtn FASAT. wAXAYAYHAL
Biocraft9] AL W% 7|7belAal, Ao oF WAl ARA w2
81353519 MAIW-ERFE tHEAL QU
Biocrafti= o}al 2 alo] =9} slo|E 2 I 2 R Elolrjo|t & gI3ES| oA =

v} gomz o zslo] WAEQITY A=, AR AubA 9l
Biocraft7} A--59 2RA FAof et S8AUS S5k Eotletal ¥

23kt

RigE:Rl]
WAL ol A= AR Q1 A 2 (specific preferences) 7} 71 A= o] Q=4
Hi= At sdelA FdishAl 2hgskd, 24 sl glojxs A
HE JHAW-ES efstolof st g se|/E ] 54 AAd7L vierAgE Ao
WAE T} stejete L AAZE BEEA] AP AR HA B AT He
L o}y tHIn re Lamberti, 545 F.2d 747, 750 (C.C.P.A. 1976) <18} 35
AA AL AT H L2 Al BA7|ET R BA7ES S50t
AR oA 24 grseojof & A ‘B sh= it A
7re] Zpol o] AARA HokS uf Ed|Edhido] B4 7|ERtollA Hy FA|
off At getA S o] AR oltt, Y= A2, 3§ Wy o] S5k} vlE, ofd=
2to] = 5mgt sto| ERF 2 2 EJofRlo|E 50mge] 239 E4o] 81353]9] i
AlA o] HBlo] 43053819 E3]| 84S TEAY= Afololgtar AR 1
Ay 919 =L Iz wolSelrt slujehe 1 F=Fs EAT 28| &
oJate] - 9le] Eslazio] RAE =R, B3 WS AARA HokE o 5
&e] Zls Aol Al A stlS AR ARt o] -3 #A "k, il o] F 7HA]

e ru9

358) Merck & Co., Inc. v. Biocraft Laboratories, Inc., 874 F.2d 804 (Fed. Cir. 1989)(“The description of ‘specific
preferences in connection with a generic formula’ is determinative in an analysis of anticipation under 35 U.S.C.
§ 102, - But in a section 103 inquiry, ‘the fact that a specific [embodiment] is taught to be preferred is not
controlling, since all disclosures of the prior art, including unpreferred embodiments, must be considered”).
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% Shfol] Brteh}, ARurEe 83 o e Cluse] 2Y £ glo] HlA
H=A0 tisl BAZ el wAE 5 o=l %

AHEA) oRzthe Fo)glch w9

=
30,
o
Kl
H
o
2
P‘l’,
fal
i
L
f
rol'

359) In re Baird, 16 F.3d 380 (Fed. Cir. 1994),
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In re Baird, 16 F.3d 380 (Fed. Cir. 1994)
[AHA 2] 7] 8 |
1. o] A]-74 =9 HPEg
12 v AHE A ZP|oAES} AHE trtE
’él’&% z3ete AL EACR sl= A FZFro] 7hsgt EYof Tk Aot}

2. A3y
AegatgQl Knapp%’?ﬂ% O7HE AL 9 o] UubAle] tufjse] Eaj oA
H 23}t WAES 2@t A EACR = dAdA 24dE(developer

composition)o]| 2 ‘i‘_} Zlo|tt,
2 °F 2 WA 127119 SadAE 2= A 9 njxjgkE 4| e

= 1
A 12709 g2 2= G d 2o, 3 WA 12719 SAadAE 2 Al
YA grd=RE AE9Ei, R R'= 2 WA 12709 §adAE 2h=
3k 9 v 2ghE G o)z, 8 WA 12709 sAURE Z2te dd ofdl
g, ofddl grdERE AdeEn, Xof X'e ¢4 Ee 1 WA 4719 g
U5 2= 4 gog =7y AddE=t], o] of 2 nd 004 4 Afo]o) &
Z=th

d71 Knapp53]9] ofeb4]2 g2 ¥ele] ¥4E ookl glow mebA B2

o A= o 1’411]%5:—‘3: Zoh=dl, 1 F sturt BlAEE Aoty ESE
Knapp55]ofli= t7Hg44to] ofgjef 2he- AubAle 7hekal vreht QI

[e]

R"2 1 UA] 127H4 S S 2= A9 e mAhE 4 2, ofd
A et e 10 WA 12719 eadAE Zhe 229 ofddl et golil n3
2R} 22 ot
KnappS3ill= T3k Sd@gel 7HA1E v7badatel sA4k SFE 24k, of
U Zaks ok S Q1 H7HTAAY 207H417F AR A = o] Q)T
3

AAEES KnappS3l AT 101 AHAE 3744 B7FEAA 0] sl AS =
2 o2EEe] HROE YA OR AAT Qur, 2w AL
KnappS519] sllis Aubalolx] 47 £23 4 o, g 7|4 Hope] B4
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9] 7|&A}7} o] Abd A take) EA% %‘ﬂoﬂi‘ﬂoﬂ %3}
27| x| 1 skl w2 14} &)
e AR Syl i ALZEAES 0}9&‘:}

USPTO A%+ (Patent Trial and Appeal Board, ©]3} ‘PTAB)-& KnappE3]

oF o
ozv

Ol'

-/

ox
dz r

ol w

oAA BlAdE AS AT 717 §itks Baird®] F8& 71ty ‘Edd A
Al =217} KnappS31 9] drta| o2 F|AE Hejol gujs] aecte AHES &

A 2HBES AT FEIA F7)7h Bekw Hop ALAH S AgsHeic,

o

[HFaxA]

o] Ab1e] AL Knapp5dlE v O R & uf o] Ak S¢3HgEo] ald 7]
& Woke] B9 T|e Aol Al AEkaE Aoleh= PTABS] A Eo] 7|5 95}
of FH =2 offolty MY PTABY &4 kS AjEA(de novo) A
Eolal, 7|Z2AE S Q12 Wik @ F(clear error) 7|el Qlsto] HESI=T,

Q1T o] AR A AHo| L ulgt 0F 7o ofste] pekatct,

ZskgHEo] AT AutAle] EAHYS 4 ke AATORE 1 AR
of ATk & 4 itk o] AASA KnappSale] AN tslls lubae
B W4E maksha Qa of 19] ) ol4be] 27] thE g ZgE Ao

2 FAEN vAnE As 1 F shUY ®olth, B Wt A9E S 1
KnappE3]9] dutalof v|Ams A7 232 o4 9] X7} gloy, Knapps

£ AYstes gk e ZHAIE o] Q1A
ottt AAR Knapp&dle 2,2-H| A (A-HEl-3lo] 8] of| EATH| E) L2 7t
2,2—H|A(4-Blo| ESA| ZEZZA|FY) TR, 2 2-H| A (4-3F0| EEA| LR EA]
Hd) 229 5 o B4 Yulse] 284S FaL 9] BlaHlE Aol Ao dfst

QAU T0] YA R WASHE AR ohjet FejH o Al
T 4 Gl ARl e el slofof Stk KnappE3]o) tluis ubale]

el s 47b vl Bk A7 KnappSslold gAHoR AR
7w s A H o) teizolata AAE TS A A9 o
3o Basiths 4E 1ed o, KnappSsi7t oA A0 Heg mAls
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OXL
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o

A A =2 QAElI kil 2]
o] AL wf 1 % 37 FFE| het Y
Aol AAE Wgo] ZLaHEe] 4
s} 360 whaka o)eh el kst

| 01‘

i r—“ o _ﬁl
gi
E&l'
oo

Ct #2275 RARE H & (properties)2| FARY

F2A FAMES shehEol W] MR o)A 53] Fa% 94w 283t
o e B | At fFxAos fafsiohd U89 Ag Aol <l
7] 49 o] 3A EF FAFE Ao] ZIgE7] fiie]al, Ao R AR
AR BRHE Be 2/dEolet st et I o] Aolsirh RE=A] Apg sl
& =tk T2 (isomer)Y F5A] (homolog)36V362)9] A-9- -4 {AMY
o] QI El= Holrh, Tt W2 1 AA|ZA| mhefstojof stR R FEA ] 9]
thal akof vpR -89 xpg/do] st A ofttt 363)

5
5)
=

AEo

Ir flf BN

er H

360) In re Baird, 16 F.3d 380 (Fed. Cir. 1994)(“Given the vast number of diphenols encompassed by the generic
diphenol formula in Knapp, and the fact that the diphenols that Knapp specifically discloses to be ‘typical,
‘preferred,” and ‘optimum” are different from and more complex than bisphenol A, we conclude that Knapp
does not teach or fairly suggest the selection of bisphenol A. -+ A disclosure of milions of compounds does
not render obvious a claim to three compounds, particularly when that disclosure indicates a preference
leading away from the claimed compounds”).

361) o= sElEdt g a2t Xfol7t e SFEES homolog(homologue)2t St HIE 18 SHRtEDt
xH0|7F Qe BRE AXSHadjacent) homolog2t BtCt In re Dillon, 919 F.2d 688, 702, fn 6 (Fed. Cir. 1990)("A
homolog is a chemical compound that differs from another compound only by one or more methylene groups.
An ‘adiacent’” homolog differs by precisely one methylene group”).

362) s == ciEte] 22/ut r ESIQ 2007, 11. 9. M1 20078{2285 THZAO|AME “--m2h 2 2o
SIBtE S Fa 2oto] HAE E2I|(NH, COOH)Z M2 SISt ot ofL |zt 3iahH éj’é!OI OFF EAteto
352 2g7l0f 7ok sYs B SE Hols 827t B2 S&AH(homologue)0| 22, S4tQ| 7|&Xtot
MSHHOZEH 0| At XM1E YHO| SigtES S0l6 QAE 4 QUCHD otH 2= S49| 7|&X|atH
AHOl HAMO] 7 IXHE LB O] At SELFH S GAQ] TIaMAo 7|=5t0] MYLHOZHE]
AEMoR 0] A AMi1E LYo stelEe| £XE QMg 4 US W02, 0] At XAiigh 2Fo| slefE2
AHUH| THH o2 JHAIEIRICH & Z470(2tn HOot AlM0| B EICt D TAGIRACE

363) In re Langer, 465 F.2d 896 (C.C.P.A. 1972).
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365) USPTO, MPEP § 2144.09; In re May, 574 F.2d 1082 (C.CP.A 1978).

364) In re Papesch, 315 F.2d 381 (C.CP.A. 1963).
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O-R7y
l
Rg=0— C —GC=Rg
I
0-Rs

A}7] R5, R6, R7, R&& 1 WA] 2071 715k9] etA(AS 23tel= SUstA Y
Aro)gt ©7ke] $-7]2tt]ZH(monovalent organic radical)©|t},

H=eto ol 2o 2 % ZA9 st 0|2 Bskraddnet Agt
£ 74 9 Bslgadne) das ul !
ol e 94 el chgel gie

2. A3ty

g4 5 d=9 & AA(dewater)ol AMEE= Egto] @ 2o AH E(tri-
orthoester) 5-9] &3t Z3sl= Elglpeas A7 RAE E3|(Sweeney 417
£3]), 7HEHEY AL 93eAAE, SHEA] s 9F, Edto] Q2o
29| 7= A E I ETfo| Ao AE| 27 A=}t %f%J GAE S WA5
= Z81f(cosolvent) IS sl= XA E E35](Sweeney 267E73]), ETfo]oa
A AH 2} HlEgL Ao AH 25 HEsl=A 2H55-(hydraulic fluid)2] =&-A|
AAE AH-Sh= Elliott53] 5°] T,
3. 49 A9

PTABE FAYPLHERZLE Sweeney 417 9 26753, HAPIHIERE
Elliot53] 5& ¢1-§sto] ol MEAdo] RAHEHA 53t PTABS E
ffo] QR AH| 2} HEDZQANAH EY FZ2ZF W sltAo g SAlst A, A
Py P HE WY BE ols 2SS R AVMAIE ARESIL Qe o=
njfo] & o $44Y 7|EAts Egfo] QA0 AH =0 HEDLR RO AH2E X
Aot dm AEC] AR AR RS 7HE Zer deAer Tdsale
ZHolgkal ®Heft) o|&2 2l U9 Ao QAR T, RS Egto] 2 A9
2H 2 dm 24450 H|ske] HEZ A AHE AR 24E0] oA E3t ol

Uoh
ol
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i Ay = Yo Alqtet 8= Y
B QUA] kAl F=ASRAL o= ARH oY, ARE S T o] 4l &0
e Zlo] oy il At 7ol wEW At Uy APEyE 24
S 2 Ze]A o Fpo|7t Qlrkal & 4= glot, olof whet U-5-9] A do] Q1A
11, Dillon2 o] & wharet S Qo] glrt
olgjgt MY HH 2AEo] Addrgof H|ste] of|AFx] kA A"
A B Ao ¢gldd A4S 7S U= Bl AERREY] A& 5=
ol 5T 4 oot ™Y des] SR E Aol A EA] ¢k A
Zo] et Qlok= ARte 2= -89 AP =4S 52T 4= gloh. Yot A
PPt LY F L2 FAMol Tlste] Ay 2dxRdE B 3
o] EHQlo] & WA AR FY - FARE 5843 (utility) S 7H A7EA] Al
AtElo] Qlojof d-g-o] Apg o] dHstE A ofyrtt 366 kgt SUQAS A

366) 012+ 20| ErAlsHH CAFCE £®210] 'U32] XIH Q0| HEst2iH MaldHo| SERMEQ] M2t ZRLI0]
SHASIIAL Sh= 7|=A|I7F AIAE[0] JUO{0F SiCt= FEO| 22 216 In re Wright, 848 F.2d 1216 (Fed.
Cir, 1988) THAS 0| TrAIAFEO| 2aEl= Hlol Statod H7 sttt SHACE In re Dillon, 919 F.2d 688, 692—-693
(Fed. Cir. 1990)("This court, in reconsidering this case in banc, reaffirms that structural similarity between
claimed and prior art subject matter, proved by combining references or otherwise, where the prior art gives
reason or motivation to make the claimed compositions, creates a prima facie case of obviousness, and that
the burden (and opportunity) then falls on an applicant to rebut that prima facie case. Such rebuttal or
argument can consist of a comparison of test data showing that the claimed compositions possess
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SAHOE Qlstel MR O WYY HUE AAR Aoleh 23E Fu)
Slak AHRE AESHA) T, @mol 28| 2] ool nlYA HjEE A gstr]o)
S} Bk AP /A ohofide) ol APEYS o w
132 o|gol Fastolof HALHO| AnA A7 B 4 g, 2

WS celsiel B o 22 Aol et R8-S o 4 ok, TgohE
o Aol AYsha FUelo] ol whtslA] Ralgong 1mAe] £y

Chal ket PTABO] Adol= @771 gl

_l

]

T4 FAMIS AES FoliAle Al ZiA1E Aol "2l (typical)’,
‘vt A g (preferred)’, ‘Z| &9 (optimum)’ 7 o] wAElo] Ql=A] ARE T
©sto] Holof gt} 9] Dillon #AA= Graham 7|&& 2FeHE Egol 283
of Jlo] AP} S5 Wy Jholl 24 FAMS st §49 7ls
A7F A o 2 RE B3 E W] mEd 5717 UE ARJMAIE AuE
tha shgich T SApAo] oW BAbY y|axts FxHo g A 3HNY

=
o fARE 4R 74 Rolehs FelAgl AY ste] EalHTE SePde Mg

unexpectedly improved properties or properties that the prior art does not have -+ that the prior art is so
deficient that there is no motivation to make what might otherwise appear to be obvious changes -+ or any
other argument or presentation of evidence that is pertinent. There is no question that all evidence of the
properties of the claimed compositions and the prior art must be considered in determining the ultimate
question of patentability, but it is also clear that the discovery that a claimed composition possesses a property
not disclosed for the prior art subject matter, does not by itself defeat a prima facie case, --- Each situation
must be considered on its own facts, but it is not necessary in order to establish a prima facie case of
obviousness that both a structural similarity between a claimed and prior art compound (or a key component of
a composition) be shown and that there be a suggestion in or expectation from the prior art that the claimed
compound or composition will have the same or a similar utility as one newly discovered by applicant, To the
extent that Wright suggests or holds to the contrary, it is hereby overruled. In particular, the statement that a
prima facie obviousness rejection is not supported if no reference shows or suggests the newly—discovered
properties and results of a claimed structure is not the law”),

367) USPTO, MPEP § 2144.08(I)(A)(4)(c) Consider the Teachings of Structural Similarity:

Consider any teachings of a “typical,” “preferred,” or “optimum” species or subgenus within the disclosed genus. If

such a species or subgenus is structurally similar to that claimed, its disclosure may provide a reason for one of

ordinary skill in the art to choose the claimed species or subgenus from the genus, based on the reasonable
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Jones HAL FYAFo] NP} TRHOT FAHA ghob AL A
L Boto] U TFY F/17 e Qsken 1 Wue] RAEA
oRetha & Apelolct

In re Jones, 958 F.2d 347 (Fed. Cir. 1992)

REEREY
1, o] A7 Z¢1are

B W e T (dicamba) 2 EASHS AZA 2-HEA]-3,6-T 2=
2Hlz0] Alof tgt Zolt, tizhubs W culdobnelo] Fejw orelA gtk
aha oA AR el e chEn, AL we okt gk

1. tizhike] 2-(2' ol ol B A) ofehe 9. ol the T} e F2E AT

Cl OCH3

H
cod® }g-cnzcnz-o-cnzcnzo}z
|
H
c1

AAES 413} W o] RichterE3], Zorayani=, Widemani=¥i 5 th9]

expectation that structurally similar species usually have similar properties. See, e.g., In re Dilon, 919 F.2d at 693,
696, 16 US.P.Q.2d at 1901, 1904. See also Deuel, 51 F.3d at 1558, 34 U.SP.Q.2d at 1214 (“Structural relationships
may provide the requisite motivation or suggestion to modify known compounds to obtain new compounds. For
example, a prior art compound may suggest its homologs because homologs often have similar properties and
therefore chemists of ordinary skill would ordinarily contemplate making them to try to obtain compounds with
improved properties”).
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Hareo] ofsto] Aol RyHrkn Kot AU AL Sgich. PTABS Al1%

of Tzt lah Tzu} tloekgobal @ Tro] P2 fApAoe] AgHhy
=

3
B3, FRA0R FAR SRIES FARE 4EE 71
2 Ugo) Aol g, of Uso| AL I

oF WAY AHE Q18shent,

E5t ofE|2 AATE ANEA FARIGe] YA HOoR AHAE e
wo} Tzt e mEEY o] fsH ol ok} Zo| 1Y TFEE
A= ke, 7R 9 melge] opd Algolrt

npzjuko 2 Ay o] JAE o]AZZHotu|l Py} e Wy e] ¢
W 12} ofle] 7] St 11 2 ofgfer Zo) ng- Abojstt,
fo!
=N-CH(CHy),
H

rlo
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AorE] Jo] FA Yo JJA]E A7) E (substituted ammonium salts of
dicamba)oll &3Ith= AMATEO R 22 FARdo] JAAHTt & 4= gt
USPTO% Merck v. Biocraft &2{874 F.2d 804 (Fed. Cir. 1989)}2 <183}
of Asgrge] vebd A7ide] =72 Qs L skeizid el sfidshe e
d-5-9] A of 7ot #9-d AL obfetal A, 2 HE ofel o] A9
Wge] A7|et FastA TLof &38t= stevidolels APETEe R A7 A3
o) oJslo] ZHAJo] HAYE = YA EfdetA] gryal o) Merck
Biocraft #-29] A tH g2 Ay o) Al 1,2007H4] 9] =3} F s}
sfo| 2 IR ZE|oPRo| B9} A H o7 JHA|E opdR o] EE A
= o AR AT R EF|HAE Folgafo| =Edd 4= Q%
Argsto] zlEAJo] RAETH & Aol T1ejL o] Aol = A1 o A
1 57 AL 73 ‘2ehE ety ol olek= AIE S JRAIGE & 1
= oy, AGE 92 FAF R RAE A &
Aok E3E QoA AEE A} Zo], 11 2 fAMo] JAE T E &

4] &
st A9 5717k qlofok shedl, A A7l tidt Zorayane=
H ofetEe] Alzol AR oftlo] mE2

5kal 3= Widemanw=<zol| 1213t Aee| 5717
ef go] Alx7lsEord 49 7IeAt AddEEe vie
0o FA] ofghE H)oll =28 57|15 7H Aolgke 77 9
Apg/dol AR EA L, ds-of AgAdel 4H g

A gFot JonesZol oA et B3 & Y B (o] AE w2 14

HAo] FA=A| =t

IR
<
L3
<

o o
i
El

2 9
50
o
3

_ 2'_0}_

u

o
oo -+
o [or
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R i
foh ol
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=
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Ao A CAFCE sehityo] 1 Agiuty ) 7[x]&= 2po] o] wrtof o (1)
Arol 71eA7) Ayt ol Yehd 3etE2 Ax3skgHE(lead compound, A13§gr
A 7ol M 2 SR 2 AEEkS Z9A,

2
(2) olg AEgt 7 T2H WAL st} Ealgel mEE 5717t AU AR

oF of

Takeda Chemical Industries, Ltd. v. Alphapharm Pty., Ltd., 492 F.3d 1350 (Fed.
Cir. 2007)

REEE T

Takeda Chemical 5(©]3} ‘Takeda’)o] E&]|HAR] 77755+ Tty oF
2 #0]&= Thiazolidinedione(®|3} ‘TZD'g} $tth) F=Aof ojgh 2oz Al
o= ot o] AlS Zh= BHE e 1 9FEtA 07 58 7Hset ¢ol A E <
L Al5eoll= o & 2§t oFet 24=0] UEhY it

oot o

]

;0

CH, l

A7 agdoze vEd 28] F4 dAE] 3l g ARTI(CoHs)=
g ar2|9] Z} 47 KAl ol" A 7HA= 47HA] ShtE, S 3-ollE,
4=ofld, 5-d, 6—°lE sek=2) AduA7} & vt 5—od slgtEo]
v e ZefetEe] sigeteh. T1TES o Al2de v eFefekEnts 2aslal )l

v 22|l 53Rl Takeda 52 1 AU | oFEo] gt ANDALIA
< ¢ ¥3l Alphapharme A= sl &5 A7|sth. Alphapharm2 =
s{rgo] Ayl ol F2Adf 22 BighE b= 7|AE TZD Shgk=ol <

Fol HEAo] FAEER a2 wofof rpal 2433t o sigtaa mE
ol 69 j=]of F2hd wj2ld i2E 7Rl

It

CH; N CHCHy~

i)

i

O

&
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FEEFATAH L2 AEEol sigtE bE AestE® Addste T

ot
off
N
N
- T

W Aw 7S e 9oL, 23] o] da) Ao w was
2 oleka wokh, whek U8 Aol AskA e, vkl A} siriet
= 7)o Fefeleo] SE Aol o] £5 Falo] o] 1 S4o] B
& Aolgta walrh
REEEY

AlphaPharm-& S1EHE b7h ARugols Geed shate 7pg aakdelo
& Aguy oz Saye] mu 2Rt 57171 Al9S Aojhs 24

|

A85HA] e wEERAYAHEE
ool tiste] W& esfistolrtar 4Rt
() B4 7| &4} S bE HEsER Hesr S A9 ofF

FRAOR AT N FHLHE AxT F717 e ke A4S
9] A Alo] AYSHIn re Dillon, 919 F.2d 688 (Fed, Cir. 1990)}. thA] H3f
T2 Aol Hste] Adegdro] Sstgo] =il 24 HAS SISt
oo gt} HE 54 atEo] 3AIE A5 Y Stk 28 AR
ARt FEA, AR, o/ EA Sol AdE FAFE A ZIdistal o VA" &
= 7] flste] o]59 A¥s HT Zlolt), ey o] R Y A-5-9] A4
o] dRgttial st Agdrgo] S5 =Estr]of et #A] HAS
A A= a5

FEERATA L H UL AYPES] Q] Takedao] 20053e 1 EUHILE &
5’39 7|sA7t SetE bE ArsiER AdshA] gks Aokl wdst
. 20053]9l= TZD 3kgh&Eo] 49 7HA 2= =H|, o] T 5471 aFt=o]
L, of7]oll= 2kehE b= 3o Qth, ey o] 5ol thgt A9 o]
Bl QA ot 3 S9ATol= oE bE EAR 9N =
W7 vep ek, JAAIES Ao e BH O 2 A A
= 2005389 S0 avE SRshe HA o AlEE o]
Hi 549 7IsAt = 71 T 9 9N et dier A=
ot AEokgtE e skl = 2%t ZAlolth

3

fr ox L
N
2

1T D Y o

.

¢

o

Moo
o

o gt
Y,

=
o

N2 o & Togm 3@

o
iy
i)

216



Patent Court of Korea
International IP Law Research Center

HH

gt FF Ao gt Sodha(1982)=w-2 &3tE b 2T oh4=9] TZD 3}

A= EElE, o] T =4 D A4 Sl 7P AsE= e Al Tt
A& EAE oL of 7)o 3vtE b =] kTt @58 3jtE be AlE
S7He AAARS7E akE 7RItk o Qi)
Lol7} Takeda®] 779531(20055]9] £3&dE5s])= T2ld £ HolEd 1
ol A%k 4 9= TZD 3igheel ik Ao 2, 7P A 2H 19yt 71x] 9
SFohES& Eoelth, 779535 A4 dRbE bE 54t AFski. 9%
tofli= ‘o] SHIRAIZE 2|7} 2|3k 3jHE, 53] 33E b7t a5 =9l
= 7147 Qlet

FEEFATAYH LS D™ 261 ShgkE bE B AR AkEs)
Fe== AEses sk A2 A= §f Sodhaw=it9] 7|4l olsto] F7 % o

o2 yEhd A

549 71eA = s b7t obd Sodhai=iel 7HY ASEE A
= Festtt. ole

AR % sutE Al

AlphaPharme] A£7} Zelo] ola|Aw 5
AlphaPharme Qt2tjze] wAlglo]s 9le] 2wAo] WA 3 Pfizer

7369 21851901}, Pfizer W7ol Aol oksta o 587158 &

ol 5371A2 WAl MEA o B0 AT v

o] AIAA BAke] 7 %A HEE bE A

U 540 g gl gl 9070 ol4ke] the BRFES WA wejd Aow u

,

]

=
(2) HA=BRFRS Sasto] o] A BRkEe] =RE B717h QglA] ol
olofl Tlstod, Aol SHeHE bol ERT BAA] WAL 71 5717 it
B QA sith SslUwo) 29 PAlelis AR wAe] daEel Ty
° F2 be} 7 Aol 7} Qlid, Bk
U'1 o

12 1528 dASHhomologate)

368) Plizer, Inc. v. Apotex, Inc., 480 F.3d 1348 (Fed. Cir. 2007). 211X 2255 A=
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stal 37 =EE ofE IEe vEd 1129 5 YA= o]Fstoiof gt 11
Al SOdhai%o Ade2aE 21 oghE boll MIE 52 H7P SPE}F— =]
7

& st Sl A £ G Aol
(3) &%

I b AlphaPharm® $4¢] 71647} 18 bS HESIER Adste
2 ZlolebAu, o8 MU ¥ F2H WHL slstel Baune] BUage A
A4S ZHsH FohglonE Ao Aol HYSHA ek B R
AP o] ol Slttol it U8l A Aol AYshA ggtonz 2

9 T i BFodolA Dyk e TAs A iE =25 shelvid
= ARt o] B84 ol g g A S wolnt = oo jtrhs A

ghH o} X UCB v, Accord Healthcare W2 oAl CAFC+= gbA|u|A|of Tt

Mgy o 2e 1 R0l AA Q) ekmAbu|Sef gt Hge] =23 5717} 919

2 Aolng AmAo] HAEA Fchy WL

UCB, Inc. v. Accord Healthcare, Inc., 890 F.3d 1313 (Fed. Cir. 2018)
[AF9] 8]

Healthcarex= AY|g 2
5],3700 R RA BA At BAS 2AR o] AP Edtyo] i<l

]I

UCB9| o] A Sadi2 A FEAu|=of digh Zeltt. Accord

5 A ZAFE, ANDAAIRT} 37 A 98 ol%E
1o =]

(L

J

.

369) Takeda Chemical Industries, Ltd, v. Alphapharm Ply., Ltd.,, 492 F.3d 1350, 1364 (Fed. Cir. 2007)("In my view a

species should be patentable over a genus claimed in the prior art only if unexpected results have been
established.” (dissenting)).

370) Obviousness—type double patenting. &eh LHXIO| ‘S 'SH LH7IX|= SHEGIA| ROt HEo| E5E

218



Patent Court of Korea
International IP Law Research Center

gIAEE ohgo] R4S Zhe 754 ofu|:=AHFAA, functional
aminoacids)® ezl F9tE H(class)oll &8t N-#lZ-2-ofx|Eo}n]
-3 EA| LR 3] 2ol = 2] R—-o] AR 0|t}

0
R )k'/“ Ri
CTT
Rs 0

FARNEL LeGall(1987)=of 7HAIH 107e sFgHEo0] 2tA|=9] 2hafu] A
olmg o|zRE Ao RYH T, LeGall=Ryto 2 FnAo] RAE|7] o]
w2l 729531 Kohn(1991) =83} A3ste] o] ALA E3)ug

o] FAHTk FIh 72055 FAAC] 3t 0=, R| HEs
L gk okt A U (aryl lower alkyl) 53] Wgo| 1, 7pg HEEE R 1
g Wdolet /AT Re 9Xols ko) M dEEAe, 97,
AF 424 2FS Ggstn gou fEANLL TFeA et

b Sy el el Kohn SApE A@E ehao)y

o)
>

i O
e 5 2SR vt FEE AEe 7R Ry kg do] HoA of

Rig=E:Rl)

Alal HYY] MR we-E jE5A (de novo) sy, 71 Blgo] H= AR
Y2 gt @ F(clear error) 7]l wet AESCH daplol A2
S E3f B4 7]4AH= LeGalli=5o]u} Kohn(1991)t=50]
A E RS BERolal o]u FAAR A=alr] 9ore Aolgt sukelgict, 3

flo
r>~
&
Ol
o
i
>
lo

5i0de HEO| TIEH0| Q™EX] = 42 0|EESIZ Fote HeHAel #2| 0| ZR 247|172 I
S2 Solf S22 & UL E51H M103% 5ol RE A T FARSHLE 1 7[F0| BIEA| SY5ICIL & =
eiCt USPTO, MPEP § 804 Definiion of Double Patenting &% (In re Braat, 937 F.2d 589, 592—93 (Fed. Cir.
1991) 21E).
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£Q1EE o] AHdE T4 9] 3hghEe] Histe] 22 WAL 7IRE Alo] obY
%3] Al (purification)d Zo17] 2ol dE=slghE #4& 283 2ol |
L 5etal SRt

Graham A|38.4x0f wh2 Al4f 2Fet=9] 459 Agd w2 iz A3kt
=3 diulste] 7= I 24 fAVY B Adoldol mEth olF s BE 2
A, = (1) B st 271 Q1 S ffs AU o] AtEd Ad=gt
T WA SR AdEsHIE ZAA 4%, (2) A3

o
=
A7E SdeietEel =EE Aol Wi &ElF 7IdE 7HAAL I AEs)

JZ:
i)
fo
ot
)

s =
HE o= Qict 19 $HE E3E ZAO] diste] AxsgE &
Hol hallAl= A7t glck, oyl AxsisbE B4o] dastats, §49] 7]
&A= LeGalli=H2] 107e &gH=olt; Kohn(1991)=82] 31 §Ff“j = Aokt
E2 AglstA] ook Alojehar 1 daheo] AR e whetolls gug o F
7} glek. 107e 9 31 &3hE 2% HWEFS(nonaromatic) 3FgHE© lJ—, ol&= &4
AU(1996) FA| FERA] ZIE Aolgh= F2lo] ok, FEVE S22 E3h
E2 PgAdo] Holxe A 7HA AL Qo] oJstEsiabe o] Q] oFA|Fol| ARE-
SFALA} ZAFSHA] SF9FS AolEhil: Fskgict, oo whet S5l zlH o]
AR therhar 2 dato] AR o] detoll= $iRisto] glot,

A 18 o553 g ool disiM= ¢ 729530l Wido] o] sigtE &
(genus) & ‘53] A= shghaolal HEo] 7MY AsEs sita= A= o

9lol 71 AAR o] A FTFS APtk FaoSe FHL |2HE gk 729
E3follts 11 9] B2 SAE vt ‘*dz‘iﬂ% ﬁ}g%’, HEEE DA, 7 917

mfo

of d&H= IF S22 7IAE] $laL, Eli Lilly ( ) Aol At 2o o]
AR ME 7s Rt iRk 7R 9] FAA & ROl Bl x|k wiZ o]y Riof] BA|g wE

= AEskal 7)o R3o) HEAWE I55 *4‘14‘5%% & Addste] 2tEAm
Eof| mEdhe 2 A A AL, wEbA S8 71sAE el didt &

rf?l
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o
N
s
=
K

24 7| 73 ARSI S WAste] sl Se] maE 4 919
HOEa, olof et 2244 welAbge] el o HESHA ghth
CAFOL AAE A5 horia sol, A% of bl Esuaol fasia
2 detglol A u o] BAL g

31 Petering AHAS AlA0] RAEA gk BFFE thote] T2H A
o QAE Dol Bska A8l SAS QAHEA ghol AnpA o AR

o] FA=A Ferhal g ol

L
QL
52
K

In re Petering, 301 F.2d 676 (C.C.P.A. 1962)

o A9 T A Al EE: BOM MAY R
(&2 ax|

ol Ak A5, 11, 12% Tyl yehd sletE2 KarrerS3io] 7HAlE 2follA
A2 AR gl 2ol A eng Alapdo] HAEA et whEt
A RRA ] disiA e At of AR A5, 11, 128 HE2 ¢ AR ¥l
+ ZAEA gov duky Ao sigste Faket ol sk ol AT E
=, S 7IeATE o] FHAR ofoladEAR I5S Bl o] AR A5,
11, 123 &g 4A =8 5 S Aoz HolA|= =t o= A= 23
M A=Y, UL KarrerS3i] ZiAld 2o 4 ol A3
gt Zol7h gle A= yehdth, webk Lambooy ARISTDOIA ] #A7F Z1f
2 AgE=t, § ARdolA s vt 2ol BAsH. EAY TeAte HEE
el SASRRhE ] 24 Apol7) olef Z Aol olojz|T|Eal 5T 4
gldle Aot AAe wErlo|i $A = Jujetdloln, A HiAREZE |1l

oz

X (48H),

HI

FAKE ARl AR BB A% FASTL FAE A ol
o o S9a xjol 2 BY): o], wak ofefdt Kol e Rk AmAel
o]k, '572)

371) SLeE k=01 tiEE AHA. In re Lambooy, 300 F.2d 950 (C.C.P.A. 1962).
372) In re Petering, 301 F.2d 676, 683 (C.C.P.A. 1962)(“There is no evidence in the record which would lead one
skilled in this art to expect that the differences in molecular structure between riboflavin and appellant's
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o] APGIAE B LX 2 BAre] 7]447) KarrerS3]9] 744 st of
A A5, 11, 128 sRarEe] 7249 o|7) ofafdt AAA Aol ofojd AL
o|Z519e Aolet QA et 277t Q). 28l F2AY fAS BT
H7 2ol M E SAa 2zl B4 AR Akt Rolth, weA
KarrerS3)i FojAHEdo] diste] 28] 344 @A she Ao melrt,
wekA o] AR Als, 11, 123 o] distols A vpEA R 1 Ay

S R

up7HA R Eli Lilly v, Zenith (S@AH) AR AqEnel o
Wik S S Aolo] TEH FAHS BT FHAAE 2
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Eli Lilly and Co. v. Zenith Goldline Pharmaceuticals, Inc., 471 F.3d 1369 (Fed.
Cir. 2006)
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U717 & A F R 23 fAME SR 4] Al /IR
Ak Yok A S/ = oty ehs 92| Sl AdEoll digt 717t
SARTH Aol 1 E Aot

compound would cause this difference in properties. The former compound is a vitamin, the latter an
antivitamin; the former is a metabolite, the latter an antimetabolite; the former acts to promote the well-being of
the animal, the latter acts to its detriment. We find it difficult to conceive of a better example of a difference in
kind than in presented in this case and we also find in view of this record that this difference was unexpected
and unobvious”).
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SHAAE B sk, SAdo] Wal, BE2Ql ofEol tiet a7t 2 E et
of gtom, T E+tekal SRAT Y dAAE 2] f7 10d0] de
<= Adfsf gtk A SRS AdA e ARITAL & e 9la &
o2 QIR S HE 7laEopllM AR s YeEld=
FHLEHE FAE ASA7IA gethe HolA 28T #5A41
of vl A= et 2aE B de <712 59U
FEA e oAl & ERIsT

= gulste] A PEof o] LA, AlAL,
AT w3 5 234 LAt T A2

sttt B7hE W)= s 57

2t 2xX1& 124Arel(secondary considerations) L= ZHEHX X|H(objective indicia)

2159 Aol JPshelrte WB Aol FA)

2

FETHL FYSHE AR 2

1o
AA HARERS v e R U-3-o] AgAE whaker 4= Qi of7]dl= R o R
AAA AdF(commercial success), F7|H 02 EA 8| ko FHEA] K3 L8

(long—felt but unsolved needs), EFQ12] A3l (failure of others), WHOZE A=
H oA B3 AdF(unexpected results created by the claimed invention)u
g o] ofjAbx] 3 A A (unexpected properties of the claimed invention), B
g o]9] 549 7lsAte] sl ol gt 31914l A H(skepticism of skilled

artisans before the invention) £©] 3= c} 374) = Meidig o] gylr} o] oA

373) Kevin Noonan(Z= 345),

374) Michelle Evans(Z= 347), § 15. 07| M= ZE0llA EEIE Edlf HZE ool RASS 2X1X T2AFSe] o|A2
A0S UCH: MI3KtoOf EH St AMAIAIF 2 257 2X|(Grand General Accessories Mfg. v. United Pacific
Industries Inc., 732 F. Supp. 2d 1014, 1024 (C.D. Cal. 2010)), Ho2 A== oMK 26t Al unexpected
results created by the claimed invention)Lt ZHO| o AX| 28 A& (unexpected properties of the claimed
invention), 20l CHSH A|Q) QXS LIEfL= AA|A|2KHlicenses showing industry respect for the invention),
2H 0ol EAQ| V&Kol ofiy 2o Chsh 5|9l Rl&l(skepticism of skilled artisans before the
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2 E]7] wgof 22F2 o]2al sh= Zlo]

(1) 2248 RGO E A AHA 20| AL gL A
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o] thfste] kst A Graham 7|Es A-85ko] ME/AJo] RAFH T
%t Pfizer v. Apotex (2007) AFA o]t}

rE of
1o

Pfizer, Inc. v. Apotex Inc., 480 F.3d 1348 (Fed. Cir. 2007)

REEE Y
1, o] A7l E&]ure

A7 (0]3} ‘Prizer)e] o] APl E5]uHy(30353) & QFziH HAl o] o]
dist Aolt}, QF2rME 2-[(2—ou| o EA) D] J4—(2-22 25 d)-3-0]
A7 Y 5w E A7l 6o g -1 4-Tsto| =2 T ¥ slej7ich. o
20ve delolsaned sEEwd 4am, geu WA E: ok
e Zr graoinT) wA AEARTY) Hheo 2 YAEE orarwe] 4 Bl
o Befolr.

~

invention)(Aventis Pharma SA. v. Hospira, Inc., 743 F. Supp. 2d 305, 344 (D. Del. 2010)), aliiE 7|=£0to]
&ot= EfRle] SX| MAUH| LIER SAXQI ANUET thH|== LHRIX| KR, ol&X| et 2t
7|=200f| Mef 2Ho cHet TEAL XMI3KIe| S&& LH(LP Matthews LLC v. Bath & Body Works, Inc., 458 F.
Supp. 2d 198, 206 (D. Del. 2006)).

375) Jason E. Stach & Jeffrey A. Freeman, “Time to Stop Thinking about Secondary Considerations as Secondary”,
IP Litigator, Finnegan (January/February 2014)(Truswall Sys. Corp. v. Hydro—Air Engineering, Inc., 813 F.2d 1207,
1212 (Fed. Cir. 1987)(& A Mo n2{AIF0| 20l 5t 11 SQMOtA 2=l [ ofd) BE 52
QlgotH 2xtA maAtgtel MEN 48 MZiGH0 2AY DAty ECh= A X H'ets 012
A23El0F Sich= ASHE Bi5| QUCH) hitps://www.finnegan.com/en/insights/time—to—stop—thinking—about—
secondary—considerations—as.html; Stratoflex, Inc. v. Aeroquip Corp,, 713 F.2d 1530, 1538 (Fed Cir. 1983);
Transocean Offshore Deepwater Driling, Inc. v. Maersk Contractors USA, Inc., 617 F.3d 1296, 1305 (Fed. Cir.
2010). OFEIX|Z 2XH I24ALEOets 80{0f ChSh Himte 2 ZYM, "Z4ab X|H(Objective Indicia)ol| 7[5t
SOl ZIE A EHE=E" QRRIHS! 335 (2010, 9.), 400401 &=,
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I FRYE WA ol E & WA dE Aloletal shith, Yol Berges=
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Abbvie, Inc. v. Mathilda & Terence Kennedy Institute of Rheumatology Trust, 764
F.3d 1366 (Fed. Cir. 2014)
[AH712] A 2]
1. o] A Es|ury

o] AbA E35] Al #]a1(0]5} ‘Kennedy Institute)?] 442E53|+= Fule]A
Ao g A HEEGANO]ES JTNF-oa FAE EZ:X—LO-E o
(adjunctively administer)sto] FolE| A I F-S 2| =2ok= 1ol thgh Ao|tt,

A aguiy ?_ 766E53] 9A] Kennedy InstituteS E3]HAIZE 3=, HEEHA
E9} STNF—o A9 F 714 FES HLE0(co—administer)dto] Fu}e]
2 RS A 7ok ol ik ZAld], ‘FrtE A A A5 g B
AFE S e & gl

Kennedy Instituter= 766E3]9} 442E35]2] Eddx}elH|, 7T66E35]+= 2012,
10, 8, WRE I, 422E3]= 2018, 8. 21, Wt X}t oF E5= BT HEEH
Alo|Ee} JTNF—o A9 F+ 7H4] ofaa W-E&Foiste] Futels = A
"ot Wl it Ao = a(0]s) ‘Abbvie)= 766551 2] AA| AL 422
53] tslix= AAHo] gl=Hl, 422537} 7665'3101] gt A 79 olF
550 sttt £y FEFR EIRES Joke 2E A7lekaaL, 14
¢l FEE R ATA T AE Abbvied] 45 OL%O}OD‘EP
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FaEAYA YA 7Y 6H*—1% g3to] 442559 ‘Exa 01 =
EEN0|E Fo| Ao H2HOZ FTINF-a A Folste A& ot

al, 7665519 HE&F = (1) ﬂliéﬂi‘*ﬂﬂ Ee} JTNF-a ﬂxﬂ TOM 71¢]
SA AIFEAY, (2) HEEHAC|ES WA Fofslil o] Hxzoz 3
TNF-a FAE FoIstA, (3) FTNF-a FAE WA FoA3taL o] Fof Hx3|
o2 HEEHANIES 5016}% Ae SfuistEz, 4425359 ‘HxA Fo'=
T66E3]0] HAIE A 7HA] ‘HLE = shto] sgsteta Bkl Ea ‘g A
o] fj gt Kennedy Instituteé—A =210 2 AElal 449E 3| & EolE]| A IHE o
of 4] A5 E AR = BE S5 TR Sk siAsiqint,

rl

(A2 ax]

Ay et o]F 5ol sFsh=Al o= (1) A% side Sl A S5t &3
S350 e 7+ ApolE AW E, (2) 2 AoJH O R 3| FPESF 9 E5add
of 17 TR o upet ATt ‘3}

A BT iAol olA, wEEFAUARYE LS vhEA HEFE a4
Skt A e Ao EHOHHI_ et ¢lo] Kennedy InstituteZ2] 314 o]
e 7P sholl A AR5 ddste] Hu, 5 442535 = AW EAE
ez skal Qlo] 1 Apo|F oz Qlal Es]atio] JAAEH=AIE AW, o

L S5 AL03% she] AuA B 2t

“IRIE] Aol ASINEE Ak QUEkT stel 1 sl s
Fago] R AW AL ohlAu, T YA st ng =
S Gk o 3 Tuse ARARe) BF 247 Sad) Agse
A otk 7H 9IRS B B4 Z1edrt ol st ApEEel st

38 7 ge&d 5= ok Sl Ee At sk chAolA] Eo}ﬁﬂ
FET 2Ear o] AR ME S| TeAts 16655 Hal A A=
S 570l B ARt SR e IS &Y 5 s Zlo

Lol7h Alqt/d o] A E A Y=t st 2te, Kennedy Instltuteﬂ 442531 9]
A2 B3t Gt TAR E T-14A7E AP el 76655 0 kS SHHy
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mlo _1
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B9 Hol A TAR W Gl vke 1 Satel A ofu] 7665519 A
AellA] HEE Aol Eot YTNF-o FAE 2T 2ol AT} 91ge 1
of HIE FYNY oleh, Wb 442535 T66559] FH F84S F5
so] ek 91 ® S5 4ol o 42 845 g ARABE o
A R ATkE 395 Relgons, I duy B9 SAHt 94 Bae
Qg

A EASE Edyo] 9735t AEidigo] =

0]
= AN
ATHE FHstA) 2atel ARl LAECkT Hok)

Prometheus Laboratories, Inc. v. Roxane Laboratories, Inc., 805 F.3d 1092 (Fed.
Cir. 2015)

(A9 7 a]
1. o] Abd S5t

A A= (Irritable Bowel Syndrome, ©]3} IBS)oll= 1 ZA4tef wh
2} ohFet F77F Sl AAFE(IBS-D), MHP(IBS-C), H/J(IBS-M), 1L
ZFA(IBS—A) 52 2 Ul Prometheus Laboratories(©]3} ‘Prometheus’)2]
77053]:= Lotronexeti= AlFH o= 47l YRNEZS o] &3 AAM IBSY
A zHfsol oigk Aolct, A 770535 = TA AFA A AAPERR A Aol
A=, AAE A5F o= WHF IBSE A st AAME IBSQ] oJASAE A
2ot= W 59 7147 et

Aggutrgel 80053 YA Prometheus?t E3]HAR, dZAEES 0|83t
BSAI20] ofet Zolch, MUHe ARoAS A, WNE Fo2 Ty

Prometheus+ Roxane Laboratories®} Cipla, Ltd. (|3} ‘Roxane’)& At =
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FAA AYRYH Lo 7705519 A5, 6, 10, 13, 14%2] Asj ol tigt 25 A|7|
s, 70587 S8 ARl 80053 0] olste] La e Hojo sz}
xgx%o] 5]%4;} _‘17_7\11]9:]‘&0]—1]1:1 Helo 8001—;701%} 700E o]g} 011:1 S Mxl;ﬂ oz

“
FUska, o Wy Aot 44 FuG

’ -

T & AEolil, dRAMEZ] 7705
L oA ALY IBSEALE A &
Fe wigh Zolek & 4 glom,
a4y 2 AHA o zolE ] Bk
207 T7053]9] MEAo]
800E3]o oJste] 4E174Ur Ee A 78 olFESl ddEHER FaR
w]ojof ghthar st

(284

AR B o s AQIAE 7|22 ddstojof stal, of7ol= (1) T4
ZIeAke Zees (2) AyEE e 3
Zpold, (4) HAA s, B717ke 284
HAde detdl= 22H4 a8A 5
550 U.S. 398, 406 (2007)}.

TFAA LAY HAL: 549 7laeraEs 399 S Ead A dEs
(gastroenterologist) & 7|22 dlofof 31aL, 77053+ 80053 of tjst A=
wredoll sierehch i w9ka, olol chsiAl SAA Zholl SHEO] Sich 8005317}
URAEZS o] &8 IBS A& High Aolehd, 770538 IBSEAL FoflA=
(1) of4gelar (2) AArE IBSEAteIH (3) &4 670E ol S45 AN (4) F
52 55 A2 WS ARUYLR B

gl digt 3419 Ego] lekal sfe] Tof sl sheilidel et
gol Rt=A] 5315 W 4= gle Zlo] obd S WEsltt, SEA=E EofolAe ol
o] 2} Aol digt A|:He] AP er FAH A siEzie 54 g

- o] Attt Aoz RS
AL}, T o] 54 FAROA oA X3 2t yepdoid s dgel| of
of AEAS FAsIA= ¢ 2 Zoln. a8y F49] 7IeAelA 770537}
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T Qe B4 S YEANEESE 2 Foh= Wk AetelS Aol

2} Hopof sl 12 sl oH Oﬂ%xl 53 At dAgt Y o= 77055

g 9]o] aglof 7|1 Aojrt,

AR IBSEALY] 75~80%7) ojAlo| B2 EAFo] 7]&xt= 770539 $AH

e GAl A4S HEo] IBSEA 1Fo R A wpekel = QIS Aolth

Q@qu]h URANEZo] HH|Y IBSTA A= 2L = U= v AAp
BsghAbol Al &ut7} Slek= 71A7F vy ASlE & 5= st AALY

Sﬂ = HEl] IFo R gofsls A% golaklE Zlo 4

o o]4te] *P’OM $55Y 5 Y xﬂ‘éw?‘fok% ko] A S mol= &

sairsl N

o
N
S
Y
rE
P‘ﬂ
S 5
OHH
L
_“.
g
N
p
H
N
1_
oi
ﬂ;
2
v
o,
u
ST
el
>
ot
o
f
-z
il

R ol ool S ] Sl 71215 Aol kg P
8005 3ol o]n] FA|5l ARl ofat Zol AL, B AR FolAltelLt ol
AR ol ofat Aol & 4= glek. wheba] frAA QA o] 700559
AnAo] A 2aE slolol Sl Tk el ATl gleh

E3 2450 7 RS At dvte Aulels 1 pAase] 29
o] oju] Ayl fLA|Ho= FhA|Eo] Qo] AlgtAdo] FAHEHTH 2 Wm,
Wrigley Jr. v. Cadbury Admas AFAOA= oA 53 aah 2 AE2] A A

33} g 7o) QAT S pob ABAE RAHLT sgint,

ot
o
N
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Wm. Wrigley Jr. Co. v. Cadbury Adams USA LLC, 683 F.3d 1356 (Fed. Cir. 2012)
o A9 R B Al BT : HTA] Al HE AEE(62)
Rig=R:Rl]

E35]HARR! Wrigley+= 233537} Ald)dof
kL sk I AR WS-233 WlE9 2o ® F49 ZIEAt AR &

1o

Ol
ol
£
2

AEAo] FAEA =

3 AP Aveh AN 43S SU0

FAe) 2B Ao 7 AT AT S+ U W9 ool avkg 7}
3 U2E AYLE £ 315k 2 LuoS sl olel WS-53t )
oz 4 W Aol g0l AR Asbk BAso] AASlel 9L, Parrish

© AFANE 7H= L2007H] Ad2AE F WS—33 WS—230] 573

AT =3, WS—3TF WS—232 A& H]&:3t aut2 71a Zo| dAtEha 7|4 g
of ok, 21HhH WS-233 HES 2389 o 1 o] dxdt auprt
/\(1)46-].0:]0 1?_ JEA(-)] o] J_?'_X-]Qx] oJ-_CL 740]1:]- 376)

oAGAl Fet mto] it A= WrigleyZt A& S4+= WrigleyAl&ol
CadburyAls# Xt gt} A5 WA $dlth= Cadbury32] Wi A4
2ol WrigleyAl#-2 7= X7} Al v 3L ©@obo] @3 F A&HEE
Hed ArRE ARET A, AA WrigleyAl#2 233539] A|347 2ol th&
AES %7%}01 Xibo}oﬂﬁ}— A 52 st o= Aadge] viste] 2335
8|7} AR X

A4 A5 %ﬂi ZE o] Q1A=
oS Wk A Ay 7 A3 (nexus) 7t A E ofof sl=d|, Wrigley
A& *J%*Xi Aol v, AFEA, A wo]Aet Anw ShaaF, WA
= P vH AR Holug 343} gt
&dA s 7ol —‘1316 A7} A=A =

’(?
o
Q,
5
0Q
%)
<
n
a
[©]
g

ol
_&
ﬂi
FO
e
)

376) Wm. Wrigley Jr. Co. v. Cadbury Adams USA LLC, 683 F.3d 1356, 1363 (Fed. Cir. 2012)("[T]o show that the
cooling effect of the combination of WS—23 and menthol was unexpected, Wrigley needed to demonstrate that
the results were unexpected to a significant degree beyond what was already known about the effect of
combining WS—3 and menthol”).
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TEchE WS-32} WS 9] &gl ofu] AL F3 T

o [e)
o PAE WS 2302 ABPORM YT o A BIIHS AuAe]
stk Bolof 5131, o]} o] AT Uelio| BEANA A TAL A
sjet,

(2) 22+ nEAgo R U5 AP FH o] BEE A

Forest Laboratories (S—A|EE2XZ&) TZL BALO] 7|&x7F Ay o] oA

NA =Y S-Alg=IHES 2o 57|15 9A &%= ZlolaL, 234 A=
Hjehe glelo] Auff, o437 ot a7 55 ug e s & o S A
FAE A d=rhal skl 2hA 4l dek A] Tk Ago] HRskS Aole
T AR o] AAj g o] FEEA UL ST, MEA FedA oA = i}
=Rt A9 glo] Aol gt el ZIHE 7 4= LSS Aolekar sho] X124
= skl

Forest Laboratories, Inc, v. lvax Pharmaceuticals, Inc., 438 F. Supp. 2d 479 (D.
Del. 2006)

o AZIQ| K2 W AT o BT Ay BE
EEEER]

o2

Z(75H).

SpapaEa AEEOl Aol He] AAEA HS u BA) saxtolA 2
3 Aolehel 3% A3 st} E5E g 5 gk, ol WEA Bol

- "=

L}, o]gst B2 WS Graham 7150 st AFTTHS vlgro & o] 2 o)A
of gttt & (1) Aol Wel W g, (2) 549 7IeAe] 7ere, ) &

ST Hi g g 2ol (4) A A BT S5HA X3
T8, QY] A, S3FaAel digt g dAe] A, A8A X 59 5
BIAE A S WEtl= 2212 dLjAtetE shestoiof ditt

VA5 EAEA] RIS AR shHA I FeEARA 2
=S HAERL e AR (19353])0l 2stol S AEAo] FAH

=
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ot AR, AR} (+)-AgRIge TR o2 FARlA FUS &
& ARshs b ASEER $4] 71EAt Sl Bdal] i3t 5717}
alr

Mayatgel vekt glehs Alelt,

Pfizer v. Ranbaxy Laboratories TA377)2 giA|u]A|of tfjst wigo g 71 7
2/ o] ddA o gt Ty o] XHAJo] RAEE=A] ofiE HESFo] A3

oA EAIEIAIZE AHATE SITAL Bt T AN A4 ol A &) Al el A
wado] RARE AL ol 3 vl T, YA AW S B Fake] 7]eAt
FARIAIE Asd ol dBAR Eelshy| ok eAnlAlel] 24 WS 71st
of B4 715t} sk £717F ARG Al stk of ARdelAE A}
slAl, BA4el 1SR Be Altte] 2081 Aihe BT AFRIYe) of
AR EE 2 Bt A3t 33HE-S AA skl 8-S Alolth dA] AE
e ol dAA| e eAmA =AE S EE ol AL A o] A e] B AAIR
2)slo] A7 74 & 4 §leS yuE AR ZQ1 % 21 A3 Hlo] 11, 1988
g FAlell= SRS 3 & o] Al = SAv &=l F ) 24 avkE 7HA
a1, o] g & Ao Bo] gl Aol et ol
EA

377)

378 *

EG oY AAE Belstur st B J1EAE HEd 4 glol Al
S oItk 319 o|g} e ol AA| Hele] 4
A

Pfizer, Inc. v. Ranbaxy Laboratories, Ltd., 405 F. Supp. 2d 495 (D. Del. 2005)(&ffirmed in part, reversed in part
and remanded by Plizer, Inc. v. Ranbaxy Laboratories, 457 F.3d 1284 (Fed. Cir. 2006)).

In addition, the Court is further persuaded that a person skilled in the art seeking such a resolution would not
have a reasonable expectation of success without undue experimentation. As the Court recognized in the
context of its discussion of anticipation, resolution of citalopram was a challenging and risky endeavor that
required significant experimentation to vyield positive results. --- The Court's conclusion in this regard is
supported by the lack of documented successes in achieving this resolution, as well as by the numerous
failures of others to obtain this separation by traditional methods.” Forest Laboratories, Inc. v. lvax
Pharmaceuticals, Inc., 438 F. Supp. 2d. 479, 493 (D. Del. 2006).
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SEw w2 Uehdths A7 =7} o4 2Ag o] AT AR5 G2u
S-AgREYe R-AGREgRc 008} Zeistel T ftel 9ol o3
a5 gle AR AoldlEs o o Sl "9y LEXAPRO= ®ESHEol
(general anxiety disorder) A& & 1}to] A= FDAS QS BFL Hf Q) O L} A]

gRage T3 591 WA Rk

Jgtkd FRH0R B o BAY Z|eAts ARugoRny EUYs ©
23 5717 QAU Ul SEekE BEd AY glols BT 4 UNS A
ot S-S 1 ehin| At AvkE Fofutn], o ls) AgelA AT
A% b QR webd] SEwEe ARAe BuR oreth

Sanofi—Synthelabo v. Apotex AFAO|A CAFCx ghA|u|X| 25 A&AF 9]
AAE Adzt S5 o) AlqtA 2 A HA o] i HAER] oh=thal Hotr),
Ae] 71&A7k SAnlAIE Relstol LA o AAE L 4 e AU
= Zlolgh= AHvte == Aol o9k e wElo tigt AAIZE ddThar

Qo] A4 ol HAR) FRIEIo] T Aol ekt ehMul o] o]
AAE AL & = glal, Graham 7|&of wheh dsto] H3E o 414 o4
Aol 5B St 44 a8 A A=A muo] tet Sepuge] A

- =
w0l B Qechn o AHBAL e,

me e o ox

o ARZIS| MR U AT THEH: BT AT R (1),
(22 2A]

wryo) ARAS 7 PHRLE AU O 47 Ao| ohlet 1 ZRehA
o Auy
2 fabgel &
2059 A Aol HHsto] oS WY Melo] B3| ALfe| A
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71(clear and convincing evidence)E &3l %l
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= e v e ® A48 AEAEE dtkar =
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5 AR ' IR XmA fautol| wet S5 o] XH o] RAE A
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ol EelE A o] dEAIY] oA et AL R H HIF QA
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AE T Aolal, At EAA7IA= AS5T 4= gtk st et oA AA| 7} ok
= 7H & Sl F ARl AMdeolBR O BAS 1felsty| fsted
o[ JEAE T Aol Asirtar ARt Prizer WA {480 F.3d 1348
(Fed. Cir. 20074 gelAel A52) 74 (reasonable probability of
success)©| UthH 7]&9] of|E7Hsd0] WSS ol A= Hl AvtogE= HE
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o] RAEL v 5 gk &
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SZoRE Ao o Fof| A AEE 4= QISE Plizer ARHS] AR
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379) Eli Lilly and Co. v. Zenith Goldline Pharmaceuticals, Inc., 471 F.3d 1369, 1380 (Fed. Cir. 2006).
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Ortho—McNeil Pharmaceutical, Inc. v. Mylan Laboratories, Inc., 267. F. Supp. 2d
533 (N.D. W.Va. 2003); 348 F. Supp. 2d 713 (N.D. W.Va. 2004)

o A9 FHR B Al T HTA] ATy R REE(41R),

@)
o 0-4 Aprdsdol st At Sed b 24 Aol A™st
SUAE 7Ieer AgdTo] T4 ZleAtA HiAor AS7ksTt
(absolute predictability) HE=+ of gk EEJPH 7]t

oyt et ‘A
(reasonable expectation of success) S 7}A| 1l &34y
£ Fofsfojof gitt, o] APHoA= APy
A AxT 5715 7S B ofyel 1 24

_]
¢}
Aes g 57177}11 MR e= Mylan&ol %E’i

re J
u
Loy
1
N
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N
N
£
f
i
il
>

B RNE G B 39

Graham 7|

(1) Ao ¥ 2 & YrREZSAIY FAYPAE LS 2 ZZA] 535
o= FAAL 7He thEo] gith,

(2) 9] 71eAtY] 7eeE: 38 B YAISkeS Z3hels T BoloA 4
A} o]4+e] ﬂ%é 7HA| a1 oFsk R&D ool Al Aoy Sejdof A o] A&

X4 7:104% 047414, O]:]tq—g]- ol o]:\:!%}.*ég] -‘?—Jiloﬂ g@ﬁ,gi %%"?i X]——%_—

rulo

g 4 glek,

() Sy APl zpol: AEEFAM 2AVAIYL LEFAM1Y F
7HA] 33 o] dAA T siteltt. T2 Qs g, SaliE, SAdelA
FA AfolE UERdT:, HEEFAM B0l LEFAMIEY £ ol E=
o= FAAF IF vEol AL, Ese] tiste] oF AR SAYRCNA ©]

Ae B]dnh AEEFAMY s 5H Y AHlolA SAstelof ot

+ o] Mylan®] <1, ol &dfie= LEFAMIEL vl v, 1714
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S3wol gt AEs} Z<lof wEm A]FoA AREEE S8t gl v
Sh= FHlollA v E YR S8 =
A4 gErt 9 ZEAA R 1

(@)
jus)
==

TEUT S5 AlEsA Zehlenz 2
A2 4 pH slollA L& =AMIEY 108 £2 S3li=E 7H= AT
Mylane #EEFAMIO] 53 54 HAa0E 2] gerhal F45h,

£RTE 2
0 3T ge] 0 ZS A 13| B4jo] W] o4 Aol AW (RS B
s S E e o] Ea QAT

Ag-0] A
Ortho-McNeil . #EEEAAl0] & B2 3} T2 02 FATE THEA

%=t} Mylane W9isty A58 ¢+ S7(clear and convincing evidence)
sof st d 7|E 7HA AL HEESA}

Ay s o % uf o AA| ezt UAH2 Aol
gt @ 4 glot Folw Aaryol gstel 88 A s Helrkn
we} Jej BALY 7|EArt dRESAIC] 2 Ege) AW 2% Aolet
T atelHo e S gl Ao Kol ukehy U9e] 4ol A

N4 2@ Bt
4% Aol Ayl JPsAtikE dRBRAAL BAT NS 7B
2 7 F7o] B lofch, dHERANIC 71 Fold Avte AR, eh

a

A E Y - 108y = 1985 6 o] A7HA| EhAMml A2k 11 sge) o A
ol 7V 2 &8l Abol= Sl Ritt, A7t Q1 108) #folof| whsto] o =]

e Amekn Zastln,

Uolrt, Alarejo] dERAbAe] AR SO HA B e BAS
A2 Bt Sehe AveAE @ 4 §ex B, § AR 27L
oA B3 Aoletal & 4 ek, ARBAHo| F/IHH ME SHE A F/1E
& HARH 5L B BT 4 Uk, olof wdte] HH(S. pneumoniae) W
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2lotoll thet vt oA AFA] ek Aol & = Ut

- A AE e & & o dEEEAM AFCEM) R 2 498 A
T2 AFUEel JdBHET Mylan Lof| tiaste] g3 d3o] mHAE =
g 5 &FA Jmafof 7|Qlgt Aolztal sk, 23] e BAAE Sl
Hlsl| mpAg o] 212 =8-S &¢ Ao 2 Uehdtt

— H|SE A719] T AL S0l 27 o)l AL vl IS skelnh
A o= AEAS Uetl= 22k aLgjakgto] d 4= QltH{Ecolochem, Inc, v,
Southern Cal, Edison Co., 227 F.3d 1361, 1379 (Fed. Cir. 2000)}. 47} 3]
A7} Daiichiss) Wgat=9] g o2 8 6714 § 543 WS ARSgH g
HEZEAMIG e Hargh Apdo] QI T eyt 21 Aeket dxtof oigh
SA7E AEHA FReuz o= tha AP Ho= 7|9 LARRolet
3t 4= QltH(moderately weighs in favor of finding obviousness).

~ 39 Eele] al, A0} vhg 5 FEH O Defsle] M u, Mylan

Qo] o] APk FHAYL wEslA] Lojadrt

2l Qg0 Aol AYsieTt selekE ol R BEAe) Al e

LA D a0l T vl BRI 1 Aol 4455
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rlo
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o
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2 ejago] MauEa S4e] Avkg A4
a1 she e 1 A9l xfol7t v & o o] & t}E FRF(difference in kind)2kal
T U FEo Zolgtal il 11 ou|E HE]F =27 dF wEoA] W H

380) HolA |ITZ Ortho—McNellZte 2 7|XH5IH2LE 0] At 1= Ortho—McNel Pharmaceutical, Inc., Johnson
& Johnson Pharmaceutical Research & Development, LLC, Daiichi Pharmaceutical Co., Ltd.O|Ct,
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oh, e oA 2a An 5] glo] HEme] Aol'el FRe] xjol'e] e
MAoz 1 Aojo] A 93 of wtolE A WAL FA4e] 71247} of

In re Wagner T2 AE ‘Z571 tp2cta & HEQ] 2ol of il 1 Lo
2pol7F Ql& Holetal stof (differences in degree rather than in kind) &-2Jn|%k
AFEHA = AL ofyrhehal 8t91=H].32 o]% In re Waymouth 22
M= AR o] gyt e Wi WS aE 7RXu 1 avte] X

=}

3
2t & 4= 9J8 AL E(a difference

in kind, rather than one of degree) 313t 7| Al'0) sl AL 35t A
b I kAl shelet

In re Waymouth, 499 F.2d 1273 (C.C.P.A. 1974)

(A9 78]

o]z 7|qtol tigt AU E- Aol HAIE ZY-2 A F 54
Heloll A =7 of 29 vl&S Ak Ao 5 s =Y 5 S
< dAskth Fdivlee] = TR =2& ARSI o|Bdt 22 FE
S = S WSSl o] Hor JH2M EA|E v H2M0] ofvet 4
Ao g Holz= F9o Tio] st EYUdES FEA U 29 HES
0.08:0.75% std wiMgol W& vt Hoxo] Ees HHstA=t,
USPTO+ &2 o 4422] H]E&°] 0.000001:1,3 AE=Ql Ay AR &
g o] A H7F BAIA o2 ThAIE o] QA= GE et T AdE AA

sk 4= Ql9E Axela Hol A EAo]l BAE Y 19t PTABL oz}

Fo] 7187 AR o Rty gRal o ol vl 2astel WAy
22 Ak §717F AR Aol AHAE] A WA Wy

7t st @age 1

381) USPTO, MPEP § 716.02; Ex parte Gelles, 22 U.S.P.Q.2d 1318, 1319 (Bd. Pat. App. & Inter. 1992).
382) USPTO, MPEP § 716.02 “In re Wagner, 371 F.2d 877, 884, 152 US.P.Q. 552, 560 (C.C.P.A. 1967) (differences in
properties cannot be disregarded on the ground they are differences in degree rather than in kind).”
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FIG.2

T oA S 2 A7 A EA 2 o2l Bristol-Myers Squibb v.
Teva Pharmaceuticals A A CAFC= AAFA] EoF A3} G-5-9] dcto)| A 52

o] we} oA T} AR FATL ThES AAAL,

383) “In order to show an unexpected result, we do not believe that the lamp must be inoperable over other ranges,

but rather that over the claimed critical range, there be a difference in kind, rather than in degree. In re
Shepard, supra. We believe that Figure 2 demonstrates such a marked improvement, over the results achieved
under other ratios, as to be classified as a difference in kind, rather than one of degree.”
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Bristol-Myers Squibb Co. v. Teva Pharmaceuticals USA, Inc., 752 F.3d 967 (Fed.
Cir. 2014)

[AH 9] el

Bristol—Myers Squibb(®]3} ‘BMS'2} gtth)o] E35] @Akl 24453+ BY 7t
A Agol| A7t Q= EFHE Foll digh Wrgolt}, e 7|2 dl&Al+
oAl AbA ARE 2= FEEAEE 12| 51 f]x|o] C=C °|FA%S 7F
k= A Yol diSAlFoleilyt 22 0% sttt 2'-CDG= HISAIG-
oAl L2 08 [FAR ftol g A FFERAEE FEY eAbo|E fEA| 0]
o}, g LA|Gobie Al 2'-CDGE 2'—CDG7} gl &A| ol 419] 58 9]0 9l
Abas QARE B AR XSt oAk 2ko]7F it

dato] ARG H AL AYAgyt AE7F SAS v ez B4 7leA=
oA ol Al 0 REE 2'-CDGE ALSFgER Agste] Abagh HATIO R
ez 2o mEelale AolaL, ddA] 23t vt 5 22H4] Ao g 1

3 Fo] M EX) gtk Wop AR AS BRIt

Rig<ER]

At eighEol olidAl 3k e =il sho] A AEA] s == A2

ot} Dillon 2 {In re Dillon, 919 F.2d 688 (Fed. Cir, 1990)}ll4] olAF 7F5
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3 A o] B o AH] 23 HAE e wyo] djste] A AR Aol
AR 3 A3 2ok, oK) 23 A0S Fystelw Ay Ay
Aol Azt Zol7t 9Lm, o= W WA BAe] F1EAt e S gsld A
92 Hofof Fith 1Lt o] 23 Aol G4 BEHOE A BB 7

A& BT AE ofdt), oidE Ade SlojAl o] it 94d (marked
superiority) &2 538]/do] AR H= A7t ¢l whd, aae] e folke
2+ $537]% sttHIn re Papesech, 315 F.2d 381 (C.C.P.A. 1963); In re
Hoch, 428 F.2d 1341 (C.C.P.A, 1970)(cll/dA] 23t 449 ztol= 53t ¢
ol Eohz wEe ate] glojA el FAF Aol S ouldd 4= glrh)} 38

R TAR A oY Theet Aol diFt HEo Aol's FHe
o't AT 59 7‘11 O}hﬂ} 385) ZHEE oA F3t EE AR
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o] A (degree of effectiveness)= A2 F3F Ao|gtal & 4= 9 iLOL} ‘=]
Aol BE 7ol Wisl 2= ail(effectiveness against hepatitis B
without known toxicity issues)+= 2'-CDG2}9] F+x2 4 SAMAS 13 o o
A2 B Ao o] 22 ob=rtar Byttt dE)ZHH| =9 BY 7Fdol i 2F,
oLAA, A ZHY= BAY 7IEAEe] 2'-CDGef Uigh XA vigo g & uj o
& 71t Aol AUA] gh=thal Hotof gtk dlekelo] AR A 9> 44
A Holl A= oA et AEE 7RIS & 4= qloy, A FHE e

384) In re Hoch, 428 F.2d 1341, 1344 n5 (C.C.P.A 1970)(‘[Tlhe meaning of ‘differences in properties” has included
significant differences in degree of the same property amounting to marked superiority”).

385) Bristo-Myers Squibb Co. v. Teva Pharmaceuticals USA, Inc., 752 F.3d 967, 977 (Fed. Cir. 2014)("And
‘differences in degree’ of a known and expected property are not as persuasive in rebutting obviousness as
differences in ‘kind’ — i.e., a new property dissimilar to the known property”).

386) Bristo-Myers Sqguibb Co. v. Teva Pharmaceuticals USA, Inc., 752 F.3d 967, 977 (Fed. Cir. 2014)("When
assessing unexpected properties, therefore, we must evaluate the significance and ‘kind” of expected results
along with the unexpected results”).
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% CAFCE QlE|ZH]=9] BE tdoll thigh aito] Je= o elE Holwith
& 5= QJglov T FRO) ANE /M AL B4 7ERtlA A4 7Hsst
E3E G0 ArnpAE 2oz 71#3F o] AHAL AT

X Eakehal wekstgt, 580
CAFCE APAT 9 AARA AURTE 71zstgied], T eholels
Newman 5 CAFC X SAl5L o] RjAl A Lojatatz o] ‘Ax o] xjo] & ‘22_4

FEsital dutslstie=d], 184 2 7}3 B

v A7 2R A G Apolt
4 = Zolth, oo RttheAS 9] In re
Wagner 8 55 ¢1-83to], Hro Zfolet F7O| Zfol& 7|[AX R 7T A

o] ofjet A ARQe] we} ofi Ao HE ] poluk ZH AL Ho] ol
A

16,0201 elAb%] ek mte] Zgel thatel obefet ol
chop AT AL 91t glek 55

387) fe/LigloMe AEIZHIZ(E RS0 thoto] Soig@ 2015, 9, 10. M1 201551932, 956, 970(He)) HZE=
LMo 2EEX| Y=t of¥f=l, 29| A k= 749 Zekdol =82 FUCh

388) Bristol-Myers Squibb Co. v. Teva Pharmaceuticals USA, Inc., 769 F.3d 1339, 1351-52 (Fed. Cir. 2014)(*The
stage at which an obvious difference in degree becomes an unobvious difference in kind is based on the
particular subject matter”).

389) aid AIASE & CEIHO| et A2 OtLLE, Ol=2 EiHs A8t LEnt Ci2X] o7 Fgstn o=z
& g0l 2lZsIRACt,
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Mol X537ASEIES| MBOR S29| HE B
7h E17H LIERTHS A7 U0 3
L8Ol sHZtsts R0] oA 2t
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390) 71 In re Blondelof| M= H|w A Garret 0= C7) t&=0| 22HH|LEEI o |0 | E(fluphenazine enanthate)2t
H|wold &M0| AYs| @2 XI&E0] BEZJT Garret M= C6) ateE2 EFRHLIE O HfH0|E2}
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[l Hiske] ok ol 483,

dhg o Adayub ) vjwste] FARS] 7)Ao A AR ko WEAS 7}
A Aoz Ho} Ad)7)|eo Al54x A3 (paragraph)ol siEE = F3o] &
ShEichy ol WA wek 2A R AFRE|A] ofu gt}

EPO= ZEA ko] SHAR o]Foli IpA|si2

o
approach)& AHE-3HaL et ol (1) 7P 233k A3
g}
o

HL¥ (problem—solution
7)< (closest prior art), =

FAYPNYS AAsta, (2) fEstuA s AW/ 71ETA (objective

technical problem)E 43 &, (3) ¢ FAFYEY A2 7|eAE =TH

o= sto] & off Wyo] 4 7leAlA AEsde

t} 392)

AAA A= Ao

FUALY 2 7|t xEd
2% 23 EHE

(TtHlHZ =22l 3THA)

391) EPC Article 56 Inventive step. An invention shall be considered as involving an inventive step if, having regard
to the state of the art, it is not obvious to a person skiled in the art, If the state of the art also includes
documents within the meaning of Article 54, paragraph 3, these documents shall not be considered in deciding
whether there has been an inventive step.

392) EPO, Guidelines for Examination in the EPO, G.VII-5,
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A S BAE A
ol ulste] 7pA 7]
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C} XFHEA T could—would T2EH399)
AI3EAQD g ek 9] Ay ZledAof GHEE 4 7R =413
393) EPO, Guidelines for Examination in the EPO, G.VI-5.1.

394) EPO, Guidelines for Examination in the EPO, G.VI-5.2.
395) EPO, Guidelines for Examination in the EPO, G.VI-5.3.
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396) EPO, Guidelines for Examination in the EPO, G.VI-10,
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397) EPO, Guidelines for Examination in the EPO, G.MI12. “If this selection is connected to a particular technical
effect, and if no hints exist leading the skilled person to the selection, then an inventive step is accepted (this
technical effect occurring within the selected range may also be the same effect as attained with the broader
known range, but to an unexpected degree).”

398) EPO, Guidelines for Examination in the EPO, G.VIL12. “For inventive step, it has to be considered whether the
skilled person would have made the selection or would have chosen the overlapping range in the expectation
of some improvement or advantage. If the answer is negative, then the claimed matter involves an inventive
step.”

399) =t StelUHERRAIKXIE

‘EtgdPlausibility)2 E= S5{40ILt EPCO H2HEe2 AFE0| Ukk=
Oto|} ‘AlRIXMoR o HIS
(

o
SESES Lol 2= Ao 2 LHO| 7IZ2 Sh= V|ed SuE YAY 4 AUC0F &kt
SHZAZQCt T 2 4 UCHEPO Guidelines Part G, Section VI, 5.2)'=, & ES{ AL 71200 7|0{&H Hiof|
Olote] Saf®el M0l HYste 4 Q00 Sich= EPOL| THAISHATIZHOIA ThdE JHE 02t AJKstD
QAT Plausibiity ZHE2 7@, TIEA, MEIEH MM 0[27t54 & CHeH Eel Tl SESITHUK
Intellectual Property Office, Examining Patent Applications Relating to Chemical Inventions, § 40—42).
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[AH 9] 7]
L o] AFd 2y

o] AR W2 F7F HAE 5719 FTE HME(E A~EAER #7])2 o]0
A AL, FadE A AR ANES B A4 12 ofet Zr

slshAl(D) o] Egjots: Hupdofulo] =

Rt
\H'——-IN
<
R? /Lu SO,NHR’
4D 939,

(@}

£

o7) M R S, 1 A 6709 EtagR e 2= g
28] 7] ke mleju|d—2—ylo] i, Rol= 424, 1 WA 6709] ©AQRE 2He o
Z] 9d, olu|, 1 YA 4719 eAYRE 2t Ao, X 9
E-1-ylolH, Re2 Az oz xghe #do|n|, tf33} Z-2 WA E Zh=th,

(a) RiZk Rtz BAIO 549 4= GLaL;

(b) Rio] 4=4h0] 31 FAlo] Re 9l E= 4-v |
™

(c) Rio] =44 wf Ro= ofu|i=7} ofyr,

B~EAE 2] A1FEL X37] Ry, Reoll tial] B sy z oz Aolsta gt
a#y o] FAFPE BFoJA Re AEH o2 28k s do|t,

ut
e

n Rtz # o] oy

256



Patent Court of Korea
International IP Law Research Center

o714 Rt WA Ras o2 L} A2 2517 o)A AlE
R7HA] SALAE Zh=t), Red 3 Hd Y 2 9l o]
°JXP°1] AOM Aghe 4= O‘E} Olﬂifz EE2 A

Ph or subst Ph
\N-——N

I
Ph )Qn/k CSNH, or CONR'R’

4% 9 9 AR AR R % ot Ao 4719) s A
e AZAR AHSE 4 9k

=18

o>
S~
>
»
)
=2
>
=
g
@)
rlr

o] EPC #8422 M3t 9 EPC #5632
l FepglenR s ojof ittal A4kt 1l
woll 3lol, EPO& 9ol & A2 49
e Egjol&e FrhAo g AlFdiths 7|lsid §4

e o 2 5718 AEstde AolRka

i
S‘J_HHN‘

S
g oy
-

ir g 2 r*°

N
)
2N

el 1%
71EAelA A%
& 9fated o Al
gk,

A

I

fl

oL
fio
AN T

)
iy
i
Lo
L
2]
2
i

)= e}
==

[H28A]

5519 5429 Al fle 2 7okl didt 71w 71H= Qs Ak
= Slojok At wEkA A7 es &2 -S4 ZIeAt o g skl Al= 1 Sl
Azl sk 7ledAlel wAeh Aol o 49 TleAe 71ed 21 ¢l
o, T3 27IHeA FFsh= Aol oy FAAR] V1ed H4e 7ML FE

il

257



Meso] 2is lmes o R Aetaraio] Flim

;;;;;; 8= 0

Comparative Research on Selection Inventions

[}

El _—
Fiet, A1l 3ol & 1 B4 lEArk Tel stk g w
AR SAES 1 sk B 7| EIAE HBSH) 9% 5
S5 Ageta, AR FEA T4 s1axtolA) A E gk Rop
b 9 e TR siasRo R Qo] Hee sy
ol ABAS BFULT & S YUk, A
& o] Mo ulsto] 7PNt LRH E4elH WY /14

GEke 4 glojob Atk et 0|23t 7|4

ot o Kl
-
IN
n
lo
i

o
fl

o

Tﬁ
s
i)

K3
=
G

oo Bl dg
4 k=
Py o lo o
o Mr ook oft
oo 2
lo 4L o
o
o
1o

ne,
o
W~ 4>
fr 32
3
_(‘IL -
o
AL
o2
R
4z oR
I 15
L
A
D)
1o
o
°
o
T

ox
o
N
N

& ooz 3

2g4o0] vehol shil, IgA 23 EUY

H#7148 Teld o) o] A o] Fshs Z1&TAlE A2
7ha] i Yo RS Al 2

L=

ol 71 A AT FU3E F
+ SE
of

I

Ustth, BAHY] 74 8RRl 2 BleHY A7 fARRSE 1 4
AE GASICIL 28 4 Glout, Bheb et AReky 2 Aol ik ol

= w7olet stelel AR QlojAle
2 Apolg 2T 4 ek Aol thE 4 gl JleAbAlolth, HTe Alwie]

AL AT 4 Qe HYE U ES T

e

258



Patent Court of Korea
International IP Law Research Center
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EPO Board of Appeal, 1984, 2. 28. T181/82 A& (AL|Z 51EHE)

o A2 JHR U AlFA EHCH: HTIM Al B8 EIX(89H),
(A2 aA]

SRS A3 o] vighAlgt o9 H]Jlj}oi Sddyol oA 3 anE
7Hle SRRl en® HAgo] ok AR RS #HdE VerE
(state of the art) ZRlof H]F=0] }”ﬂa}xl offof| =2te Ao = o]= FAYY
H(the closest citation) 7|02 Hotsjof 3l1, Ga) S 7|Fo 2 i}
H ARSA qizho] Floy, AR O] vigtARr StES Hutide s & A
7Hg &3} 3 A= 3F oal] Wy o] 7144 A X (technical progress)S

ﬂJL‘
ﬂJIO rlr =2 N
I

AR AHAE TS Ao Hid, 7147 um EPCH E3)520] B4
222 oh Ut HLAES Bl $YE Erke ARAS Uehls AEe & 4
olet. ol $13) ARt W LAES P ‘gw% Mo GARE L ula
3 gloletobt gtk sfobE el AR Fro] o3 AL HBAYE 4
W whs FRACE Jbg AR BA7NE Hlmstelol HUE fAE How
FAEE BN AN R4 ATE WA 4 k. Teof gl W] 2
ATpE A £ Aol D 5 9] vhielth, B T2H SA0] Hehs
27k wbe] 2ol el 753t Aol Hrk

a1E] o] Abdel A HIARS 98] S AWyl SR Aaryo)
1Al Q71 Sht Euel BietEe] FRHOR b LAY Aygel
ehi 3 4 Qe JRTHe 8- AnE SghEoe] FRHOR o fAIG

400) EPO Board of Appeal, 2005, 6. 28, T1329/04 ~lZ.
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T198/84 AZAAL F1aAlo] that S 2ero] 5
Ssie.

748 @ 2= gl AolojA] 1 WK Ao] QA H Tt

] EAX

AdEdol] BAIHLR AAE

] Fstcta sFgiT) 400 o)of wEwW AuZ 3=
ol 7JA| o] Qlr}a Holof shch Ao K =)

A=A A

A (skeleton)2 7}2
A= 71 89k
J1(8— alkyl derivatives with 1-4C atoms in the alkyl residue)& A&5}
. =UEEES Ay SgkEy 8 Ao iy WEE S Tt
A%l 33 SHAAIE Alseth= 71saAe] B oflA
Ci~Cid 7E S949 dAE 7|2 Agkeh= Zlo] A stl=A]
ﬂoi By 329 4 FeAet 8-dE 3
elch, A=gdrg o] 77HA] E9 g mH| P -An 2 -SAE
UV Aol tfsto] Eejz2ddllS eHyslettt= 714
M a7E 9] 22719 2ol wiE
¢l HHPjd-Lu2-SAEE FEA=R
8%l fAof Tzt
A& o] AR 7)Aol v]F=o

8-—MEgd Al 1 23}

o] ohe} ¢

A5 2 AL 7|1

to] 71427k AaiA) A

401) “A chemical substance not explicitly described in a prior application but nevertheless (implicilly) described by

indication of the starting compound and the process specified in connection therewith belongs to the state of

the art.” EPO Board of Appeal, 1982, 9. 2. T12/81 A&,
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EPO Board of Appeal, 1985, 2. 28, T198/84 MZ(E|22 22X 2H|0|E)

o Mol JHQ & Mt TEh: oM Mgy 22 EZ(93H).

[HZ2aA]
o] AFA Esu o] 7)& A= E]QEEEEE o] E(thiochloroformates) 2]
ANZIYI A W27 TAASEl] 2ETS HABHAA B0 MRS ETE

o] A& ©edlel= Aoty S5t ﬂ"?—dut Aoz Zuljet g
NS WRSAIA AxEh AP tE AL ofu|EE SRk (catalytic
amounts)¥Fg ©]-&sk= Wl digh Aolct, Aoz FZulE WA AA
gt Foflof vk AAEE S/t AT 4= ‘thtﬂ Sl AjA 2gollA e
SEEIAXE0|ETV} 7}—/1\——r°H5]°1 2F FEo| Aashar o Ax At

ofu|E Zujo] ZujErS o] gt Mg e] 7| S B 48 FEYS
A7) YsliA= S ol 2&8% °l“°]°1°]c ghthal ol Aot w3 5
= WA feliA = Y = sElof k= Ao] 7]s/tA] ol

gty Aol 313}0:] F=Fe Mt ZIsAE Fokar S99
ol o1& AT Ae 1St FAY TleAte S e Eol7]Ht

2o} 712 wAAFREe] Histe] Sl o) oFE &

¢l(purposively reduced) E&y-& EAL0] 7]wx}ol| A AFY 5ot
ﬁi‘:} ol&= A HE S TRttt 7eAlE ety oS st
3o 712k F 7HA Z1sd Aol gt si S A= ReEohar Q1AS
. EbA S5 11 R EAJo] RAEA] ¢f=Th

&)
—

Jlﬁ iy “”O

ACh

H” K
_|>i
>i
o
_g
RS
%
ofX
>,
LJ

po S A D
off als

o
)

&4 ol dAAe| YRt T296/87 1733011*1% %XH ehAo A 25 Z2et o]
AAA O Bk EE2 ARl whEh REAGo] RAE ok, dHE = Qlrkal sk
A, o ArdeAE ol dAAIE Eelske A 01 5782 71eAbelAl AHE et Aol
A ERAa Ao wske] o] g AA 9] Byt el Etekal HE Aol A E
AL SRR
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o AN EEH: BT MRY 22 HX(98H)

(A=) 71 ]

A

Z41% A (main request)®] FFEH talo] FoAEE AT BAA
%)o] epdul e} ulmste] ol QA o] ATFAS QHHE Ho] BPOS| A%

efa Fshaa, AuA BAC] thalds AR ATE 4S5t D-ol A AR
GZ2AZ AHESE] S18) ARl 1/4 wol HX] ofs o= Pe AvE g

A3t 4 glo] AmAo] JIAHTkL kot BAke] 71447} D-ol 4 A o)
4ol epanlAle] B4mTh Hold Flojet AR 4 Qoirt stEietE X 2v)
Qo] wo] 28 RAojakis FAolc),

f
w0
5

K417 A (subsidiary request)®] 32 7] AlS Zh= FRkEo] Holw

80%7t D—FEE 7HIckaL 7] skar §let, 409

[H28A]

1, FAAA HLeke] AHA 2

et 2 QRS ZHR| AL 2] T ALAY o] A o] el

oZi
£
-111

FARAAE vl o g ARALS duste] B Edy

402) “In a new main request the appellants submitted new claims differing from the granted version as follows: — In

403) "

Claim 1 for the first group of Contracting States, the final passage worded ‘in which - with the proviso that -’
is replaced by: -+ but with the following restrictions: a) if R is the group of formula I, R3 can be H or
unsubstituted alkyl only if R1 or R2 are at the same time C1 in para—position. b) if R is a residue of the formula
R3 is other than hydrogen, (C1—C9)—alkyl, optionally substituted with one or more halogens or hydroxies;
(C3—C4)—alkenyl, cyclohexyl, optionally substituted with one or more halogen atoms; phenyl, optionally
substituted with one or more halogens or methyls; benzyl or a cation equivalent, ¢) formula Il is other than in
which n = 0 or 1, with a content of at least 80% D—form.’; — in the relevant Claim 2, formula IX, Y is corrected to
H; — the words ‘with a content of at least 80% D—form” are added to each of the sets of Claims 5 to 8; — in
Claim 1 for IT, the final passage worded ‘in which -+ with the proviso that -+ is replaced by: ‘but with the
following restrictions: a) formula Il is other than in which n = 0 or 1, b) - (as for the first group of Contracting
States) -+, with a content of at least 80% D—form.”; — Claims 2 and 5 to 10 for T are corrected in the same way
as Claims 2 and 5 to 8 for the first group of Contracting States.” EPO Board of Appeal, 1988. 8. 30. T296/87
A4, Summary of Facts and Submissions, V.

. Compound of the formula with a content of at least 80% D—form. 2. Compound of the formula with a content of
at least 80% D—form.” EPO Board of Appeal, 1988, 8, 30. T296/87 A&, Summary of Facts and Submissions, V.
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]

Al FZOAAA, AFA 5)2 -2 A=A ol dAA9 & FHo] tE 3 &
e A Y o2 Hold avtE THitte A2 s 7leworlA 2
2] AR ARdeliTh. o] ARdoAel o] S 7H SAIAI = E o
T AREAS Zde AIE Aske AS BRE 3= B9 A oEEAIE
we8AetaL 11 F shur) ehA A Y et B S 2R E AdEske Aol
7P Ag et A WA A=zt ek of et AES vl dAH SR o] FolA = A

U], olet o] ARt M-S Sl AT avhe AEAY LAV HA St

L Zlo] EPO A%he] 225 Aleoltt, o] Aol A% a7 bx| 2 D—ofvte] &
o7} 2 g E epAulAle] Hlste] Al Avbe ApHE AHS Bof B
Aol AuAo] QEA gkt
o oloh gre MelE 1 AWt B ALY, A S
ol4el BReFEe] A9 Jhsd oA 47t AA Hold 4 9
] e A A AR T S ) A, S A} e
W) StEletE UWAQl 7S ERT AXEA etk A Helstel
S MR TI  A
HlEhE SRR 2 o4 AME RelstthAu eu ARy a9}
o8 YEL Mol o|HUAE LSt 49 5 AYsA) g AFom
78] 2 4 Qlrk. el o] AbAel A 19} 2e Aol L] gt 100
o] A% ol AA 7} ehlulA ol Hlste] 267} ok 4d) ZhF o AIHE Hel
ge AR B Ttk BAY Z1etolA o4 aAel el A
d AL BAF7bel ek A AeubelshE 1 F7Ho] ofn Eelxe]

N

= o4

404) “It should be noted that this conclusion can be generalized only to a limited extent. Thus the outcome might
very well differ with compounds having more than one asymmetrical carbon atom, the number of possible
isomers multiplying exponentially, Moreover if the basic racemate were indeed known but not in line with the
general technical trend, the proposal that enantiomers be produced by spliting the racemate could be
inventive. Other cases are also conceivable in which a different result would be achieved — e.g. the isolation of
active enantiomers, or ones with a qualitatively different activity, from essentially inactive racemates or ones
acting differently, In the present case, however, no such special aspects were put forward by the parties
involved, nor are any evident to the Board.” EPO Board of Appeal, 1988, 8. 30. T296/87 A&, Reasons for the
Decision, 8.4.2.
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whel A4 fR7E A 45 gl Aot 4 o) Aut ol waky o
A ARRE B4 ol 4AAE EEshs JER FoEel A9t & 4 7] o
o o] At it dlelvt SFEA eheth webd FAFA she 37
o 3 AmAo] AT 40

2, AN Bl AnA 2 oln

TE FARA S ATFE 1 AR o] RYEA et o S4d ARG
A 71 BAE AR SR BAE 1A SR FURHY TEH0
=2 7P 2% sRkE R E 2 stA 2 Aol ol AR A4 (o] AHd 9]
A A2 71 4= lodH FARE 25 71K SERE RS 4
grell g7 wiZolch, o] AbolA Al AU (1)o] aFgE 10004 Al
2t T8 7Rk P EEAl A5 UE EHEAe|E Y IR X}
= AAY F2E T2 om HAshs AR o= 31849 R, Rl XE UE e
& A ghskar FAfol| A o] YA E HASh= %4 ANEE & Zlojt}, o &
shal WP EA] IFS UE ElRAR|EY IFeR HASH: A= st
H D—o]AdRAA| Aglo] olyHele EX Yo FEZX|Z benzothiazolyloxy

% benzoxazolyloxy groupd AE|5H] Mol cheyet AEx & vialA 2
oIk olst 2o) £ TS Tefslor s A, AU SN gI0%
E5ur shbgol FRYCR A Hol7k di A L vl o
A

_ = = B’ %8]
Adadvgel Sodt shehEel it AlAE ds yehd QIR ke He A4
obl S5 shtEs o 9t AlxEAds Zde seE Addske A2 F
A 71&Rtoll A AHAS Roleki & 4 gk, weby FAHA | 12 53
ae FAgo] RAYEA) gherh

405) “The conclusion reached above is not affected even by the circumstance that the D—enantiomers in guestion
exhibit not merely double but approximately four times the flectiveness of the relevant racemates — a fact
adduced by the appellants and accepted by the Board, After all, if tests with enantiomers suggested
themselves to a skilled person as an obvious way of arriving at a solution offering increased activity, the extent
of that increase could not as a rule be taken as an indication that the tests — obvious as they were — involved
an inventive step, For present purposes there is No need to try and establish whether a different view might be
taken in extreme cases where the efficiency factor is so high that the process virtually involves obtaining an
active enantiomer from an inactive racemate. With a factor of only 4, that would certainly appear inappropriate.”
EPO Board of Appeal, 1988, 8. 30. T296/87 4, Reasons for the Decision, 8.4.4.
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— - O = L
P 538 A3zoA AEA tisto] ofefje} o] tAstaL, S3AdFAA
A3.0124005 E3) S5y A3EE BPC Al56%, Sel@ezol AUSs|ERo

A 53 avE zh=ch A ok

514 K3z

A2EB)IE FES AR TS ), 4Y71Ee] RS A
L ARl ulo] HoRE uf BALY FlEAel ] ABEA e W AL
e CER A

ARA Fedr|2o] figt #e|2+& Windsurfing International Inc, v Tabur
Marine (Great Britain) Ltd,40®) Pozzoli v BDMO SA409)0] It} Windsurfing
Tl A Al JEA weke] 4ehA] HIE =5k o] W= Ty
O XEAg A ofi= (1) A AEA JgdS 5451, (2) slid 7okl Al

SHY GA B 716 PO ARES Folubx g thel U 713
sha gAle] Z1eaale] Folela) T el A Az, (3) B EX $8H A
O QI AT G Wiy 7ol Xol o] A, ek Tl S H,

il
2] glo] /9] 71sAtol Al 9 Apolxo] At
1A oYW o] o] WS 27-5HS AR Hekske] AA i) 410
o]% Pozzoli Ao A JacobBA= ¢ Windsurfing 7]5& Heksto], (1) WA

Thgel ARl 1EE BT BAY edte] BY EgAS SRT

406) UK Intellectual Property Office, Manual of Patent Practice, § 3.01 (2016, 2. 27+ 2020. 10. &¥H|0|E).

407) Patents Act Section 3. An invention shall be taken to involve an inventive step if it is not obvious to a person
skilled in the art, having regard to any matter which forms part of the state of the art by virtue only of section
2(2) above (and disregarding section 2(3) above). E51H HM2x(2) 2! (3)2] LHES H1A 100H AfX,

408) Windsurfing International Inc v Tabur Marine (Great Britain) Ltd [1985] RPC 59.

409) Pozzoli v BDMO SA [2007] EWCA Civ 588.

410) UK Intellectual Property Office, Manual of Patent Practice, § 3.11.
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th 749 7IeAE 54T thaolletoR 1 oA XA JiEE ofsfet
ol WA T4 7eAE §4 7 AEA AES S45to]of
gt T4 7leAte S AAske AE T4 7R 54 9 Vs
Jolgts = 714 dAZ2 YR EE Windsurfing 7|52 AIGAS A&
3t Windsurfing 42 1949 E3Ho] 2 Ao & 194949 E3H s}
L Ag7|&L 7He)7)= 8017 Windsurfing ASTHA oA 2491 “2A] B

H(known or used)©]%=d|, & 80]E EPC slof|A= ‘A8)7]<(state of the
art) = F@sIIL QloH R 41D Pozzoli WHA = AIsTA A T2 B F8H

(known or used) & ‘A8 7] (state of the art) = H7F 33},

i
52
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N
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S
32 1o

2 fL m

sS4l X2
Windsurfing | ZXIEX 744 7|1&=Xte| 7|=1t xo|&™ X}
7I1E Ey ZHE0|A Syl e 7t = moy
a8 HE xo|¥ EH
4T T >
EAlO x5t
Pozzoli J|&xt EXN R H vy o} to|d Xt
= SARAl o EX el 4 7k B I
I (b) 71 e S xo|™ EX 05 Tt
£ (ML | 5llAd) <

{Windsurfing/Pozzoli TZ0f| U2 ZIHA Tty |Z=0| CHH])

411) UK Intellectual Property Office, Manual of Patent Practice, § 3.13.
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A o] 749 1 Mefo] mj$ Eeiskx] ke §F Windsurfing/Pozzoli 4
2 = ARgste] gk 4 9l Aloldl, 2 4% Dr,
FaofAer 22 HelE #8stol Aol ujzpx] o

HAA U 71Ed 7S kAR oty™ ©es] Aol Ao AuA] =

Reddy’s Laboratories

-

o Aol JHe ¥ Al met B Ml 22 EHE(13H).
Rig<E:Rl)

IG Farbenindustrie 7F244-& A5t/ 9 R AJS HESto] whheba] ¢hgre
L}, IG Farbenindustrie 7F21Ett EPOS] HIHES 2= Zlo| egslrial X
?lth, EPO= REA ek Al A9I7d 27 shePlids dol2 of A
gsto] R Ago] RAETAL kAL Qlok, o] AEof A ubA] b=
=3 o7 Qs

Zl&2otell oFrd 71e 4 7191 shAl skl w2 ot

412) UK Intellectual Property Office, Manual of Patent Practice, § 3.88.

413) UK Intellectual Property Office, Manual of Patent Practice, § 3.89("When faced with claims that may relate to a
selection invention the prima facie inventive step objection should be raised using the Windsurfing/Pozzoli
approach, unless the selection is so clear—cut as to make this unnecessary. If the applicant/agent maintains (or
it is clear from the specification) that the inventiveness may lie in a selection invention, then the approach used
by the Court of Appeal in Dr. Reddy’'s Laboratories (UK) Ltd v Eli Lily & Co Ltd [2010] RPC 9 should be
followed. In such cases, the guestion to be asked is whether the invention makes a hitherto unknown technical
contribution or is merely an arbitrary selection. If it is merely an arbitrary selection then the invention is obvious”).

414) 2104 108H F=x,
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el 91o]9] Aeolgtal & 4= glok, 589 7leAdl= &
2xA 3} Zo] EPS FAR-(extrapyramidal symptoms, A 2FAH)S 2H7|
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28-S 2t EFUAEEY U2 E8S8 2= Aol 49 EPO= E
< SY3tEol &3 AEolA FRA SR TP fARE IRtES EdIRbE
Hlugtoma] SsRtEe] 7HAe avE $8T 4 lokal SFIeh(T181/82
CIBA GEIGY/Spiro Compounds), ©] AFAoA+= 23553]9] ofd-&¢x}Ho|

olol ettt SAEE WEr|E AT YL AATL T )X o] o=
Zreths Afolvh gtk SR ofdgdAiEos gl ARd Ang 7k
o, gelo] sg 7|4tk 7]ojshs 144 S Ei 7S 2355504

L 8 Robd 4 9k Alth, BRI Y B 2HE 17 4ol B
A ke Som B u) TSP FARE ST oY LeAne] viste] £

Apglo] 945k S4L 4 AN gt

SR o) F R A2 AA AL =] QJstol A FAEX] =t 141 A
ANZE HE7FEQL s 7&Foke] A ue 1980 RS H B4ko] 7]
S FEARE AR 1M ShhEs st Ade 5717t lskE Aol
i Sk, Soi AL ofE AEHA] At olF uhrlste 14 i
A B 7S LafstdAd B SAE kA 2AY, HEE T2 ]
A, T Molet & 4 ¢l TR WS Wilolof sh=dl, il
ojh 22 SMARRT e SEEHA Ssklet, ApAEtitE 19804 =t vl
Fol Ssjurgol AgshA] ofrhil kit S5 ele] el el girk

22X 20| EPSE LYAI7IA| EeBME RUETE Sds A e
g | 2ot YoIUCt. 7izdAll tisto] 218 =
FAUEES Ad2I= 20M0llM 7i7k2 nj2lo] Eet e g Tied2 W2 Ho k2t £lof UL,
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Generics v Yeda R&D [2013] EWCA 925
[AF9] 8]

o] AR S3l= &4 FF A copolymer—12] THAH 2o it Ao
2, copolymer—12 Arsty b E sl (relapsing—remitting multiple
sclerosis) 2| &2]9FE<Ql Copaxone® & Huj=|ir i}, A|1g; Wy EA}gFo]
40kDaEs %38l= copolymer—1& 5% n|9to 2 3+S51a1 2~20kDa Alolel
copolymer—1& 756%% Z}5}0] $HG-5k= copolymer—10] thgk o], AlAJ4
o= ARvEIHY EeHS AR Bt BARF 7T~8kDa?] copolymer—1
o] &e& oA Fol veht it A3 ¢l Johnsons=i-> copolymer—19]| T
sto] Avlehe, AdA A =27]A4 Y (experimental allergic encephalitis) X| &
of Fz= AREEUAL, I AT Ao siFA %> Aoz yEhgten, I 74t
F2 TkDa dxetal 7148kt 1Rl 9] TkDad] EAbE-2 Ay o]x 9
Se7Ieel veht e EARFRD 14~23kDakth w9 2 &
Johnson=&oll= #1¢F &2 copolymer—12] #AFEF #oto] tisf obdd A
L} Qo] 71AElo] A YUt Generics® ©]% 8F3jof|A] BhE YAAEH
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Generics= Yeda R&D A8 EF|7} FX % AggES o H|5lo] &
31, 7144 Yo% glowl WAN AARAE S5 Sstgons
of & 2% s 53l tit vjs] e ekt S AT
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Johns Hopkins University School of Medicine/Growth Differentiation
Factor T1329/04 [2006] EPOR 8 ARdolA EPO H#HHe E8552 77t
= 71e4 adke WA o= Ax 71 =] flofof kA, 5 AleEH T
AR SHE 5 AeA AFE BRI 7|4 Ao Al s 713
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9 EPO Alhio] 414 9 =& Sl &
(i) EPC A56%+= 53
o] Jgshd 4= glojof gtttz Yz|of YR 7| %3 ZdOlE}
(i) 1 7]oJ8t vpm FAS= 7 212 %
A GERA] =t o= R4 Tt AR ARgS 4= %ith
(iil) 91¢} 22 A FHHAE 71e4 7] =
AR FFollA vehue tE 714 2
(iv) L&22] Q1o ola HFatdd wheh §-83t 7|e4 SE4% gle Agdges
HES] AR offtdd AR 7|ed REE o|fA] oz
g Zlojtt,
(v) E31BAIA ol BtdAgdol Sz Ao g Yehr] b2 71e2] auhs 2RAg o
choll A 312 shA] o gt
(vi) AIAoll oJs) efgAdo] Yepd 7|&d aits S| 98] 1 o]39]
TAE 483 = At
(vii) 7] &3t ggido] JAAFHETHH o e R {FFE ddstr|e
okx] FI} ZAFITIE o) 3l 27 2AZ WA AREE © Q1ekd]
A ok Hot
ANEA BAATAR % AP 71w oA Tl AFATo= ExFo
14~23kDa2 Yehtal, 487149l Johnson=i 5ol 7kDaZ Yeht} Qltt,
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g 4 gick 40
QEA AITHA RRolA 2 /st AL 71 AT Bkl 2
2 A koLt KM TR elo] Q) B3 URAHe] S Hiol

QI-83taL 91+ Du Pont 22 "HF2| %e)4de] dojd (uninventive) A=t 1
7

il o A9 AT o Ve wokE HM SRl sk A o] XIEA S Eihglolg)
I E e QloE AL sHHA, ERIPHE Y A7)7F REAY s Rk vlE 4 A,
R ko] PR = Sado] APt 22 7|eioko] &8t=A] offol &
2 Ikl & 4= QUTFAL SHQITE 418) o] A2 JAE Hf Aol gt 209 H &
SI2HE FUA BP0 AT 7 e ST ke H 8BS TR EEE ¢
1A} e ng ywBEolrt det A (House of Lords)S o]#3l Alkof 459
Z1E o] I H Tk Bkt 419)

olgl Lundbeck 22 Pozzoli 7|5 831 A4S 7|sA 7 Addgo=s
FE o] Abd Espde] =9 5717t Qlar, o] Ak Sedgol 53] gt
AWt e AE opyBER 1 HEAJo] BAHEC Kttt 3hH FSlo] 744

of sigs=Alol A= TASFH B2 A ATl

416) UK Intellectual Property Office, Manual of Patent Practice, § 3.91.

417) UK Intellectual Property Office, Manual of Patent Practice, § 2.20("The size of the class from which a member or
members have been chosen is not relevant to the question of novelty of a selection invention, although it may
be relevant to the question of obviousness™ (Du Pont de Nemours & Co (Witsiepe's) Application [1982] FSR
303, 310)).

418) “The size of the class may be relevant to a question of obviousness, and that question in turn may depend, in
part, upon whether the later invention relates to the same field as that occupied by the prior invention, or to a
different field, If an ordinary uninventive man would not be likely to look for the advantages he desires to
produce in the area occupied by the prior invention, a decision to do so may well amount to the beginning of
an inventive step.” El DuPont de Nemours & Co (Witsiepe's) Application [1982] FSR 303 (1982).

419) “Here, to look for a product possessing special thermoplastic and elastomeric qualities in a 20—year old patent
concerned with producing dyable fibres involves, prima facie, an inventive approach.” El DuPont de Nemours &
Co (Witsiepe's) Application [1982] FSR 303 (1982).
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H. Lundbeck A/S v Norpharma SpA [2011] EWHC 907

o Al Wt B Ay B2 EX(116H).

REEELY

1. o] AHd 53 (61453])
5—carboxyphthalide(5—cbx)2] A|ZH}H of

lu)
ot
(i3
oR
|o
Hu

<
alf
U2
fin}
ol
[
1o

e ZEihs AAFSIRH(S0s)0] 20~33% ird ARl Yal, O EdEE

120~145C=E 7Fgste] Aojzl 5—cbxE Fefol= Wiolch,
2. Ayt

ARA BAIARZLE Forney I, 11 A3 0] AAEQc}. Forney I GX 11
(“Reaction of Terephthalic Acid with Formaldehyde in Sulfur Trioxide
Media”)& H4HFHS0s)& 72 5—cbxE AJAFS 4= Qlokal 7|Afskal Qo
Forney Il =52 EEUU3|Ee} elmehite] whgo] tat Yaom, S
30%0] AH¥SkE ol @ A% Sl dhe) 7| AsaL Qr] mE yreAl
A3 g2 REelA W Aol

rlo

[ﬁ}ﬁ 87|

7|/ 3A19] o9

7184 (common general knowledge)¥} T3t 5-42] Abd (matter which
is merely known) F+= | 2] AMd (matter which is widely known)2] -5

General Tire v Firestone [1972] RPC 4#4-& <1-8-3F Beloit v Valmet [1997]
RPC 489770 2 Ueh} Qv 7]sdAlS REEA] 57439 7|aAbolA &F%-2
WS Fol=y AHgel ZAZ dHbF o g2 wrolEo] 2 A (“generally accepted
as a good basis for further action”)o]ojof 3t} o|= A RA ThoiA £Q
SHA| 2Hg-5k=t, 71/ A Adehe A2 EEolE AR W=
Aot PSS Adshs A2 T Aol Agshr] o2 3 585 o]

o] e 420)

tlfy

420) “Although it is in general permissible to combine the contents of an individual publisned citation with matter which
is part of the common general knowledge, it is impermissible to make so—called mosaics of individual citations
(unless it would be obvious to do so).” H. Lundbeck A/S v Norpharma SpA [2011] EWHC 907, para. 20.
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a0 1eAt B ANRES HEoR 49 F AgHoR WA 4 9

o
|=]
= W& 7l aldstA] ofysitt, £ Y2 Generics v Lundbeck

2007] RPC 32 w04 A3g7]&9] /HAIWEs Hil SsUg o] 7lsA 9
O

o] &/ 7IeAtlA A DA 2

HEHE de A = Ik 1 fA g Eo] 7]
S 0] B 2L oh1, 1&AAle B4 Vel Al AEeRE 54 A
g sdske d Aol HolFe A49) dRo|n o EAHM HAut

A & T4 TIeAt A HE ol d¥=E vl
A q

th 42D 9] Forney AEE - 71&734 0l ol8 A=t & 4 glaL, & BAR
&= o5 tHRA] oy Ri,

2.

AEA FA o5

AEA etoll= Pozzoli 7|E0] A8t olo] wet Forney I =23 o] A

A 5SEgS dinlste] 2y 7k E BHS7](unpressurised open
reactor)®] AHg-o] PAIE O] gl Yfth= 3, Forney I =2 20~33% LA%

AV} 9] WRg719] AHE-2 AASEL QIERs HolA] Atol7} Gitk. Z17E Forney
}b A

pol 7|6t AR = A7) Feho] AaretES ThAlstas
7 Jare] HEE 20~30% HEE S1ALA T Ao

g o zRe MYy dulstel £ 943 Aupl wEH
= 8 4 gir, uhehd B4 /14 WY glo]E Forney 189) g0 =
74t A W7ol A 20~30%¢) WAGALS AHgRIcHE Ao wi

o v
T, Sejule 1 AwAo] B,

e

ojAY F= ATl MR ko] o] Uul jge] MEA #Ev|Ed
A

H, 2 Adgeoz QIR Ve ayE A S92 Bod J9A

s

421) “In Generics (UK) v Daiichi Pharmaceutical [2008] EWHC 2413 (Pat) [2009] RPC 4 at [40] Kitchin J said: | can

readily accept that, faced with a disclosure which forms part of the state of the art, it may be obvious for the
skilled person to seek to acquire further information before he embarks on the problem to which the patent
provides a solution. But that does not make all such information part of the common general knowledge. The
distinction is a fine one but it may be important. If information is part of the common general knowledge then it
forms part of the stock of knowledge which will inform and guide the skilled person's approach to the problem
from the outset. It may, for example, affect the steps it will be obvious for him to take, including the nature and
extent of any literature search.”” H. Lundbeck A/S v Norpharma SpA [2011] EWHC 907, para. 21.
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gJele] Algfel AU grol AmAo] HAHD & AN FEska gk,

\VA-=3-1]
1, U XM THCh |

5ol S5 L Azl A R4 BEy|E] thate] FAT

AY71e2 5 g 7leRore] /489 7IeAtlAl AgehA] g2 45, 2
= 32 7= Aoz 2ot A3z A7) whE Sdo] A7 A1
ol b= Af-ehe, ole MEA 819 weke] 2 EA| o=

= o] 714 wAARe] AREHe] Lret X ARl BALY] 7447}
A 716A A AT SRR AEe WAL FREeRR ofE ARAel B34 ¢l

E
=
o}
O
1o
H
=>é
:I:‘;
T ]I_u
EE
‘_\3_1‘
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o
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)
30,
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S
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of o] EAJSEA) ehrhal sto] Falukgo] HIEA] Xpa pe omq E*u

AEATE FHET] AN EYLS Aests R0l THs(could) Bt oper,

42?) Patentgesetz § 4 Eine Erfindung gilt als auf einer erfinderischen Tatigkeit beruhend, wenn sie sich fUr den
Fachmann nicht in naheliegender Weise aus dem Stand der Technik ergibt. Gehdren zum Stand der Technik
auch Unterlagen im Sinne des § 3 Abs. 2, so werden diese bei der Beurteilung der erfinderischen Téatigkeit
nicht in Betracht gezogen.

423) EUESZ0 zx2 MEE ZUEY S TR 4Y of¢l| RMUE JIXILE FFRC 24Y 0|20
FHE ACEM MALH0|| siFdl= ZRE TESIRICE

424) Meissner Bolte, “An Overview of Patentability in Germany”, Lexology (2019, 6, 5.) https://www.lexology.com/
library/detail.aspx?g=9a159502—b308—456b—a3c3—18e2a3i930e3; Think IP Strategy(3 196), 668—6609.
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0x

ofe) gTf 2B ACIH LAY EAL Sy Tas F shtel
=z} ?:‘}-;-11%_] /ké Al

o ARIS| MR U AFA HEH: HTM AFRA HE ER(1259),
REEE)
o] A A% WS Hxio] HAHTh ANkl QAR 8~16749] wha

425) WIPO Standing Committee on the Law of Patents, 28th Session Comments (Germany), Note C8728, htips://
WWW.WIpo.int/export/sites/www/scp/en/meetings/session_28/comments_received/germany.pdf (2020, 5. 1.
SO I)(“Finding a new technical teaching cannot be regarded as obvious merely because no obstacles arise
when moving from what is known in prior art to the subject matter of this teaching. The skilled person must
therefore not only be able (“could”) to apply a new path to a solution, but the skilled person must also have a
concrete motivation (“would”) to actually follow the new path to a solution. This evaluation requires that the
known solutions gave the expert cause or prompting to arrive at the proposed teaching. In the absence of
such motivation, the subject matter of the application must be considered to involve an inventive step”).

426) WIPO Standing Commitiee on the Law of Patents, 28th Session(Z 425)(“The fact that knowledge of a technical
fact is part of common general knowledge does not in itself mean that it was obvious for a skiled person to
use this knowledge to solve a specific technical problem. As a rule, therefore, the application of a measure
from the specialist knowledge also requires a motivation”).

427) 2L WEY 2XE BAIECR gste 0/t 22 RTE AEY 712 Roots MUHE2 Y
OlAEIZ 2t 7[XHsta U0 AR HHOUAIME I22E So{dYe E2|W(EL of|AHEL
D2HZ|ENH OIAHIZIE HAERACHD & 4~ gleBa A B-AHE K| ZaIRAC
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e 7H A= EUREAL A EE AR A2 olu] Al
371E Yol YeR ik EEEAL oA 2E A2oAE & A= A
deA s FBAY 7r(base oil) 2 &EFolA AREE O] it Ee2)-dlof
e A ok AL FA S ZIeAelA & dEA A

Jgud S VleAe HuE oldw glo] ERUR|EAL o AH 2R Y
Z2p-dlof skl 7IHeE SA A 71E V1rE 2ekehal ARk Sl Aot
= AT o AAE Aloftal Hotof g,

AREd =l vehd viel ol 87 242 sk 7142t st S
of d¥ba HrhEse d7isto] olRoldly, ol w8 24E2

=
ApA 2 kR Addolek, ol AFE 22% 2Bl WY
walthu
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I
N,
>

1

T ©

g R EE golAeh BAste] ARA RTAYE FE5HK
[e)

714Ap oln] el B MRS 2FS ART 5718 /HAA B B4
et B3 WEY BAVE YAHOE AFE 59 4425U0=RY o
o

715 d& Ao

op3 Esuyo] fESIHL Sy oni o]t

AR Fojok g,

428) BGH, Xa ZR 92/05, Urteil vom 30. Apr. 2009 (Betrieb einer Sicherheitseinrichtung).
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717 A4

-

AR et 7led AR 5 ad, Aol dig 7idl, 444 4,
T80 S=, Qe Al 52 2244 A|xof sigEnt. 22H4 A O A RE
s kS QA 4 gle 29 4ol et st s Ak 2 As o] 3

Pl3hA) Sde] AFATt s Al ZdERs Zle Bl AR

EolE| A7k} B, e, Uolr} thete] R, BAsI ALl ofeige] 4 1
HE 9 53 55 bl Tejslofof g0

g oF&E-9] 135]-8 x4 I3 Dreinahtschlauchfolienbeutel A}714300]

A S8 AR SeAEY 1A 43 Salvt fisichs 2= Sol 59

wrle] AmAo] RAEA ehechn FAlUT AHHEAS Souo] et

Euy T ol 59 ALS ST 7l&Rool A 2 oA AbsfololA] A

A

= O -
. SEEAIEY] AdA A3 dE Y A AR

s o1l me A
o917 SSuyLiAel oFBe) T AR BAO) Z1EHelA olu] GHAE Zolg)
chan so} AEAS FY AYEF WA WA 9ol glrky Berstgct

429) WIPO Standing Committee on the Law of Patents, 28th Session(Z 425),

430) WIPO Standing Committee on the Law of Patents, 28th Session(3 425)(“It does not depend solely on the
probability of success whether a prospect of success can be regarded as sufficient for regarding the pursuit of
a certain path to a solution as obvious. The urgency of resolving the technical problem and its expected
techical or economic benefit must be taken into account, as must the time, cost and effort of the work required,
the lack of alternatives, the nature, scope and effects of difficulies which may arrise along the path to the
solution to be followed and, finally, the risk that such difficulties make attaining the goal considerably more
difficult or the goal unattainable”).

431) BGH, Xa ZR 22/06, Urteil v. 30. Jul. 2009 (Dreinahtschlauchfolienbeutel).

432) WIPO Standing Committee on the Law of Patents, 29th Session(Z 7), 14.
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oUE EI B EAS Zhechd 9ojo) Aldjole} & 4= glof m Aol AAE ol
o}, olegt Melgle] B4 vt B Auuigo] B4 AL AelE) oL e
F ge} vjmste] 7S Eofof dith, wrel oo]o] 7 Falr) glrtu Ak
Qz]o] ae} ARAE RRw ofof FTh 4 EH, 54 7|&uA] et ofe] 7]
Siel 5SS AlEsh Wyl distel, Ws] AR 7)Aol ThE Wkl
o ATSAL §18 Ao HPS Aoleta so] 9] Aduno] xjls] HnAy
27X gheth s et e e AEshs o ofg ol Aol 9l
& Zoletd 12 Qs ArAel AW 4 9, o HA MR o] 47 Al
o) woll = ARAS AFsH 277 D 4 QIrkan) g EAO) 7147t ol
A9-0) 2 Tee Aolet Ho] AElx|, B WE AP 7} Aysitta & 4
.

H1
2
=

ATPPI7} 20091 AARE Aepdrg o] ejof ek 2AMsNoA U] Hs A
R, Fo|X] oAA[4898] depdvy SpghEe] diske] (1) A% ¥y
UERFA] 982 H2A=A 2 o]fo] W 7EHAY SHEA &2 49 (
Fgo] FAH 2 AAIRE Skt vaste] o]de VA= AR e 3lon
ofgfet o] 49 VIeAt AT & e AololA LAt &

T = /1\:1_
SHES SR A0 Holk A%, (3) HAAEAL o|Fe 2 o= veht

433) Jochen Ehlers et al.(F= 201).

434) WIPO Standing Committee on the Law of Patents, 29th Session(F+ 7), 14. (Rauchgasklappe, GRUR 1996, 857
21)("Moreover, the selection of one of several alternatives to the solution of the technical problem, which the
skilled person can recognize having regard to the state of the art, cannot be regarded as being based on an
inventive step merely because, from the point of view of the average skilled person, other solutions appear
more suitable or advantageous”).

435) WIPO Standing Committee on the Law of Patents, 28th Session(Z 425).

436) WIPO Standing Committee on the Law of Patents, 28th Session(F 425).

437) Jochen Ehlers et al.(3= 201).

438) Jochen Ehlers et al(F 201, MIEHS RZ X|ADl= S22 Zalel= EN X2 1 ENO| TS
SIIEE JHAlet QUCh x|gtE R2 221l Y/E= Sl0|EEA IF0| 9f6tt Xl Ee HX|etE 25 4
= O 2tolzut 20| 5 "olot 2872 49HE e Eaetes FolwEot H A8NE 2o #AIN
MEHZE= i ADH0] JHAIEN] QUCH 0|F EEE L2 499 2 & £F 2tz L= EY etz 289
ez FME0f Qo MEE BiCjZ Ee 2t 152 M0 FHH2Z JHAIE UX| LT AHEfe
ARl SieiEE Ma7 =2 Aol LIEHLIK| St 7HE HARIZAIC] Aler HEE 7HKle AeE 0] AT
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439) Hyewon Ahn, “Patentability of Chemical Selection Inventions: the Olanzapine and Escitalopram Decisions” (3=
208), 31-332 &1Lt
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oje} o] At #WAoM= W AEAY TS f AP S A=
2 FA] ZIeA e Aol Higt siaRebe] HAS Aldtehs SR AdE B
ol JolA, tE A el Ssdgel o AT o] RE=A] J3% &
HA o] He A2 oyl shlvh. S 7P 2% st EHe 54
gote A2 ARA AES wiAIR] ol AFgol7] WiEelth o= A¥dHe
TRz dEede] lojAe FAH A 77 Hastal, BE AdEEe Sl
olm] A sfAYUEEL ¥ et HEH S HaiA} = T 71eAke 9
=7h et A sttt 440 2 EPO7F A A d oA AT o] E4

440) Think IP Strategy(Z 196), 668-669 (“The Federal Court of Justice when assessing inventive step usually
stresses the relevance of the skiled person’s motivation for approaching a given technical problem from a
certain direction. In its recent Olanzapin landmark decision it was also pointed out that when assessing prior art
references as to their relevance for the inventiveness of a particular subject matter and for defining a potential
starting point from which a skiled person could have begun his ‘search’ for a solution of a given technical
problem there exists no precedence of a ‘closest prior art reference’ over other prior art references, Rather, the
choice of a certain prior art reference as a starting point would need to be reasoned specifically. Usually, it
would be the skiled person’s intent to find for a given problem a solution being superior to the solutions
already known in the prior art”).

441) Mitscherlich PartmbB, “Office Practice — Inventive Step Attacks in Europe and Germany”, Lexology (2018, 2. 27.)
https://www.lexology.com/library/detail aspx?g=d1497127—-0e84—4433—ba70—d484b6d6e6189. 0| 22 T855/15
o 52 QEsHHM EPOMEHR ot SHtol MAUHS wHo| EUX|gez EYch= A2 ARA TE9|
QIRdo] ICt Mot = AN 0 AR UES Fotittn HESIACE (... In fact, the Board
finds that a consideration of what the skilled person would do, in particular whether the skilled person would
select a certain piece of prior art to reach the claimed invention, would amount to hindsight reasoning. This is
due to the fact that the skilled person would have to be assumed to know the invention before an argument
could be made as to what he would do in order to arrive at the invention or not. This conclusion of the Baord,
that the selection of the closest prior can only be made with hindsight knowledge of the invention, is strikingly
similar to the standing case law of the BGH.”)
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AAe] £A) AR Aawde] AusiA Sef gic shelehe Al H g
A5 SRHE0) o 4 AAE Holll WL Aol g Ao walth uf
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0|9} 2ol oWl O] A AL 4] 71EAlA AFFAL, Lot 1 &

g ot % 15] 9192 Flolet ShEetE MAAHS o Fol
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e 442

Vo=

U2 S AEA ] B3t A|29= A2l A A8kl et

442) WIPO Standing Committee on the Law of Patents, 30th Session, Further Study on Inventive Step (Part 1112019,
5. 7.), 6; EPO, Case Law from the Contracting States to the EPC, Special Edition 3, Office Journal (2011), 236.
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Shc} 444)
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off FAEEEE 2Eote] 2L 0|2 71507 A=Al Tkl FA
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A43) FEFE (BRM=THFEEEEFE-+—S) ETTA%K2 HHFLBAICZOEPOETIEHOSFICH

T3 BEON#HEZETS2ENMESSICBIS3EBICEVTRGICRPAEZTEZEN TEREXT. 7
DEPICOVLTIE. BEODREICHMNHBS T BFEZITEENTERL.
HAR BN AARMEEAME ] U2 Eo{(KRE) HA=ZS &L HAX MAHMEEAME, L=
E35{ (2020, 9. 4.) htips://world.moleg.go.kr/web/wili/lgsinfoReadPage. do;jsessionid= HDPzEI3vOxa84yCyxUB
DBNSJUSBASTAIXpkX4AJNWR2Ja60r0acdTaCEDai78cly.eduweb_serviet engine6?searchPageRowCnt=108A=A
&AST SEQ=2601&searchType=all&searchNin=JP&searchNinICIs=1&CTS SEQ=2931&pagelndex=2& ETC=188&se
archly=48&.
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H, oI5 STHE F& ARSSA T ek A AR o 2=
2A Hojd B35 AAtke Aol ZIAE o] ek AA[] 10 B 8o A AAE A
7] TEEle et 2aE 7] Rt 71EelEiaL & 5 J7] w2l $8Y Vs
A= o] THHE Ve R siA AdEE EYuo v HET FFE AAT
Zolal, g FFHle ALY 1o AAE 7] THHE A4 F
Fel 7leAs ARE 10 7iAE A7) SIS VIR s AR &
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FHE &olsHA == .
SHIA oA A7t A&t iAol S0l E2H A, B, C, D ¥ E°fl 4
5h= 5714 2ol Z8 ™ (Ultrahold strong, Luvimer MAEX, Mexomer
PW, Gantrez ES—425L, Cosmedia HSP 1180)& Z+Z} o] &3t ZAE 1 WA 5
o Fol2 Fe|m A~Eof TFE R ¢h= Sol F2|H(Synthalen K)& ©]-8-3F
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SETNEREA 2007. 1. 16, THE[IAM 18H(1747) M100772])(S7|ELAX)
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718 SgAE Bk, sEagolEt Rl FEAE daAlvle 4ol A7
© A2 e 39, HHAA SEolME et A4l wyske A Y

= 20 714 = o] dtkar Hopof a1, Zg o] 7]E A
A= 2, 30 71 Tz AAREC] ATk 45 HYE 3o
Aoz i Z2; ekl YA} B= 75 Ze
Az 721 BljkE AAISkE o] AHAIEC] Qlar, A BAF el YAl A]
75 =UReEN BrpNlA| Mg o]k Agtuto]l dAA|SHA 2 A
TES 2he 208 opy et Mg At ol dARer S =t 2ohilA] A
£ 7IELaAbe] Wg3ol Z3A7]= Aol o f7|ELaA7E 13 es Uet
Wi, F71ELaAe] W R 24 =53] fFastths Alo] 7]AjE o] ik, 459
gk, AR 2, 3& 7 Y TIeArE Ay 19 At
PO 2N o] AL, 7% W] {F7|ELaAL

1
£ 7l golstelrtar Bojof 51, o|o} o] ek

.

453) " ERERHEIC LN, AEHEBE, NULREY, ZOMEHE LEFICAVLSINEEBEMRICONT
, PFEDESERENTERENZIDICBROEXAENZLHILTUES NREBEX] LFEN
ZEEEMHIL, BEEREDEHE LRFERHUETEIEEREMRELL, NULVHEHIILER
ROEREZMHTEEEEELZEANL A ERAMBE L THVB ZEI(CLY, CORBELZRR
U7, BBERLDBHE LRFEBLEDTHEENBOHEINE. §aHE, REFREHN, XL
JUEMDLRL EE—DDBREZIFEERLTEEEABIRTEZEICEUBNORE, HZ
UEMERKMHETEEHE LRFORIEZEBEELTEETHY, LMW 2T, ABEERNES
HEETEHILT, SEREERZFEANTELILL2TEREDHEEBZ LN, HEEDTIL
BROYBRTH 2/ ENRETHS. ~ TRDSIHEA 2007, 1. 16, TH[EA 18E(1T4) 100775 ],

454) “BRD T—RIC, BENVSREILEET DL, DTFRTTEAREERL, BEEXEMEN BN
FRVITEZEENECBZEEFFTMIIC -, NULVRAEDIIEVLTEDMBIRENEUSZ L
[FFRT2(1C - - BEHENTHY ) EOHICRU TR, RERPORTREL BHORAREL,
ERTFIETHm2, 312 CREBEXOMHICENLE, FITP3I10) RBEXIIRRENTLEEDELNES
/A0 T EFISXEA 2007, 1. 16, BHE[HA 18E(1T4) M100775],

455) “JIRIC, LRIDEREEEICINGE, THTHM3ICIE, BEBEXOREORRFELLT, BRH2TD
RICUBEEEBEIMETETIEZEANTELICLY, BEDTFOSEEMETEFENHEFRSN
THY, BEDFRIIAEEBREFYAL/ZLILLY, O-AIVEEEZHVETHRENE
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Vi 3=
1. gt ZIHM THE|E

Aol el 9 A ofofs) 2ol Aelstel, wigel s 2 5
I AL a7ste] S5 o] thaat AgAer sle] thapel

re A

Fell71&ol Hlste] Wrgo] R A SN FATE

ofu “FHG AWH B 0| T | EAolA AFSA g S ul
oh BAY 71eA7t 2UY Bl SHUAL 7|E0R AW7|SRIE ke B4,
20, ARE Bolo] ZUWWL B2 4 AUrkE 1 WHL AE goln £y
3k A4 Bxo] gl Zolth 49 G “BAT A sk wigo] Aal7|&o] uls) £
ot 7144 HIE W 4 S oushed), ool Hehlol I Ao Fu
SHATtAL 7129 Z1&THAle] et A2 e A ANSHE 49, EE 9%
3 71&WAY MR FAFS hESH: 497t st 00 wye] Aol el

93] Wash AR 54 W AR} 47} ol o] 7|ze| wakstelof 5t

ULLBLWEEBRNEEZETELEDARETY, BRSTFRICLFAEEBEREZEALO-AIVEE
REBHME LRFORREICEF LS LIS, BHE LETHEREEZRL, B#E LETOREX
MREUTEBHTENTHZ I ENTEBEESNT S, ~ TITSHEA 2007, 1. 16, THA[TA 18E(174)
M[100775].

456) HEAREMELFE E2+24% GEM, 2REMERAML, ZAPABRENEREHFRTNEEN
W, ZXAFEABIRMFRTHDS. HAS CLWEAGIS Al S)(F 241), 28801 M 2IE3IRLCH.

457) = ZIFX[AAEZ Guidelines on Examination (2010)01l= ‘prominent substantive features' 2t HHAZ|0] QUL

458) = 7 FX|AINEZE Guidelines on Examination (2010)0i[= ‘notable progress’ 21 H |04 QICt,

450) =+ L7 XIAAERE, Guidelines on Examination (2010), 114, 2.2.

460) == ZIHX|AMEZ Guidelines on Examination (2010), 114, 2.3,
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FHoz Bekshs Ho] BEHL ¥ kA BE 242} ojn HEY

%
ofof Fhehi FAT A& ohebs A} glet. a6

= Y TleAE Ve R Adried BlFof Y
Adtsh=dl, o]& 3EWH(=4k)oletale ghrh 462) 3HH
< A FAY7 e 2, L] Aol Ve B, FAY S v

2 o] 71&uA) iAol AR Weto] B4 /et golskA BET 4 9

e xo|d @ 0|5 ofE
& P emmay Tict

(3EHoj| M2 s AEX B K70 W)

FAY7 e A dHo] FEe 4 EAS A ddd o O wd
o] 7127} "k, 71 22 7la2okl LehuA A 2y 1 s 2skalat sk
Z1EA, 71eid 5ol 7P @AY, At TR Ve S TP Bl
MABEAL e 7lee] FAd7|el g = UL, 7Iedort HErte F
2@y Vs T = oA I Ted e 7P Bel AAekL e
NEE FAYeR & o= Q) FARYYEY S A WY s9T &
ofof| £3h= 7lEw FAle= Tkstofof Stk

461) QIS A )= 241), 313-314
462) = 27 FRIAAFEZE Guidelines on Examination (2010), 114, 3.2.1, ZIE=84(3: 243), 143145,
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(2) W) Kol Gt 7| A 9] A

Z1&TAI] AL WA o] AWl Hste] 7HXE 714H EHS 8%
sk, olelst xjo|do] gurshs 7|44 Fate] 2AS ] 1 wol A2 ol
7147 A Sdstat she AX

FAIA ol 7IAE 71EdAleke o 4 UL %%él—‘?**c}g = AARo] 1 3

A FAW &0l wet Az B e 7eTAs 2w et ge) B
3 Supell glom, 1 wgo] 2 7 maks oW ZolE V4TS S5 o
7122 AME 4 oL, thik BAIA VIS siRo® BA] 7Rt Q4 4
9= Rlolofof gk 460

71 BAC dhste] F3 SalM AAHLROI ML “EolEUNT EX
=518 FolA] | AsAA SHe 714H AR FAE Ao] ohel, BEuruz
Sho W ER AgAIgte] AR AT 4 Qi 714 BT BE Thg At
& LA st sk 71ed A gkl 4
TP ahele) 400 gh FE So] AR(2018) 0| A o] el zjo] Wz} 7|4
o B4 AL WA FAWY|ES EYR WEe PHEAS SRSt n(w
). BAAA TR S AN A7 A S B, 3716
TAIE vk 29 Wo] AX|E Sastunt she 714 T2 st Qe WA
Aol FHER o] heHt 7148 BAI7E 1A} A gk A, TSR] W
ol Qo] 2§ Ul wio 4 A9kE BPgstel, olg EYf= 4y
AECHIEA) T A Eskan gle 460

r>~
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N
i
o
el
i)
X
o)

(]

1 &
o] AR s AsLA} she 7]14H BAE &

8) &ol=ZE o It

SR SAE Y A7) 2E] 7 ETAS ko o] o] B4

463) = ZIIX|AAE=E Guidelines on Examination (2010), 11.4., 3.2
464) = ZIFX|AIMEZE Guidelines on Examination (2010), 11.4., 3.2.1.1
465) QINIE[A X(GS Al H)Z 241), 315-316
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o] 7l ARG ANAS Bt wHo] Kol de Fal N&IAS
SAFEE SHe A7 ofn] AR7I4e] treht Qlrke 1 wwe
E40] gz o] slof AHmAo] LAt

AT AHAO] fRL PR o] V| ERIL YA 7FOR WG
Stk AR ol o] NS o] 7lEmuE 1) BAT Aus} AR A
dl= Asfstan glek 460

(3) o] 7]
(4) U3 2AH w3} glont T wWolMe Holul FHH VERE 7
A= 7S

3h 9] 7120l Hate] AMAL FASHIo] @A weshor she aAvt gl
o7lollis A7) mlsATA 714 WA FE, AN B 714 w4

SPF AAstAA AESG O HASA B 71 4H HAZ AT 4y

= e Roolld 2% gk AeA AT Rl ¥ X

s 9ol WMol a Iefdt WAL FEste] JEWAS HAT WY 5 FUR

AAH AL 7 AT ARG o] elct
A

al
A E3E 716H Bk A2E V)5S FAsHE oA WElS UEhhAY

ox,
)
2
re
K
=

T

T

lo
2
ol

467) B2 ZIFX|AAEZ, Guidelines on Examination (2010), 114, 3.2.2.
468) = ZTIXAAEZ Guidelines on Examination (2010), 11.4., 5; 6.3,

303




MEHSIEO|| 2ot Hlm A S HAF Mol T
Comparative Research on Selection Inventions

oA Tk A WBHE Uehi: Z0R, 5 oldd wi AN v B oY
& 4 qlh oA ek AEh gl Wgelehd R gk WAL o2 ol
Aol sh@uere] ApHskA) ehrkal & Aolnz, olefd WS E3F AWA 5
A& 7HA B AR Ao] glrka molof s} Sl o] 3ukA Aol A8 F
S Foeh A4 EAL 7T AT ARES o]k tehbs e 1 7]

2 Gk el R FEAA O] FA| HFE Fol ARAL BekE AL oy

Lo

|
>
rr
&
]
o
W
g
>
o
3%
£

Z|TOIIHY 2017, 12, 20, M1 (2016)RE:AITHMA1S THZ469)

ofehd] x/AEo] Aol gt
S8 AR A1 Wl A e
Hl='2kar 7] A F2 o) Es o
=2 714 9 R49 Bl T 101]/\1 67119] EaUAE b= A olgh= 7|A)
2 AHALALAF 5L, E5A A Y3 (Patent Reexamination Board)=
L olaE|2 o] Aputo] S ST sholck, S8l AR} ol W A

& ATES A=t 5514 A I¥E= Ssdgo] Addrgol s M=
Aol RAEA Tk S, oleAAA} olo] Buel Awg FTei%

t} Ho) A= eIHIH ¥ (Beijing No.1 Intermediate People’s Court)2 E3&%

-

Sge wAY A2 Ex gL 9
2, vj4 Y402 7] sl ou o

BHOE o|g7HsE @ Ei of

I>ﬂr3‘:
>.

o d 1__
O] AL 2835}, oA LFAMH A (Beijing Higher People’s Court)2

- 1= 1=

469) Intellectual Property Court of the Supreme People’s Court, Judgment Resources, “The nature of the Markush
claim, the amendment to it in the invalidaito proceeding and the method for the inventive step judgment”, http://
ipc.court.gov.cn/en—us/news/view—15.nhtml (2020, 2. 3. 22l); Supreme People’s Court of the People’s Republic
of China & World Intellectual Property Organization, WIPO Collection of Leading Judgments on Intellectual
Property Rights PRC (2011—2018)(2019), 58.

304



Patent Court of Korea
International IP Law Research Center

uh4] e MR s ’
2 S o] Ao 7147 Eake Aay AXjele] AT §AS wret
A A T 7

(2 ax)
1 npa B7ake) B

up4] Pae sfshiw Rl A theol 9IRS
517] ofelg o] 2 EFsto] 7T 4 YEE FH= -8 Aol
£ B3] Wels Mz BAs £ 4 lvh webd 34 el ot
T4 BT QA AAstelok BTk v HTael offel mhe
Psgt xito] Zatelt siehe vipd] WAooz e Yy A% Y
ESACN i Shel Yol AR HE B delsisiels 2 2

AT BAR WNES 2 okBo Hrl th Wl nhe4l BTRL 2] e
SRIZEY Wioler|urks ofe] TAALE 2 st Yygros Holo}
sl

2. REAATA 74 AT

shspm o) 443} o] A 8ol ul4] FAOE sl HU FA
Aol w919 BHRES U] 5] 5T B Txe} HA S TYSES B
7188 e 4 nefsh REAR A 0l JTFY 3 s EolR
AASHA Bestolof Gk, k4l HLFY HHL T2 13 Mg o]
7152 b SRR BENS S btk 58E 4 olnh 1oy
il FSw irk, Wl vhR4] ] MeA F of Wit AT 4
JEZ by 1 AR <lE) REWrt A& eele] AEE §EhA] o
o stelel 1 REyle] Mo s SHnayslel e 35 ey
7ot 5519 san Ao g Aol AsiEt,
3. b4l ALY ARA B

up74] AT AR BEE o 5
2o} alabx] ok 7l Rvhs 2184 Theo] 7]ofshs 2
2hA WA 38 Fwol O3t AES Fukl wle] oA Rk

]

fr
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For AEAS NS o QoL 394 2] A= glo] 2t avs &
el A= oF "o, o= AR X3 Ve adiets 8aole ARA aEe] A

Zo] qlo] 543 A Yole Aoz A& Ho A= ¢t H7] fiZo|t}, 470
of AbdollM FadH Y 53U Ve aaket A A9 10, 17,
50, 699 7|&2 AIE div|ote] JEAS THsI=tl, 5314 Adsldel=
FRAA|A olef D2 AR E shA] eiskal, ] Haol= A
AE BlojuA et 9ol v, 5317 A fldeiet Al 39 A
oHE ZEot] Soidy A 13 AYE S vl & F Y el
Jol A H L s}

OheE I W AEE B8 WY IR dHT|Es Ao 2N -2yt
e e ey (Fid —sheiziad ) ol 285 AR ddr|Es gefdd
o Aok, AAp|ES A9 53 WY (invention by selection)” @504 off <]
85 dlAE skl Atk

470) “The judgment of the inventive step of Markush claim should follow the basic method for such judgment, that is,
the ‘three—step method” stipulated in the Guidelines for Patent Examination. The unexpected technical effect is a
contributing factor in judging the inventive step - it is a kind of backward judgment method, and it is special and
does not have universal applicability. Therefore, only when a judgment on non—obviousness can be made
based on the ‘three—step method” can a patent application be decided as involving an inventive step based on
the unexpected technical effect.” Intellectual Property Court of the Supreme People’s Court(3 462).
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Guidelines on Examination of Patents, 11.4.4.3.

(1) BA Q] 7154 E 717 2 B A2 11 753 Aert 553 tiors ¢
oA AERt Aol AupA] i I g o= Qlsto] o oA Rt awt
7} WA LA ok A
of @ Aol osto] th=9] 7harR o] A=Al S-S 7+

Q& k= 39 ek 213k 3] A7|17tEHH
oigt ol a, Agjo g Q| o] &3t 71&e4 aaprt

s

[.

(@) @ 742 AT W9 o] A F 54 A7 SEusl, 1 o) the et
EE A wmos Tejsh Aue Bl V147t AAFES] AT
sk 4= 9l Aoln] 1 Ao lslo] ofW oA %3t wp} WwAs

=
w&e e e SAeR I — A9 TeAe }—EHA A&

[} = O =2 T A

3%

o 1 uHe 2HE YO LEQPAS M) St AR 2HE Y F 4
B XS B4 HAgoR Agehs A& SO s, A X 54
Hadre AE X T 2R Yol LEQHEA 7H) At ew
R A  CECR DL E

(4) o] ABOR Q1) alAbx] B3t 7|44 AAE 4K 3 Fesk 42A 54
2 7HAe] BT 21RE etk W] 2ae] Qg

ol : BeIRREFAR] Aatel tall AiAlRt Aol w=AE dw 1
= (mol) H¥] 7FEEAAY ofn| = B/ ok | SujA o wlE
OHTh 31 100%=8 et 2AY 2ok, F=013] ool SufjA|e] of2
2~13%0|3L ZujA|9] o] 2%Ed witE Aibdo] FrrRhtal Lier
W oole e, Bl VieAte B A ST o S
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0x

Ao g Helaa @ Zolth, HeZmLEAL YA et Al
shol A ZulAE 0,02~0,2%82 o W7 AL AL S
11.6~35. 7%= A4S 2 ABlstgon topt he2e] FAE thé
shE|olet, ol % AA Ao Tejshul o we] AuE Fl&uAel

b2 A X A mEshRlen R W) ZHE o] QI HT

Hd Tyl FA9] 7HsAd R VA T shE AdYste A e AR Fe o
2 diet F stuE 27T sk Ao AuA gerh I Aoz s ot
AR et aaprh AL & = glo] U el AEAL2 R oo & Aotk
= 1 Ao Qlsf] oAl et Bt e wrgelstd 1 dE FRE
A 54 9 AT AEIF drkal Hop ZlE Ao IFH, 7 2hAnAIel A
Argel digh 33 o] A ol 11 B FARIEAE S e HH
L, 2hAmAo] Hste] @8] the S-S 2= B9 Fol sig kA

gt ShghE ol disto] HARAIRS F24 fAMSS SR oR dHnh )
A shebEt A0 fARHA] e AR Sy ANE 7=
AGA et S A Frek ek REAde It 24 4 Q) v
A9 Bk 24 ARl Qe sitte TS WEA] AR e SEY
B7E Qlofof AEAgo] 1FE 4= ek A7) vh wehd 22 fAMdol 1 H

Ao &AL B, FE, Y 5 B Rk
sl

AR Beo] glo] MEA AL ohEehs SAH R 22 fAMe] 91
Hi ARl RE BEA, A T o) AH|E, Gmevt ojide, sy 19, A
A7) FUsht 1wl AelA @ X B2 BFE, el oke] ‘ol

A= Guidelines on Examination (2010), 1110, 6.1,
A, Guidelines on Examination (2010), 1110, 6.1,
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(isomerism)’ ggHeE, 2RAulA|e} Fsto] AR, SR} So] k4™ T
Fz-av IA7F UHS A= Ao 2 Wy
- FE g2 o] He EUsgtEo] FA|

&
o FxAoR §Ate] Qo] RAHTL B

L 5 29 el e A At A u1 olofof sk AlE|o] e
A 7|44 TIHE AAlSkolof Bt 419

sfol=wul el GEA| ARvtelol] thek dAPE T A 7k
disto] wlo| g maelul g ele ofe) waolA Ale
= 1

E
Aol ol g=] 3ot 71ed ads zeAlo disl

P ) e
H|O| R ZOITIHY 2016, 7. 13. M1 (2015) 5 17(40) & FH[28795 A

ERuEd A AR o et Ao = T AR el Al
T 2-OMEAb-(o-AFRIRL/ 2N -9-E2 0 2WH)-4,5,6,7-H =
E‘rélE Elol| =3, 2—clu|2d (o8} "Zefe1dlh) o] A4, Al2g EZefpEle]

ATy dukAat ﬂﬁﬂ I AN R Zekeade HASEAL ik =S T
A bdoll dish Al drgetA do] Aol o
A T AR o] Al=HE s 3.
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of gatme, AwA ek A] 7 Ao] oA E£7 7|4 mIE NS A
s otof shth, aethe of Al B3 7]&elat 7] Zeprad o] ofstH o
2 58715 90| wnkg umsjof s},
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481) In re Baird, 16 F.3d 380 (Fed. Cir, 1994).

482) In re Jones, 958 F.2d 347 (Fed. Cir. 1992).

483) Takeda Chemical Industries, Ltd. v. Alphapharm Pty., Lid., 492 F.3d 1350 (Fed. Cir. 2007).
484) UCB, Inc. v. Accord Healthcare, Inc., 890 F.3d 1313 (Fed. Cir. 2018).
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485) In re Petering, 301 F.2d 676 (C.C.P.A. 1962).

486) Forest Laboratories, Inc. v. lvax Pharmaceuticals, Inc., 438 F. Supp. 2d 479 (D. Del, 2006).
487) Sanofi—Synthelabo v. Apotex, Inc., 550 F.3d 1075 (Fed. Cir. 2008).

488) Merck & Co., Inc. v. Biocraft Laboratories, Inc., 874 F.2d 804 (Fed. Cir. 1989).

489) In re Dillon, 919 F.2d 688 (Fed. Cir, 1990).
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BEY ANES 2 B 71eAt otg At mddl= o] 4l A
g 5715 APIEEERE 45 = S AololA XRAgo] RAERA] M=t
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490) Plizer, Inc. v. Apotex Inc., 480 F.3d 1348 (Fed. Cir. 2007).

491) Abbvie, Inc. v. Mathilda & Terence Kennedy Institute of Rheumatology Trust, 764 F.3d 1366 (Fed. Cir. 2014).

492) Prometheus Laboratories, Inc. v. Roxane Laboratories, Inc., 805 F.3d 1092 (Fed. Cir. 2015),

493) Wm. Wrigley Jr. Co. v. Cadbury Adams USA LLC, 683 F.3d 1356 (Fed. Cir. 2012).

494) Coalition for Affordable Drugs IX LLC v. Bristo—Myers Squibb Co., IPR 2015-01723 (PTAB 2016)(“Petiioner’s
evidence does not establish that either Fevig | or Fevig Il discloses apixaban or any of the claimed lactam
genera, Rather, Petitioner’s selection of the claimed species (apixaban) and lactam general from the disclosed
Fevig | and Fevig Il genus is ‘dependent upon random variation of numerous parameters.” ... Petitioner has not
provided sufficient evidence that one of ordinary skill would have been motivated to make the necessary
selections in the disclosed Fevig | and Fevig Il genus (Structure 4) to achieve apixaban or the lactam genera
recited in the challenged 208 patent claims”).
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495) EPO Board of Appeal, 1985, 2. 28. T198/84 A&,

496) EPO Board of Appeal, 1988, 8. 30. T296/87 ~1Z.

497) EPO Board of Appeal, 1984, 2. 28, T181/82 A&,

498) H. Lundbeck A/S v Norpharma SpA [2011] EWHC 907.
499) BGH, Xa ZR 130/07, Urteil v. 10. Sep. 2009.
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Petering 50204 CAFC= A37]&9] AF9171E2 207141 9] shghayt

i, A= I 5 sk sigsl= f‘r‘sﬂ 2 WA o= FfA E o] AlqtAd ol

thal 3ttt 9, In re Baird TE5030) M= A37]1&2] A9 o] oF 19 71X
ool Hulss 23R, Oloﬂ tfsto] Ad37]eo] SdEgol ot 44

A7 ULt 9lof Z g o] AmAde] RAEA ekrtal stict. Prizer W50
oA AIHE ] 37], = A9IA o] SRHE 53711 AEE Z3kste] 1 A7)7t

Ao APPS BAQl QuA RATAR A9

500) =@ TSAHTA 2004, 6, 9. TZ[HA 15E(\T4) Me2s ),

501) XIXAL T SAHEA 2007, 4. 25, THA[EA8E(1T4) 102945 ],
502) In re Petering, 301 F.2d 676 (C.C.P.A. 1962).

503) In re Baird, 16 F.3d 330 (Fed. Cir. 1994).

504) Plizer, Inc. v. Apotex Inc., 480 F.3d 1348 (Fed. Cir. 2007).
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505) XEIHA D SIHTA 2018, 4, 13, TZ[EAM 28U(174) M[101825, AM[101845 ],
506) EPO, Guidelines for Examination in the EPO, G.VIH10,

507) EPO, Guidelines for Examination in the EPO, G.VIL12. “---this technical effect occurring within the selected range
may also be the same effect as attained with the broader known range, but to an unexpected degree.”
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514) &= ZIFXIANEZE Guidelines on Examination (2010) Il Ch, 4., 5.3,

515) O|= In re Petering, 301 F.2d 676 (C.C.P.A 1962); In re Baird, 16 F.3d 380 (Fed. Cir. 1994); In re Dillon, 919 F.2d
688 (Fed. Cir. 1990); Merck v. Biocraft, 874 F.2d 804 (Fed. Cir. 1989); Sanofi-Synthlabo v. Apotex, 550 F.3d
1075 (Fed. Cir. 2008); Forest Laboratories v. lvax Pharmaceuticals, 438 F. Supp. 2d 479 (D. Del. 2006)(affirmed
by 501 F.3d 1263 (Fed. Cir. 2007)) ; Eli Lily v. Zenith Goldiine Pharmaceuticals, 471 F.3d 1369 (Fed. Cir. 2006)
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122812 o= U o] Fol FUN0] TAH MLAPRRE ASFHE 5
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F 392 3189 o At

e o S el dEE AT ndEARel 25 ARE deda
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st grth, 3, S dolHE Fa) 54 ulgolt glel 2K ZH) 9
3 Aol AN ST & EL ghol FATS AATUS AL AT o
L5 A9 dolgel #F Alze] A% 80 £ gt )

£9e Zeole] FASHE 7144 A AN DATEA 052 Bls] 9]
A BH4E QB B 42 ATY 4 Ao 2k, AHER 32l

528) John Osha et al,, “Selection Inventions - the Inventive Step Requirement, Other Patentability Criteria and Scope
of Protection: USA”", AIPPI (2009)(“Experimental data can be provided in the form of an affidavit after the initial
patent fiing that includes test results demonstrating that unexpected properties exist for the claimed species.
These test results can be created after the filing of the application and their submission is not generally
considered to raise new matter. There are no prerequisites or limitations on the late submission of experimental
data, For example, the specification does not need to disclose proportions or values as critical for applicants to
present evidence showing the proportions or values to be critical”).

529) Jochen Ehlers et al(3 201)("The Patent Office can at any time demand evidence that the effect that is
purported in the patent application can be reached (Federal Supreme Court, 20.03.1990, GRUR 1990, 510, 512
- Crackkatalysator). Accordingly experimental data can be submitted after initial patent fiing, too. This should be
true for selection inventions, 100”").
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Qthar ke 530 E3F Zaelul o] 2020, 3. 19, AHETE 20204 sl 4] ©

(B N R e 20204 FE mIVA AR A7 T4 2l 55
E20209 W &= dA)oll= Adat Adolgt 71&4 ans 2%
o

tjalo] AR 235 A& F|7BIEE sl Ygo] EiE o] 9t} o]

4

530) UK Intellectual Property Office, Examining Patent Applications Relating to Chemical Inventions, § 81(“Later—filed
evidence may be used to provide support for the presence of such an effect or the fact that it is common to
everything claimed, but unexpected bonus effects not described in the specification cannot form the basis of a
valid claim to a selection invention, ... If there is no statement of advantage in the specification at the time of
fiing, it may not be added later ...”").

531) Longbu Zhang(ZF= 40)(“In the judgment of inventiveness of a selection invention, if experimental data used to
back up the inventiveness is needed, the data should be given in the original filing documents, The
experimental data submitted after initial patent filing maybe admitted and helpful for the examination on this
selection invention, for example in the case of overcoming a prejudice, but they wouldn't be adopted into the
patent documents to be published”). BHH QFLHO| ZIEM AAL U, RIEMO| glCh= 2J740] thatod
ZHRI0| OIMX| Rt B = AEET UES flot SHE HMESH 42 UuldEsn EHs BEA 2=

=}
of 7lsH zalofl ¢AE ZA0J0j0f ol = =
[ =3

=8 MMM O deXtzs Fets| 7Ixstod MA
SHMZE 7IeX zalof disll 2E2Xez Mad & o
SYole 2dt A0 gUOH =Y 0/F E= oAXESX(of et Y EolM MzE Xtz
=]

53?2) B ARER X FHREZFRNEITRRAETHENAE, "F+=5% CFLBEREFA. TRRA
EHRIEAMNERIIREE, AT —SIERRBPIEENEABMREEETS AT, BZEARRRER
FEBARARERBHREHAR. HEMUEAMEIREBRIAN, ARER—BRNTHEE. LELBE
FEBEA. TRRAERBEHUGRIIRIEE, AFEBRETRBEERETFIEE SRR ARR
R, BZEAYRRRATERAAREREAMETFRBELGEATFHABALERE. BRESCIFEIALN,
ARZBR—MNFEZE”, hitps;//chinaipr.com/2020/03/31/spcs—2020—ip—related—judicial— interpretation—
agenda/ (2020, 3. 31).
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International Congress (1982, 11. 3.-5.) PIPA Japanese Group, Committee No, 1 2HXIZ, 77-78. “Even though it
is the case that a selection invention attains advantageous effects which were neither specifically described in
the specification of a prior patent nor recognized in the prior invention, the technical advantages so attained are
additional, new advantages to the original technical achievement of the prior invention, Which invention
achieves more is obviously important, However, so long as all the feature elements of the selection invention
are covered by the prior invention in broad terms and the technical advantages attained by the prior invention
are also attained in the selection invention, it cannot be denied that the selection invention utiizes the technical
concept of the prior invention. Therefore, when the selection invention is patented and is practiced, such
practicing constitutes infringement of the prior patent that describes the selection invention in broad terms, In
contrast, it should be noted that, if the advantages attained by a selection invention are not disclosed in the
specification of the prior patent and the advantages attained by the prior invention are not utiized in the
selection invention, those who hold to the above view are of the further opinion that the practicing of the
selection invention would not constitute infringement of the prior patent.”
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587) 7T % 4= B (3 579), 291,

588) Pacific Intellectual Property Association(Z= 581), 78. “For instance, in the field of chemical inventions, chemical
compounds according to a selection invention might seemingly be covered by the scope of the prior patent.
But the compounds according to the selection invention are not in fact described in the specification of the
prior patent. Moreover, the selection invention has itself been recognized as a patentable invention. Because
the existence of the prior patent must have been taken into account when recognizing the selection invention,
the scope of the prior invention corresponding 1o the scope of the selection invention may be said to represent
only an unfinished or incomplete portion of the prior invention, having no significance. Therefore, the selection
invention and the prior invention are different inventions, and the practicing of the selection invention does not
constitute infringement of the prior patent,”

589) Pacific Intellectual Property Association(Z: 581), 79("As to the argument that the prior invention included (as to
the selection invention) only an unfinished or incomplete invention, it will be seen that reasoning requires limiting
the patentable scope of any invention to the scope of specific examples disclosed in the specification of the
patent application, since later selection patent applications are unpredictable at the time of the prosecution of
each patent application. Further, when subscribing to that reasoning, no inventions described in general or
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broad terms can be recognized as patentable inventions, in order to avoid the granting of patents for unfinished
or incomplete inventions”). YHAR= () MEHEIHO| MaEtHT SEI0| 0|22 SIS Lo YXoZ HII5H)
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or not, when a selection invention is practiced, such practicing constitutes infringement of a prior patent that
describes the selection invention in broad terms, there are two conflicting opinions in Japan. Generally,
however, it is considered that the practicing of a selection invention will constitute infringement of the prior
patent (i) in the case where a patent is granted for the selection invention on the ground that the advantages
attained by the selection invention are the same in character as those attained by the prior invention, but the
selection invention is more advantageous than the prior invention, or (i) in the case where a patent is granted
to a selection invention on the ground that the advantages attained by the selection invention are different in
character from those attained by the prior invention, but the selection invention attains the advantages of the
prior invention at the same time”).
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(B) OL| 2
(©) 7IEt( )
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No.
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= No.
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2. =2l M4 MefdiHO| ES{M(TIEY) FFRE ZHsk= 2012 RFAQIIL?
(8) 74
(B) &1t
(C) 7IEf( )
0|= : Features
=2l : Effect
Q= : Others (The factors identical to what are considered regarding the inventions)
=54
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(A) MBSO 5H2I7HLR1 MEHLTHO| HAMOR 7ITHEI0] U0{OF Sict

(B) Mol SHRIZHERl Meturzo] FAKOR JITHEI0] K| YTt sitiats, Saol
TR NHLHOZRE| MEjIIBS AiTAOR QA 4 QL. ST MBS
Megiol Al E20| 712 A4S 4 Uck

(C) Mg Eol st9I7HRl Metutzio] oMo 7|XHEIO1 SIx] ea Sfcas, Mot

El= Zoof

v Ir
0]
B>
=
rr
_>,'_
K%

ﬁ

|0

HU

H'|

gé

JE!

Q'E
= rr o

LTI 7D 7|THEI0] A= MEAUHO| M d2 RYECH
(

O]= : (E) Others: | think in certain circumstances it could be that any of A—D apply.
=2 : In examples A and B novelty would be denied. C is disputable. Example D
would not exclude novelty.
: (B)

2=
= (A

4. H=o| MRY MEHHol AMpdo| MEUH| 2|50 EME= AR, MEUHO
ARl WH2 SA9| 7IEXt ¢ Azl LHS S0lsH Al = US B2
JHAI=|0] lofof SiLte?

(A) Ul
(B) OtLI2
(C) 7IE( )

0|= : Generally yes — must be enabling disclosure, that is, can make without undue
experimentation.

=2 : A selection invention requires that the person having ordinary skill in the art
cannot easily practice the invention,

376



Patent Court of Korea
International IP Law Research Center

5. H1=2| M4 MEINHO| S} 7|Klet 250

1) B 7RI 2T el Farel ZiEN oIS st 2 7ES E1F Aolof of
TS Xf0|7} QUELIZI? AUTHE 1 Rlolo] LIS S LZMAIL,

S}
r_>L

mw I =2
M me H

> am not sure that the distinction between features + effects applies under US

law.

> No.
: (I think the issue on the differences is not specifically discussed.)

|'>

el
My .I

EHEIEHE05)0| HAMIA 7|ZHRZ0M LT El= ‘Faret 2sHA, Halst 780|
A ME1I7P Si=Ht, o=t ORRIZEXZ BMMol= Ml Hol| Hlste oSS
& 7Hunexpected technical effect)7} 7|xHotH SEeH|ct M
A oI™E floll 7= ‘gotfe M tH| WS OlSE

SY57| sl 71& 27t 2AQl HIIE LIEFLHALE LX2l H3

olgt 4 QI JIThE RTELCE

r

rn_|>

H

[E=S
=

d
1al rlH>

Folh
=l
JL°£ i HI

o
A
SH

rrJ

=2
=

=]
SN

10

o
HA

N oz ogQ
W 0% 1r

i

r
m
0k
fjo

EHrO| TIE M0l QIFEY| /ot 27 E= ‘gabE O = SMALIFY

. effect — unsure
: The general rules apply. For more details | like to refer to the attachment,606)
: (I think the court decisions generally hold that both of the novelty and inventive

step of the selection invention will be accepted when the invention has the
advantageous effects,

605) Guidelines for Patent Examination 2010 states that: An invention by selection refers to an invention made by
selecting for purpose a smaller range of options or individual option not mentioned in the prior art from a larger
range of options disclosed in the prior art (a selection invention). In determining the inventive step of a selection
invention, the main factor to be considered is whether the selection can bring about unexpected technical

effect.
606) AIPPI,

“Selection Inventions - the Inventive Step Requirement, other Patentability Criteria and Scope of

Protection: Germany” (2009).
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On the other hand, the examination guideline of JPO describes as follows:
When effects of a selection invention fulfill all of the following items (i) to (iii), the
examiner determines that the selection invention involves an invention step.

(i) The effect of the selection invention is an advantageous effect which is not
stated in prior art documents, etc.

(i) The selection invention yields an effect which is different from, or identical
but prominently superior to an effect yielded by an invention expressed in a
broader concept or multiple choices.

(i) The effect of the selection invention cannot be predicted by a person
skilled in the art from the state of the art.)

53 Mewso) Ty BEOIN TRE0F B R R4 OSE 4+ 8 71 &t
RUEXIS] OfSULICE, 071K, OISE 4 P 71 uf Hejweio] Mayem
B0 1 712 B YA His EE MU HslS e %8 YE
Lic.o7)

3) Metrmol Flm 0| QY| Sistof @TEKS RIFE OX| HEEI0I0F BLI?

(A) ZI= BMAMOf 7[R{=]0f QUo{0F BTt
(B) == YUSKIEZE HMEE 4 UCL
(

: Others: Unsure, but generally all patentability requirements must be met in

specification — although patent office may allow further submissions.

. The materials can be submitted after initial patent filing.
. (A) It should be disclosed in the initial specification,
2 (A)

607) Guidelines for Patent Examination 2010 states that: An invention produces an unexpected technical effect
means that, as compared with the prior art, the technical effect of the invention represents a “qualitative”
change, that is, new performance; or represents a “quantitative” change which is unexpected. Such a
qualitative or quantitative change cannot be expected or inferred by the person skilled in the art in advance. If
an invention produces an unexpected effect, it means the invention represents notable progress on the one
hand, and it also means that the technical solution of the invention is non—obvious and thus has prominent
substantive features on the other hand. Therefore the invention involves an inventive step.
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6. HZQ| ARAL MEHHIHO| EF|M QF LHCh]| QU0JA, AMFAMat XN
TEELIQ?
(A) 4|
(B) OtL|2
(©) 7IEf( )

i

THo| 33|

0|22 : Others: Generally, our law (e.g. patentable subject matter) distinguishes
between novelty and inventive step.

. Yes

. Yes

D OlL| L

o ne I
Hl Tl ne

7. 20| AR, SEUE, SR WE, TRi0E U3, YSl0LH U, ZUY Uy
Soll 2H5t0]
1) QA 2 Aearol B 71, A, ol Bt el
=]

=
2, mi2tole €F, Felo|dEH YUY, 28" €8 S0l 2R SE &

a
Hl

. Yes
2! : | like to refer to the attachment.
=2 Yes

2 OfL|2

o me i

2) AN 2 MEfUHO| HMM T, A, ZIE ol 2ot EalS0l, 8=EY, #XIEH
U, ofEt0|E 2E, Feold2n 2E, 28 28 S0l H8E uf 2dst= Xiol7t
UCHH FARUZIR? CHEXMOI A7t QUTHHE LAFHAIL.
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Likely yes, but would require careful study of variety of opinions to answer
further.

| like to refer to the attachment.

(I think there are not any differences arising.)

SEUY, SRS W, TiRi0lE 2, BSONTA Uy, ZHY wHS MY

o =
2Fo= Hot TS ZReH, MELFO| MM 71, Ard, TIE-dol| et
410

selection refers to an invention made by selecting for purpose a smaller range
of options or individual option not mentioned in the prior art from a larger range
of options disclosed in the prior art (a selection invention).”& Z&tL|C}. }2FA
wSkh= xto|Eofl sl & 7HX|2 LE=2(7] oS A ZELCL
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