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iﬁﬁ Disclosure

Article 83 EPC — Disclosure of the invention

B The European patent application shall disclose the invention in a manner
sufficiently clear and complete for it to be carried out by a person skilled in
the art.
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Article 100 EPC — Grounds for opposition

B Opposition may only be filed on the grounds that: ... (b) the European
patent does not disclose the invention in a manner sufficiently clear and
complete for it to be carried out by a person skilled in the art; (c) the

B subject-matter of the European patent extends beyond the content of the
application as filed.
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Disclosure

Article 138 EPC — Revocation of European patents

B (1) Subject to Article 139, a European patent may be revoked with effect for
a Contracting State only on the grounds that: ... (b) the European patent
does not disclose the invention in a manner sufficiently clear and
complete for it to be carried out by a person skilled in the art; (c) the
subject-matter of the European patent extends beyond the content of the
application as filed ...
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Patent and Disclosure of the Invention

Invention.

Disclosure.

Sufficiently clear and complete disclosure.
Disclosure for the invention to be carried out.

The person skilled in the art.

Content of the application as filed.
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. Sufficiency of Disclosure
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Invention

B The invention is the most abstract and general form of the technical
teaching given by the patent application.

B |tis necessary and often decisive to differentiate between the invention

and the more detailed examples given how the invention may be carried
out.
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Sufficiency of Disclosure

Invention

B |t is the invention which must be sufficiently disclosed. There are, at least
as a rule, no different requirements for, e.g., medical use inventions,
selection inventions or others.

B The technical concept of the invention has to be understandable. No valid
scientific explanation necessary.

B A detailed description of at least one way of carrying out the invention
must be given.
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Disclosure

B A single example may suffice. There is no direct relationship between the
breadth of the claim and the necessary number of examples.

B The description may disclose the invention insufficiently if the claimed
subject-matter is generalized, by features defined by ranges without upper
or lower limit, beyond the solution made available to the person skilled in
the art that far that patent protection exceeds the contribution to the state
of the art.
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;i Sufficiency of Disclosure
B

Disclosure

B This applies at least in a case where a feature defined by ranges without
upper or lower limit is made more definite through two parameters
working to counteract one another without the restraints created by the
joint effect of the parameters confining the subject-matter of the claim
(Bundesgerichtshof [BGH], 25 February 2010 — Xa ZR 100/05, 184 BGHZ 300
— Thermoplastische Zusammensetzung [Thermoplastic Compound]).
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Sufficiency of Disclosure

Sufficiently clear and complete disclosure

B The disclosure has to be clear and unambiguous.

B Nevertheless, the examples given may also disclose something "in
between" the more abstract patent claim and the more detailed examples
how the invention may be carried out ("intermediate generalisation").

B [f the possibility of intermediate generalisation is clearly understandable
for a skilled person, the intermediately generalised subject-matter is
disclosed.
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- ;4 Sufficiency of Disclosure
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Disclosure for the invention to be carried out

B A detailed description of at least one way of carrying out the invention must
be given. Since the application is addressed to the person skilled in the art,
it is neither necessary nor desirable that details of well-known ancillary
features should be given, but the description must disclose any feature
essential for carrying out the invention in sufficient detail to render it
apparent to the skilled person how to put the invention into practice (EPO
Examination Guidelines).
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Sufficiency of Disclosure

The person skilled in the art

B What has to be disclosed in detail depends on the knowledge and skills of
the respective person skilled in the art
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3§ Sufficiency of Disclosure
ue,

Content of the application as filed

B The subject-matter of the patent claim must not extend beyond the
content of the application as filed.

B Whether that is the case or not does not depend on the mere wording of
the respective documents but on the interpretation of the patent claim on
the one hand and the overall-content of the application as filed on the
other hand.
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Content of the application as filed

B Therefore, examination of amended matter has always to be preceded by
claim interpretation.

B The same is true for examination of patentability and infringement.
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lll. Claim Interpretation
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= ol Claim Interpretation
!

B Patent Court decides on patentability of the invention's subject-matter,

civil court decides on patent infringement and the extent of patent
protection.

B But: The pivotal point of both proceedings is the same — the patent claim.

B Therefore, the focus of German patent litigation does not lie on the
establishment of facts but on the interpretation of the relevant
documents, the patent in suit as well as the relevant prior art documents.
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3*1 Claim Interpretation

B The examination of patentability and infringement must be based on one
and the same understanding of the patent claim.

B Traditionally, it was the infringement judge who had the task of
interpreting a claim, whereas validity judges saw their obligation to lie more
in assessing patentability based on the wording of the claim.
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Claim Interpretation
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B A patentee can attempt to extend the scope of protection of his patent in
infringement proceedings, but then tries to show that this is "small" in

validity proceedings (The "Angora cat phenomenon").
B The adversary often does the same — just the other way round!
B The two forces should counterbalance each other.

B Both, the infringement judge as well as the validity judge, must resist those
forces in order to interpret the patent neither too broadly nor too
narrowly, but correctly.
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: *33 Claim Interpretation
LY

B |t is easier for a judge to interpret a patent claim neither too broadly nor
too narrowly if he knows both lines of argument.

B The validity judge must not remain blind to the embodiment attacked in the

infringement proceedings, and the arguments in the invalidation
proceedings are a matter of concern for the infringement judge, too.

B Awareness of the specific arguments exchanged in the other proceedings

can improve validity of reasons given for (non-)obviousness or (non-)
infringement.
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IV. Relationship between
Validity and Infringement Proceedings
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Relationship

In most cases, the infringement judge is the first one to decide.
He can do so if the action is to be dismissed.
If the judge has to find for infringement he may stay proceedings.

He has to do so if he expects the patent to be invalidated.
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, Relationship
o

B |If the infringement judge recognizes that the Patent Court has based or is
going to base its decision on a different understanding of the patent claim
than he himself considers to be correct he should examine with particular

care whether the infringement proceedings might better be stayed until a
final decision in validity proceedings is reached.
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~ o Relationship

B The Bundesgerichtshof is the link between validity proceedings and
infringement proceedings.

B Although both proceedings can be brought before the Court they follow
different procedural rules and are heard separately.
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B The Bundesgerichtshof makes ample use of the possibility of staying
infringement proceedings in order to avoid a sentence becoming final on
the basis of a patent which might prove to be invalid in validity proceedings.

B The court generally suspends enforcement of a appeal court decision if the
patent in suit is invalidated by a first instance decision in parallel validity
proceedings.

B The court grants leave to further appeal if the appeal court decision is
based on an interpretation of the patent in suit which deviates from the
interpretation on which the Bundesgerichtshof’s own validity decision is

based.
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