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Current Practice

Opposition proceedings before the EPO Boards of Appeal.

Opposition proceedings before national appeal Boards, especially the
German Bundespatentgericht (Federal Patent Court) in Munich.

B Patent infringement proceedings before national courts, especially in
Germany, UK, France, Italy and the Netherlands.

B National nullity/revocation proceedings before the same national courts or
a special nullity/revocation court (Germany).
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B Competence is fragmented, even if the infringement court also deals with

the validity issue.

B Different procedural law provisions, traditions, attitudes, and levels of
experience weigh heavier than different competences in a dual-track

system.

B More harmonisation as to patent validity than patent infringement.
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Il. Actavis v. Lilly:
A remarkable example of harmonisation
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Actavis v. Lilly

B The concept of including certain variants of the invention which are called
equivalents in the scope of patent protection enjoys almost worldwide
acceptance.

B In Europe, Article 69 EPC and Article 2 of the Protocol on the Interpretation
of that Article are the basis for that what is called Doctrine of Equivalence
(DoE) in the United States.
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Actavis v. Lilly

B Most European courts interpret (construe) claims first and determine the
scope of protection of these claims on that basis by applying the concept of
equivalence.

B The English concept was different: There was no scope of protection
beyond the properly construed claims.

B That has changed by the Actavis v. Lilly decision of the UK Supreme Court.
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B Broad consensus that equivalent means are variants of the subject-matter
as defined in the patent claim which perform, at least substantially, the
same function in substantially the same way and produces, at least

substantially, the same result.

B Equivalent means were defined accordingly in the Basic Proposal for a
Patent Law Treaty of the WIPO from 1991. There was an alternative
definition which referred to the definition applied by Germany then. But the

German concept is not as different as it seems to be.
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Actavis v. Lilly

B A patent claim defines a specific technical teaching that serves to solve a
specific technical problem by specific technical means. To be covered by the
scope of protection equivalent means must be sufficiently similar.

B Therefore, the means have to perform the same technical function and lead
to the same technical result. To put it differently: They must have the same
technical effect (Gleichwirkung in German according to the 15t Schneid-
messer question).
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B Performing the same function and producing the same result is not enough.
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It must be done, as the UK Supreme Court said, in substantially the same

way, or, to put in differently, the non-identical but to some extent different
ways have to be sufficiently similar.

The comparison of the ways is the most difficult part of the analysis, and we
find the broadest variety of different national interpretations here, in
Europe and worldwide.
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Actavis v. Lilly

B The German concept is roughly the following: A non-identical way must be
obvious to a skilled person who considers the technical meaning of the
patent claim and especially the function of the claim features in their
context. The 2" and 3'¥ German Schneidmesser questions deal exactly with
that kind of comparison of different ways: They ask about Auffindbarkeit
(obviousness) and Orientierung am Patentanspruch (claim-oriented or
claim-based considerations).

B So we have not yet reached but are close to a common European "DoE".
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Does Europe Expect a UPC?

B Do we need a UPC?
B Will there be a UPC?
B Will the UPC remain unified after "Brexit"?

B Will the UPC be dominant?
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